The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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PAK, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal under 35 U. S.C. § 134
fromthe examner’s final rejection of clains 1 through 9,
which are all of the clainms pending in the above-identified
application. See the resubmtted Brief dated April 15, 1996

(Paper No. 18, hereinafter referred to as “Brief”), page 2.
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Clainms 10 through
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17 were canceled prior to the final Ofice action dated June
30, 1995. See the Amendnent entered on May 26, 1995.

Claims 1 and 7 are representative of the subject matter
on appeal and read as foll ows:

1. A p-phenyl enedi am ne col or devel opi ng agent

represented by the followng fornmula (D1) or (D2):

K’ K’
~ M/

O
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0)- (DT)

wherein R, and R, each represent a hydroxyal kyl group
having 2 or nore carbon atons, and R, represents an
al kyl
group, with
the proviso
that the sum
of the carbon
at ons

NH.

(D2)

in R,
R, and Rjis 9
or bel ow, and
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wherein R, represents an al kyl group having 1 to 3 carbon
atons, R represents an al kyl group having at |east two
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hydr oxyl groups, and R, represents an al kyl group having
1 to 4 carbon atons.

7. A processing conposition for silver halide

col or phot ographic materials, which conprises a

p- phenyl enedi am ne col or devel opi ng agent represented
by the following fornmula (D1) or (D2):

ORs

O

~
Ry Ra

wherein R and R, each represent a hydroxyal kyl group

having 2 or nore carbon atons, and R;represents an al kyl

group, with the proviso that the sum of the carbon atons
in R, R and R, is 9 or below, and

O (DS)

OB*®
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wherein R, represents an al kyl group having 1 to 3

car bon atons, R, represents an al kyl group having at

| east two hydroxyl groups, and R, represents an

al kyl group having 1 to 4 carbon atons, and bal ance of
water, the pH of the conposition being 9 to 12.5.

The sole prior art reference! relied upon by the exani ner

iS:
Haijima et al. (Haijimg) 5,328, 812 Jul
12, 1994

Clains 1 through 9 stand rejected under 35 U.S.C. 8§
102(a) or (e) as anticipated by the disclosure of Haijina.
Clainms 1 through 9 also stand rejected under 35 U.S.C. § 103
as unpat entabl e over the disclosure of Haijina.

We have carefully reviewed the clains, specification and
the applied prior art, including all of the argunents
advanced by both the exam ner and appellants in support of
their respective positions. This review |l eads us to concl ude
that the examner’s 88 102 and 103 rejections are not well
founded. Accordingly, we will not sustain the exam ner’s 88§

102 and 103 rejections for essentially those reasons set forth

! The 88 102 and 103 rejections based on U. S. Patent
3,723,117 issued to WIllens on March 27, 1973, or on Japanese
Pat ent Application 62-180362 published on August 7, 1987,
whi ch were set forth in the final Ofice action dated June 30,
1995, have been withdrawn. See Answer, page 4.
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inthe Brief. W add the following primarily for enphasis and
conpl et eness.

Initially, we note froma review of the first Ofice
action dated Cctober, 17, 1994, Paper No. 4, page 2, that the
exam ner here required appellants to “elect a single disclosed
speci es” fromthose col or devel opi ng agents di scl osed at pages
8 through 12 of the specification. Appellants in turn elected
“conpound D-1 as [set forth] on page 8 of the [instant]
specification” for prosecution on the nerits. See the
appel l ants’ response dated Novenber 8, 1994, Paper No. 5,
together wth the second Ofice action dated Novenber 28,

1994. El ected conpound D-1 has the sanme general chem cal
structure defined in the claimed fornula above, except that

R, R, and R, are limted to -(CH, ,- OH,

-(CH,) ;-OH and -CH,;, respectively. According to the exam ner
(Answer, page 4), the remaining, non-el ected disclosed species
(compounds D-2 through D-44) included in the appeal ed cl ai ns
“have not been consi dered, searched or exam ned.”

Thus, the specific issue presented for review is whether
Haijima antici pates or woul d have rendered obvi ous cl ai ned
conpound D-1 and a phot ographi ¢ processi ng conposition

7
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containing the sane. We |limt our reviewto this issue only
and we take no position respecting the patentability of
conpounds D-2 through D44 and phot ographi c processing
conpositions containing these conpounds.

As indicated by the exam ner, Haijinm discloses a color
devel opi ng agent defined as Formula (D), which includes the
cl ai mred col or devel opi ng agent, conpound D-1. See columm 2,
line 50 to colum 3, line 2, together with colum 18, |ines 5-
46. To arrive at clainmed conmpound D-1, we find that sone
pi cki ng and choosi ng of the substituents described in Haijim
are necessary. Accordingly, we determ ne that Haijina does
not provide a disclosure with sufficient specificity to
constitute a description of the clainmed conmpound and
conposition within the purview of 35 U S.C. § 102(a) or (e).

In re Schaumann, 572 F.2d 312, 315, 197 USPQ 5, 8 (CCPA 1978).

Al t hough the above-nenti oned picking and choosi ng has no
place in making a rejection under 35 U.S.C. § 102(a) or (e)
for anticipation, it nmay be entirely proper in the making of

an obvi ousness rejection under 35 U S.C. § 103. Merck & Co.
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v. Biocraft Labs., Inc., 874 F.2d 804, 807, 10 USPQ2d 1843,
1846 (Fed. Cir.), cert. denied, 493 U S. 975 (1989); In re
Ar Kkl ey,

455 F. 2d 586, 587-88, 172 USPQ 524, 526 (CCPA 1972).

Here, Haijima specifically names a |imted nunber of
substituents useful for Fornmula (D). The inclusion of sone of
t hese specific substituents in Fornmula D results in the
cl ai med conpound and conposition. In addition, Haijinma
di scl oses specific color devel opi ng agents designated as D- 30,
D-31, and D34, which are structurally simlar to the clainmed
col or devel opi ng conpound D-1. G ven Haijim’s disclosure of
a limted genus inclusive of the clainmed conpound, with its
specific preference for conpounds structurally simlar to that
clainmed, we agree with the exam ner that Haijinm woul d have
rendered the clai med subject matter prima facie obvious to one
of ordinary skill in the art.

However, we also agree wth appellants that the prim
faci e case of obviousness established by the exam ner is
rebutted by the specification exanples relied upon by

appel l ants. As argued by appellants, a showi ng of unexpected
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results is inparted by using the clained col or devel opi ng
agent (compound D-1) in a photographic processing conposition.
Table 4 at page 79 of the specification shows a conparison

bet ween the col or devel opi ng agents designated as COM9 and D
1. Wile COM9 represents conpound D31 described in Haijinma,
which is closest to the clainmed col or devel opi ng agent, D-1
represents the elected and cl ai ned col or devel opi ng agent.

The conparison denonstrates that the clained col or devel opi ng
agent (D-1) is superior to that described in Haijima in

i mprovi ng yell ow density and col or
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phot ograph devel opnent tine. The above-nentioned i nprovenents
have resulted froma show ng which is reasonably comensurate
in scope with the appealed clains (el ected species). See In
re Chupp, 816 F.2d 643, 646-47, 2 USPQ@d 1437, 1440 (Fed. Cir.
1987). These inprovenents are not taught, nor shown to be
reasonably expected, by the applied prior art, Haijim.

In view of the foregoing, the decision of the examner is

reversed
REVERSED
CHUNG K. PAK )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
PAUL LI EBERVAN ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
CATHERI NE Tl MM )
Adm ni strative Patent Judge )
CKP: hh
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