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This is a decision on appeal

rejection of clainms 1 to 9, 11 and 14 to 16, which are all of

the clains pending in this application.

W REVERSE

BACKGROUND
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The appellant's invention relates to a coat wei ght
control systemto reduce variation in coating across paper
wi dth (specification, p. 1). A copy of the clains under

appeal is set forth in the appendi x to the appellant's brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:
Leppanen et al. 4,833, 941 May 30,
1989
(Leppanen)

Eri ksson WO 93/ 05887 April 1, 1993

Clainms 2 to 6, 11 and 14 to 16 stand rejected under
35 U.S.C. 8§ 112, first paragraph, as containing subject matter
whi ch was not described in the specification in such a way as
to reasonably convey to one skilled in the relevant art that
the appellants, at the tinme the application was filed, had

possession of the clained invention.

Clains 1 to 8, 11 and 14 to 16 stand rejected under

35 U.S.C. 8 103 as being unpatentabl e over Eriksson.
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Claim9 stands rejected under 35 U.S.C. 8 103 as being

unpat ent abl e over Eriksson in view of Leppanen.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 26,
mai |l ed May 2, 1997) for the exam ner's conplete reasoning in
support of the rejections, and to the brief (Paper No. 25,
filed February 10, 1997) for the appellant's argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant’'s specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

The witten description rejection
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W will not sustain the rejection of clains 2 to 6, 11

and 14 to 16 under 35 U. S.C. § 112, first paragraph.

The witten description requirenent serves "to ensure
that the inventor had possession, as of the filing date of the
application relied on, of the specific subject matter |ater
clainmed by him how the specification acconplishes this is not

material." 1nre Wertheim 541 F.2d 257, 262, 191 USPQ 90, 96

(CCPA 1976). In order to neet the witten description

requi renent, the appellant does not have to utilize any
particular form of disclosure to describe the subject matter
claimed, but "the description nust clearly allow persons of
ordinary skill in the art to recognize that [he or she]

invented what is clained." |In re Gosteli, 872 F.2d 1008,

1012, 10 USPQ?2d 1614, 1618 (Fed. Cr. 1989). Put another way,
"the applicant nmust . . . convey with reasonable clarity to
those skilled in the art that, as of the filing date sought,

he or she was in possession of the invention." Vas-Cath, Inc.

v. Mahurkar, 935 F.2d 1555, 1563-64, 19 USPQ2d 1111, 1117

(Fed. GCir. 1991). Finally, "[p]recisely how cl ose the

original description nust cone to conply with the description
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requi renent of section 112 nust be determ ned on a

case- by-case basis." Eiselstein v. Frank, 52 F.3d 1035, 1039,

34 USP2d 1467, 1470 (Fed. G r. 1995) (quoting Vas-Cath, 935
F.2d at 1561, 19 USPQ2d at 1116). Further, the content of the
drawi ngs may al so be considered in determ ning conpliance with

the witten description requirenent. See Vas-Cath, Inc. v.

Mahurkar, 935 F.2d at 1563-64, 19 USPQ2d at 1116-17 and In re
Kasl ow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cr

1983) .

The exam ner has identified three clainmed limtations as
not conplying with the witten description requirenent
(answer, pp. 4-5). Specifically, the exam ner directs our
attention to the | ast paragraph of claim2, claim15 and claim
16. The appellant argues (brief, pp. 9-10) that the rejection
is in error since the drawings (e.g., Figures 2 and 4) clearly
depict the clainmed limtations in question. The exam ner
found this argunent unpersuasive (answer, p. 8) since the

drawi ngs do not clearly show the cl ai med rectangul ar portion.
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It is our view that the inventor had possession, as of
the filing date of this application, the specific subject
matter set forth in the |ast paragraph of claim2, claim15
and claim16. The original specification clearly described
(p. 5) that the backing bar had "keyhole slots 28 which each
conprise a circular hole in the bar with a slot in the back of
the bar at the sane side as the connections 22." Figures 2
and 4 of the original drawings clearly depict each keyhol e
slot 28 as including a circular hole and a slot. The sl ot
portion of each keyhole slot 28 is depicted in Figures 2 and 4
as two lines that appear to us to be at | east substantially
parallel to each other. Fromthe drawi ngs and the description
of the keyhole slots 28, we conclude that the appellant has
conveyed with reasonable clarity to those skilled in the art
that, as of the filing date of this application, he was in
possession of the now clainmed invention. |In that regard, it
is our opinion that one skilled in that art would have drawn
fromthe appellant's description of the keyhole slots 28 and
the show ng thereof in Figures 2 and 4 an understandi ng that

the sl ot portion of the keyhole slot was rectangul ar.
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For the reasons set forth above, the decision of the
examner to reject clains 2 to 6, 11 and 14 to 16 under 35

US C 8§ 112, first paragraph, is reversed.?

The obvi ousness rejections
W will not sustain the rejection of clains 1 to 9, 11

and 14 to 16 under 35 U.S.C. § 103.

In rejecting clains under 35 U S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prina facie case of

obvi ousness is established by presenting evidence that woul d
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

! The issues of whether the appellant's proposed
anmendnents to the drawi ngs and the specification are "new
matter" are not appeal abl e i ssues, however, the exam ner
shoul d review the objections in light of our decision on the
witten description rejection.
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1596, 1598 (Fed. Cr. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

| ndependent claim1 includes the limtation that at |east
one of the keyhole slots in the flexible elongated backing bar
i ncl ude an opening which is enlarged relative to its
connecting portion. Independent claim2 includes the
[imtation that at |east one of the keyhole slots in the
fl exi bl e backi ng bar include a rectangular portion and a
circular portion wherein the dianeter of the circular portion

is greater than the width of the rectangul ar portion.

The exam ner determ ned (answer, p. 5) that the above-
noted limtations of clainms 1 and 2 were not taught by
Eri ksson. The exam ner then concluded that the claimed shape
of the keyhol e slot woul d have been a natter of choice which a
person of ordinary skill in the art would have found obvi ous
absent a showi ng that the particul ar shape produced unexpected

results.
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We agree with the appellant's argunment (brief, pp. 10-12)
that the examner's rejection of clains 1 and 2 is in error.
In that regard, the exam ner's determ nation of obviousness
has not been supported by any evidence that woul d have | ed an
artisan to arrive at the claimed invention. Evidence of a
suggestion, teaching, or notivation to nodify a reference may
flow fromthe prior art references thensel ves, the know edge
of one of ordinary skill in the art, or, in some cases, from

the nature of the problemto be solved, see Pro-Mdl d & Tool

Co. v. Geat Lakes Plastics, Inc., 75 F.3d 1568, 1573, 37

USPQ2d 1626, 1630 (Fed. Cir. 1996), Para-Odinance Mg. v. SGS

| nports Intern., Inc., 73 F.3d 1085, 1088, 37 USPQ@d 1237,

1240 (Fed. G r. 1995), although "the suggestion nore often
conmes fromthe teachings of the pertinent references,” ln re
Rouffet, 149 F.3d 1350, 1355, 47 USPQ2d 1453, 1456 (Fed. Cr
1998). The range of sources avail abl e, however, does not

di m nish the requirement for actual evidence. That is, the

showi ng nmust be clear and particular. See, e.qg., C R Bard,

Inc. v. MB Sys., Inc., 157 F.3d 1340, 1352, 48 USPQ2d 1225,

1232 (Fed. Cir. 1998). A broad conclusory statenent regarding

t he obvi ousness of nodifying a reference, standing alone, is
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not "evidence." E.qgq., ME nmurry v. Arkansas Power & Light

Co., 995 F.2d 1576, 1578, 27 USPQ2d 1129, 1131 (Fed. GCr
1993) ("Mere denials and conclusory statenents, however, are
not sufficient to establish a genuine issue of materi al

fact."); In re Sichert, 566 F.2d 1154, 1164, 196 USPQ 209, 217

(CCPA 1977) ("The exam ner's conclusory statenent that the
specification does not teach the best node of using the
invention is unacconpani ed by evidence or reasoning and is
entirely inadequate to support the rejection.”). See also In

re Denbi czak, 175 F.3d 994, 999, 50 USPQ2d 1614, 1617 (Fed.

Gr. 1999).

In our view, the only suggestion for nodifying Eriksson
in the manner proposed by the exam ner to neet the above-noted
limtations of clains 1 and 2 stens from hi ndsi ght know edge
derived fromthe appellant's own disclosure. The use of such
hi ndsi ght knowl edge to support an obvi ousness rejection under

35 US.C 8 103 is, of course, inpermssible. See, for

example, W L. Gore and Associates, Inc. v. Garlock, Inc., 721

F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. GCr. 1983), cert.

deni ed, 469 U. S. 851 (1984).



Appeal No. 1997-3798 Page 11
Application No. 08/272,018

For the reasons set forth above, the decision of the
examner to reject clains 1 and 2, and clains 3 to 9, 11 and
14 to 16 dependent thereon, under 35 U S.C. 8 103 is

reversed. ?

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 2 to 6, 11 and 14 to 16 under 35 U S.C. § 112, first
paragraph, is reversed and the decision of the examner to
reject clains 1 to 9, 11 and 14 to 16 under 35 U.S.C. §8 103 is
reversed

REVERSED

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT

2 W have reviewed Leppanen applied in the rejection of
claim9 but find nothing therein which makes up for the
deficiencies of Eriksson discussed above.
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JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

MURRI EL E. CRAWORD
Adm ni strative Patent Judge
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