THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-5,

! Application for patent filed Decenber 11, 1995.
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8-13, 15, 16, 18-20, and 22-24, all of the pending clains.?
We
affirmin-part.
A.  The Invention

The invention relates to the architecture of a conputer
expansi on board. The specification (at 2) describes the prior
art as follows:

The bits of data which define the information
provided to the board are referred to as configuration
bits and the act of providing the data bits to the
board is referred to as configuring the board. Sone
boards are configured by manual |y operated sw tches
whi ch are connected to the board. These switches can
be set prior to attaching the board to the host conputer.
When the board is powered up, the switches are read by
the on board m croprocessor or controller and the
configuration information stored in the appropriate
regi ster for use as needed.

In the past, the on board m croprocessor or
controller received the configuration bits on dedicated
lines. Since the mcroprocessor or controller is
typically inplenented as an integrated circuit chip, each
line requires an additional pin. The nunber of pins used
solely for configuration bits will vary but in sone LAN
cards is thirty-two. Together with the various control,

2 The clains before us are the clains as anmended in the
anmendnent (paper no. 31) faxed to the PTO on August 28, 1996
whi ch the exam ner in a Septenber 12, 1996, advisory action
(paper no. 32) indicated would be entered upon the filing of
an appeal. Although this amendnent inadvertently has not yet
been physically entered, it is being treated as such for
pur poses of this appeal.
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data and address lines, the total nunber of pins can

exceed one hundred. In general, the
cost of a chip increases with an increase in the nunber
of pins. In addition, the cost of the board to which the

chip is attached is also nore expensive in order to
accompdat e the extra pins.

Referring to appellant's Figures 1A and 1B, the invention
solves this problem by providing the expansion board 10, which
has a connector 14 for insertion into an expansion slot (not
shown) of host conputer 12, with a nenory 32 which stores
configuration data for automatic transfer over the on-board
internal parallel bus 30 to registers 18a and 18b of the on-
board controller 16 when power is applied thereto. The nenory
32 includes nenory banks 34a and 34b, each of which contains a
set of manual sw tches (36a, 36b) and a set of tri-state
buffers (38a, 38b). The configuration data is read out of the
tri-state buffers in nmenory banks 34a and 34b in response to
signals provided on lines 40a and 40b, respectively, by the
on-board controller.

B. The O ains

O the appeal ed i ndependent clains, i.e., clains 1, 10,

15, and 18, claim 15 is reproduced bel ow as representati ve:

15. A nethod for configuring an expansion circuit
board i n an expansion slot having a connector, a
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controller chip connected to the connector, an internal
paral |l el data bus connected to said controller chip,
transcei ver neans for controlling the transfer of

configuration data bits from sai d expansion circuit
board to a second parallel bus extending froma
connector to a host conputer and a nenory connected to
said internal parallel bus, conprising the steps of:

progranmm ng configuration data bits which define
t he address space occupied by said expansion circuit
boar d
wWth respect to a host conputer into said nenory, said
configuration data bits enabling said host conputer
to comuni cate conmands to and receive input fromsaid
expansion circuit board;

connecting said connector to said host conputer,
said controller chip being electrically coupled to said
host conputer when said connector is connected to the

host conputer, and said controller chip being
el ectrically decoupl ed fromthe host conputer when said
connect or

i s disconnected fromthe host conputer;

determ ni ng when power is supplied to said
controller chip and said other conponents of the expansion
circuit boar d;

generating a control signal in response to said
determ ning step

providing said control signal to said nenory; and

transferring said configuration data bits to said
controller chip over said internal parallel bus
i ndependently of a command from said host conputer,
wherein, when said configuration data bits are
transferred fromsaid nmenory to said controller chip
[ sic].

C. The Reference and Rejections
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The exam ner relies on the follow ng sol e reference:

Mor gan 4, 980, 850 Dec. 25,
1990

Al'l of the appealed clains, i.e., clains 1-5, 8-13, 15,
16, 18-20, and 22-24, stand rejected under 35 U.S.C. § 103 for
obvi ousness over Morgan.

Clainms 15, 16, and 18-20 al so stand rejected under the
written description requirenent of the first paragraph of 8§
112.

D. The 8 112 Rejection of Clains 15, 16, and 18-20

The 8 112 rejection was initially applied to all of the
appealed clains in the final office action (paper No. 30) but
was Wi thdrawn with respect to all but clains 15, 16, and 18-20
as a result of the amendnment (paper no. 31) filed August 28,
1996.

| ndependent claim 15 recites, inter alia, "determ ning

when power is supplied to said controller chip and said other
conponents of the expansion circuit board" and "generating a
control signal in response to said determning step." The
exam ner contends that

t he specification does not disclose the steps of
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determ ni ng when power is supplied to the controller

as set forth inthe claim(e.g. Caim15 Lines 22-23).
The cl ai m | anguage "determ nes" when the power is
supplied. How can the system determ ne when the

power is supplied when initially there is no power?

The claimlanguage is witten as if sonme elenent is

nmoni tori ng whet her power is being supplied to the
controller chip. Wat elenent does this nonitoring?

In order to performthis determining step it would seem
t hat sone el enent nust be active to nonitor the

controller chip and "determ ne" when power is supplied.
The specification is clear that initially no power
is

connected to the expansion board. When power is
connect ed to the expansion board the controller executes a
series

of mcroinstructions (see P 5 Lines 26-27 of the
Specification). The specification does not speak of
nmonitoring the power or determ ning when the power

supplied, only that once it is supplied a series of
m croi nstructions are executed. [Answer at 5.]

Appel l ant, after noting that Webster's New Wrld Dictionary
defines "determine” to nean "to fix" or "to ascertain"” (Reply
Brief at 2), argues that

[t] he Specification provides at p. 5, Ins. 26-30,

"[w] hen power is provided to board 10, controller

16 executes a series of mcroinstructions.” The plain
| anguage of the Specification thus requires the
controller 16 "to fix" or "to ascertain" when it
receives power so that it can execute a series of
mcroinstructions. This is a well known operation

i n conputer conponents. The previous exam ner herself
states that the conputer of Mrgan "determ nes" when
power is supplied to the data processing system 10.
(Answer at p. 4, Ins. 16-19). [Reply Brief at 3.]
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Appel lant's reliance on the previous exam ner's description of
Morgan is m splaced, because unlike appellant's application
Mor gan di scl oses a separate power sensor el enent 28 for
determ ning when power is initially applied to the data
processi ng system 10:
The present invention can al so include neans

for sensing an initialization condition to cause the

central processing unit to begin the initialization

program As shown in the preferred enbodi nent of

the invention in FIG 1, a power sensor 28 detects

when el ectrical power is provided to data processing

system 10 in order to initiate bootstrap operations.

The output of circuit 28, after passing through

synchroni zation circuitry not inportant to an

under standi ng of the present invention, generates a

reset (RST) signal for various conponents of data

processi ng system 10 which take specific actions at

times of initialization. [Col. 3, line 65 to

col. 4, line 8.]
We find ourselves in agreenent with the exam ner on the
support question. Wiile appellant's specification states that
"[w hen power is provided to board 10, controller 16 executes
a series of mcroinstructions"” (p. 5, lines 26-27) and that
"[o] nce the configuration data bits are witten into registers
18a and 18b, controller 16 will continue its power up routine
utilizing the configuration data bits to configure board 10"

(p. 6, lines 8-11), it does not indicate that the
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m crocontroller or any other circuitry generates a signal
whi ch indi cates that power has been applied and serves to
instruct the mcrocontroller to commence the initialization
program as inplied by the | anguage in question. Accordingly,
the 8 112 rejection of claim15 and its dependent claim16 is
af firnmed.

However, the 8§ 112 rejection is reversed with respect to
i ndependent claim 18 and its dependent clainms 19 and 20,
because claim 18 no | onger includes the "determ ni ng when
power is supplied" |anguage that the exam ner finds
obj ectionable. Instead, the claimrecites "said transferring
steps are perfornmed in response to the application of power to
sai d expansion circuit board,"™ which the exam ner has not
addr essed.

E. The 8§ 103 Rejection of Cains
1-5, 8-13, 15, 16, 18-20, and 22-24

Mor gan di scl oses a data processing system 10 which
provi des
automati c configuration of nenory boards 70, 72, 74, and 76,
whi ch, |ike appellant's expansion circuit boards, have

connectors for insertion into expansion slots of a host
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conmputer. However,
unli ke appellant's expansion circuit boards, Mrgan's
expansi on cards do not have mcrocontrollers. Instead, Mrgan
enpl oys a central menory controller 30 |ocated on the CPU
board 15. The nmenory controller 30 includes a configuration
status register 40° having configuration register circuits
(200 in Fig. 2) for storing configuration data received over
menory data bus 65 fromthe nenory boards. Bank status
register circuits 200

each include a configuration register 202, a

mul ti pl exer 205, and a conparator 210. Each

configuration register 202 contains configuration

data about the nmenory bank corresponding to the

bank status register circuit containing that

configuration register. Bank status register

circuits 200 curul atively represent the configuration

structure of the entire nmenory. [Col. 4, lines

61- 68. ]
In the preferred enbodi nrent of nmenory board 70 shown in Fig.
5, signature register 160 holds configuration data for the
correspondi ng nenory banks on nenory board 70 (col. 9, lines

42-45.) Preferably, the signature register is a set of pins

whi ch are connected to voltage sources each representing

3 Labeled in Figure 1 as a ?CONTROL STATUS REQ STER. "
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either a "1" or a "0" level (col. 9, lines 45-47.) Figure 8
is a flowhart showi ng the process by which configuration data
is transferred via nenory data bus 65 from signature register
160 of a nenory card 70 to the configuration status registers
202 in configuration status register 40 of nenory controller
30 (col. 12, line 23 to col. 13, line 2.) This process begins
with CPU 20 setting the signature read request bit in the
status configuration register 202 for one of the banks (Step
420 of Fig. 8) (col. 12, lines 25-29.)

We note that the claimlanguage describing the |ocation
of the clainmed "connector” could be nore clear. Caim1l

recites, inter alia, "a host conputer having an expansi on

slot,” "a connector in the expansion slot being connectable to
the host conputer,” and "an expansion circuit board in the
expansi on sl ot connected to said connector such that said
connector is | ocated between said expansion circuit board and
sai d host conputer™ (our enphasis), which could be construed
to nmean that the connector is not part of the expansion
circuit board. However, the claimfurther specifies that

"said controller chip is electrically coupled to the host

conput er when said connector is connected to the host

10
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conputer, and said controller chip is electrically decoupl ed

fromthe host conmputer when said connector is disconnected

fromthe host computer,”™ which makes it sufficiently clear

fromthis | anguage that the connector is carried by an edge of
t he expansion circuit board.

The exam ner acknow edges that Morgan "does not
specifically show a connector between the nmenory controller 30
and the CPU bus on CPU board 15 of Figure 1" (Answer at 3) and
makes the foll ow ng argunment for adding such a connector:

Since element 15 is described as a CPU board,
it is reasonable to assunme that CPU 20, boot ROM
22 and nmenory controller 30 would each be incl uded
i n separate packages having pins to connect to the
CPU bus. As the Applicant has stated, connectors
are well known in the art. Therefore, it would
have been obvious to one of ordinary skill in the
art at the time the invention was nmade to provide
sonme sort of connector between menory controller
30 and the CPU bus, and hence CPU 20. The Exam ner
al so notes that [the] clainms do not recite any speci al
functionality pertaining to the connector. The

speci fication does not even descri be the connector
in the abstract or summary and only briefly nmentions
it in one place, on page 4, line 4. [Answer at 3-4.]

The exam ner's position is unpersuasive. The apparent reason
the connector is not nmentioned at all in the abstract or
summary and is only briefly nentioned in the specification is

that it was known to provide expansion circuit boards with
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such connectors, which would be plugged into nmating connectors
in the expansion slots of conputers, as inplied by appellant's
di scussion of the prior art at pages 2 and 3 of the
specification, quoted in part at page 2 of this opinion.
Furthernore, while we agree with the examner that it would
have been obvious to provide Mirgan's nmenory controller 30 as
a package havi ng connecting pins for engagi ng mating
connectors on the CPU board 15, that nodification would not
satisfy the requirenent of claim1 and the other independent
clainms that the clainmed controller chip, including its
internal registers (Mdrgan's configuration registers 200 in
configuration status register 40), be nounted on the expansion
circuit board along with the clainmed nenory (Mrgan's
signature registers 160 - Fig. 5. On this point, the
exam ner further explains:
Appl i cant al so argues that there is no incentive

to place the various elenents on a single board as

suggest[ed] by the Exam ner (see P 16-17 of the Appeal

Brief). It is a commbn practice in the art to nove

el ements onto a conmon board to reduce cost and

to increase reliability because there are |ess

i nterconnections. In addition it has been held that

maki ng pi eces separable/integral is a design choice.

See Nerwin v. Erlichman, 168 USPQ 177 ([Bd. Pat. App.]

1969) and In re Larson, [340 F.2d 965,] 144 USPQ 347
(CCPA 1965). [Answer at 7.]

12
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We do not agree that it would have been obvious to provide
each of Mdrgan's nenory boards 70, 72, 74, and 76 with a
menory controller |ike Morgan's nmenory controller 30,
including its configuration status registers 202 (Fig. 2).
Because this nodification would increase the total nunber of
menory controller circuits, it would not reduce the cost, as
urged by the exam ner. Also, the exam ner has not expl ai ned,
and it is not apparent to us, why one skilled in the art would
have concluded that such a nodification of Morgan woul d
result in fewer interconnections, as asserted by the exam ner.
This notivation instead appears to conme from appellant's own

di scl osure, which of course is inproper. See In re Fritch,

972 F.2d 1260, 1265, 23 USPQ2d 1780, 1783 (Fed. G r. 1992)
(the exam ner can only satisfy the burden to make out a prinma
faci e case for obviousness by ?show ng sone objective teaching
in the prior art or that know edge generally avail able to one
of ordinary skill in the art would lead the individual to
conbi ne the rel evant teachings of the references”).

The examiner's reliance on Nerwin and Larson is al so
m spl aced, as those cases concern nmechani cal inventions having

i nt erconnected parts.

13
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For the foregoing reasons, we are reversing the
8 103 rejection with respect to each of the appeal ed cl ai ns.

There is an additional reason for reversing the
8 103 rejection of independent clainms 1, 15, and 18, and their
dependent clains 2-5, 8, 9, 16, 19, 20, 22, and 23. Each of
t hese i ndependent clains call for the transfer of
configuration data fromthe clained nenory to the clai ned
internal register to occur "independently of a conmand from
said host conputer.” W agree with appellant that this
i ndependence is not present in Mrgan's system wherein the
process of transferring configuration data from configuration
register 160 (Fig. 5) to configuration registers 202 (Fig. 2)
is initiated by CPU 20, which sets a signature read request
bit in the status configuration register 202 for one of the
banks of nenory (col. 12, lines 25-29.) The transfer of data
is therefore dependent on (albeit indirectly) a command from
t he CPU.
F. Summary

The 8 112, first paragraph, rejection is affirnmed as
to claims 15 and 16 and reversed as to clains 18-20. The

8 103 rejection is reversed as to clains 1-5, 8-13, 15, 16,
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18-20, and 22-24, i.e., all of the appeal ed cl ai ns.
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No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
AFFI RVED- | N- PART
)
ERROL A. KRASS )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
JOHN C. MARTI N )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
STUART HECKER )
Adm ni strative Patent Judge )
JCM hh

16



Appeal No. 1997-3821
Application No. 08/570, 256

Sheri dan Ross, P.C.
1560 Br oadway
Suite 1200

Denver, CO 80202
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