The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 16 and 18, which are all of the
clainms pending in this application.

Appel lant's invention relates to a voltage generator for
bi asi ng a sem conductor chip substrate. Caim1l3 is
illustrative of the clainmed invention, and it reads as

foll ows:
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13. A charge punp circuit for providing a plurality of
substrate bias voltages, said punp circuit conprising:

a punp switch for supplying a plurality of voltages,
wherein levels of said voltages are determ ned in response to
control signals; and

a punp unit including a transfer conponent, each voltage
providing a supply voltage for said punp unit, said punp unit
responsive to levels of said plurality of voltages and to an
oscillating signal having a determ ned frequency for providing
said plurality of substrate bias voltages.

The prior art reference of record relied upon by the
exam ner in rejecting the appeal ed clains is:

Alvarez et al. (Al varez) 5, 362, 990 Nov.
08, 1994

Prior art references of record relied upon by the

exam ner as evidence in rejecting the appeal ed clains are:

Scade et al. (Scade) 4,843, 256 Jun. 27
1989
Hirayama et al. (H rayam) 5,461, 338 Cct. 24,
1995

(filed Apr. 16, 1993)
Ar akawa 5,489, 870 Feb. 06,
1996

(filed Mar. 17, 1994)
Clains 13 and 18 stand rejected under 35 U S.C. § 112,

second paragraph, as being indefinite.?

1 W note that on page 2 of the Answer, the exaniner w thdrew the
rejection of claims 6 through 8 and 14 through 16 under 35 U. S.C. § 112,
second par agr aph.
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Clainms 1 through 16 and 18 stand rejected under 35 U.S. C
8§ 102(e) as being anticipated by Alvarez.

Reference is made to the Exam ner's Answer (Paper No. 13,
mai l ed April 21, 1997) for the exam ner's conplete reasoning
in support of the rejections, and to appellant's Brief (Paper
No. 12, filed March 10, 1997)2 for appellant's argunents
t her eagai nst .

OPI NI ON

We have carefully considered the clainms, the applied
prior art reference, and the respective positions articul ated
by appellant and the exam ner. As a consequence of our
review, we will affirmthe indefiniteness rejection of clains
13 and 18 and reverse the obviousness rejection of clains 1
t hrough 16 and 18.

Regarding clains 13 and 18, appellant presented no
argunents in the Brief against the rejection under 35 U S.C. 8§
112, second paragraph. Consequently, we wll affirmthe

i ndefiniteness rejection of clainms 13 and 18.

2 W note that a Reply Brief was filed as Paper No. 14 on June 26, 1997,
but was refused entry by the exami ner. Accordingly, we will not consider the
Reply Brief in rendering our decision.
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"It is axiomatic that anticipation of a claimunder 8§ 102
can be found only if the prior art reference discloses every

element of the claim"™ 1Inre King, 801 F.2d 1324, 1326, 231

USPQ 136, 138 (Fed. Cr. 1986); See also Lindemann

Maschi nenfabrik [GvBHl v. Anerican Hoist and Derrick [Co.],

730 F.2d 1452, 1457, 221 USPQ 481, 485 (Fed. Cir. 1984).
Claim9 recites a nethod "for providing a plurality of
substrate bias voltage | evel s" and includes a step of
"generating a plurality of substrate bias voltage |evels" by
the substrate charge punp. The exam ner, in rejecting claim
9, refers to the circuit disclosed by Alvarez and asserts
(Answer, page 4) that "the recited method can be acconpli shed
by the ... circuit to Alvarez et al." However, nowhere does
t he exam ner point to any discussion in Al varez of generating
substrate bias voltages, and we find no such discl osure.
Thus, since Alvarez |acks the step of generating a plurality
of substrate bias voltage |levels, Alvarez cannot anticipate
claim9 or its dependents, clainms 10 through 12.

As to clainms 1 and 13, claim1l recites in the preanble, a

VBB vol tage generator unit "for biasing of the sem conductor
chip substrate"” and claim 13 recites a charge punp circuit
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"for providing a plurality of substrate bias voltages." The
exam ner asserts (Answer, page 7) that such cl ai m|anguage
"can only be seen to be 'intended use' because such clearly
states that the circuit is '"for biasing of the sem conductor
chip substrate.'™
We agree that terns in the preanble which nerely set

forth the intended use for an otherw se old nethod or device
do not differentiate the clainmed nmethod or device fromthose

known to the prior art. See In re Pearson, 494 F.2d 1399,

1403, 181 USPQ 641, 644 (CCPA 1974). However, in deciding
whet her such ternms are nerely intended use, we nust "determ ne
whet her the preanble breathes |ife and neaning into the claim
and is incorporated by reference because of | anguage appeari ng
later inthe claim nmaking it a limtation of the claim"”

General Electric Co. v. Nintendo Co., 179 F.3d 1350, 1361, 50

UsP@2d 1910, 1918 (Fed. Cir. 1999). 1In the present case, we

do not agree that the terns are nerely intended use. In the

| ast couple lines of the body of each of clainms 1 and 13, the
| anguage of providing a plurality of sem conductor substrate

bias levels is repeated, therefore making it a limtation of

the claim Since Alvarez fails to disclose providing
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substrate bias |levels, we cannot sustain the anticipation
rejection of clains 1 and 13 and their dependents, clains 2
t hrough 8, 14, 15, and 18.

Regardi ng cl aim 16, the | anguage in question, "for
providing a plurality of substrate bias voltages," appears
twice in the body of the claim Therefore, it is alimtation
whi ch nmust be considered and nmet for the reference to
anticipate the claim As Alvarez has already been found
lacking in this regard, we nust reverse the anticipation
rejection of claim16.

CONCLUSI ON

We have affirned the rejection of clainms 13 and 18 under
35 U.S.C. §8 112, second paragraph. W have reversed the
rejection of clainms 1 through 16 and 18 under 35 U S.C. § 102.
Accordingly, the decision of the examner rejecting clainms 1

through 16 and 18 is affirned-in-part.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

KENNETH W HAI RSTON
Adm ni strative Patent Judge

BOARD OF PATENT

JERRY SM TH APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

ANI TA PELLMAN GROSS
Adm ni strative Patent Judge
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