TH S OPI Nl ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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MEI STER, Adnmi ni strative Patent Judge.

DECI S| ON ON APPEAL

Tokuj i Watanabe (the appellant) appeals fromthe fina
rejection of claim9, the only claimremaining in the
appl i cation.

We REVERSE and, pursuant to our authority under the

! Application for patent filed Septenber 20, 1995. According to appellant, the
application is a continuation-in-part of Application 08/165,474, filed Decenber 13,
1993, now abandoned.
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provisions of 37 CFR §8 1.196(b), enter a new rejection of

claim?9.

The appellant's invention pertains to an apparatus for
manuf act uri ng paper cushioning nenbers that are useful as a
packing material for objects which are to be shipped or
transported. To this end, sheets of paper or other packing
material are fed to cutting nmenbers that forma plurality of
intermttent or spaced slits in the sheet. Thereafter, the
sheet is fed into a wave form ng guide where it is "crunpled.”
The "crunpl ed" sheet nmay, due to the intermttent or spaced
slits, thereafter be stretched so as to forma cushi oni ng
menber that is softer than one fornmed froma sheet not having
such slits.

A copy of claim9 may be found in the appendix to the

brief.

The references relied on by the exam ner are:
Curtis 671, 915 Apr. 9, 1901
Par ker (Parker ‘972) 5,088,972 Feb. 18, 1992
Par ker (Parker ‘013) 5,134,013 Jul . 28, 1992
Par ker (Parker *352) 5,173, 352 Dec. 22, 1992
Par ker (Parker *259) 5,403, 259 Apr. 4, 1995
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Broden et al. (Broden) 576, 412 May 26, 1959
(Canadi an Patent)

Claim9 stands rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Curtis in view of Parker '259, Parker '352,
Parker '013 or Parker '972 and further in view of Broden.

The exam ner's rejection is explained on pages 4-7 of the
answer. The argunents of the appellant and exam ner in

support

of their respective positions may be found on pages 6-10 of
the brief, pages 1-4 of the reply brief and pages 8-12 of the

answer .

OPI NI ON
Havi ng careful ly considered the respective positions
advanced by the appellant in the brief and reply brief and by
the examner in the answer, it is our conclusion that the
above-noted rejection is not sustainable.
According to the examner it would have been obvious to

make the link formng recesses of Curtis extend entirely
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across the projections in a horizontal direction in view of
the teachings of Broden. The examner is further of the

opi ni on that:

It woul d have been obvious to one
having ordinary skill in the art at the
time the invention was nmade to conbi ne the
teachings of Curtis with the teachings of
Par ker [sic, Parker '259, Parker '352,
Parker '013 or Parker '972] in order to
reliable [sic, reliably] crunple thin bands
of paper cushioni ng nenbers cut by roller
menbers (i.e.[,] adding [sic] inserting at
| east one sheet of work paper between
cutting rollers, feeding said work paper
t hrough a wave-form ng gui de and forcibly
conpressing said work paper inside said
wave-formng guide to Curtis), since Parker
[sic, Parker '259, Parker '352, Parker '013
or Parker '972] teaches that manufacturing
thin bands of crunpl ed paper cushioning
menbers by inserting at | east one sheet of
wor k paper between cutting rollers, feeding
said work paper through a wave-form ng
guide and forcibly conpressing said work
paper inside said wave-form ng guide in
order to finely crunple said thin bands was
old and well known at the tinme the
i nvention was made. [Answer, pages 5 and
6. ]

In response to the appellant's argunent that the device of
Curtis is directed to a netal slitting apparatus that is not

properly conbinable with the paper folding and crinping device
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of either Parker '259, Parker '352, Parker '013 or Parker
'972, the examner states that "[i]f the prior art structure
is capable of perform ng the intended use, then it neets the
clain (answer, page 12).

W will not support the examiner's position. Even if we
were to agree with the examner that it would have been
obvious to make the Iink form ng recesses of Curtis extend
entirely across the projections in a horizontal direction in
vi ew of the teachings of Broden, we cannot agree that it would
have been obvious to conbine the teachings of Curtis, as
nodi fied by Broden, with those of either Parker '259, Parker
' 352, Parker '013 or Parker '972 in the manner proposed. The
nere fact that the device of Curtis has the capability of
bei ng enployed to formcuts in paper does not serve as a
proper notivation for conbining the teachings of Curtis and
the various references to Parker as the exam ner apparently
believes. Instead, in order to establish obvi ousness under 35
US C 8§ 103, it is well settled that it is the teachings of
the prior art taken as a whol e which nust provide the notiva-

tion or suggestion to conbine the references. See, e.g.,
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Uniroyal, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044, 1051, 5
USPQ2d 1434, 1438 (Fed. Cir. 1988) and |Interconnect Pl anning
Corp. v. Feil, 774 F.2d 1132, 1143, 227 USPQ 543, 550-51 (Fed.

Cir. 1985). Here, we find no such suggestion.

The device of Curtis is directed to a conpletely
di sparate type of device fromthat of any of the Parker
references. That is, Curtis discloses an apparatus for
form ng spaced slits in a netal sheet (see Fig. 7) that is
subsequently intended to be expanded into a nesh-like sheet
(see Fig. 8) and is in no way concerned w th manufacturing
packing materials. On the other hand, each of the Parker
references is directed to an apparatus for formng resilient
bul k packagi ng material from sheets such
as paper or cardboard. To this end, the sheets are fed to a
plurality of cutters which slit the sheets into narrow strips
that are then fed into a device (which the exam ner considers
to be a "wave form ng guide") where the narrow strips are
fol ded, crinped and conpressed into a generally zig-zag
configuration. Absent the appellant's own teachings, we are

at a conplete |oss to understand why one of ordinary skill in
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this art would have been notivated to feed Curtis' sheet
havi ng spaced cuts therein (that is intended to subsequently
be expanded into a mesh-like sheet) into a "wave form ng

gui de" as taught by the Parker patents (wherein narrow strips
are folded, crinped and conpressed so as to forma resilient
packi ng menber of a generally zig-zag configuration). As the
court in Uniroyal, 837 F.2d at 1051, 5 USPRd at 1438 stated:
"it is inpermssible to use the clains as a frane and the
prior art references as a npbsaic to piece together a facsimle
of the clained invention."

Moreover, even if the references were conbined in the
manner proposed by the exam ner, there is nothing in the
relied on prior art which suggests "waste-collecting nenbers”
or strippers having projections and recesses fornmed on edge
portions thereof as expressly required by claim9. Wth
respect to this limtation the examner relies on "waste-
col | ecting nmenbers 240, 244, 248, 250 (best shown in '352 or '259
Figures 10 and 12 . . . ." Wile the examner is correct in
noting that these elenments function as waste collecting

nmenbers or strippers, they do not have projections and
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recesses fornmed on edge portions thereof as clainmed. That is,
these elenents are sinply a plurality of plate-Ilike nenbers
(havi ng openings 245 therein for accommodating the cutter
shaft) that are nmounted on supporting shafts 246 in such a

manner that they are interleaved between the cutting discs.

In view of the foregoing, we will not sustain the
rejection of claim9 under 35 U.S.C. 8 103 as being
unpat ent abl e over Curtis in view of Parker '259, Parker ' 352,
Parker '013 or Parker '972 and further in view of Broden.

Under the provisions of 37 CFR § 1.196(b) we make the
foll om ng new rejection.

Claim9 is rejected under 35 U. S.C. § 112, second
paragraph, for failing to particularly point out and
distinctly claimthe subject nmatter which the appell ant
regards as the invention. This claimsets forth "a top-
pressi ng nenber and a bottomreceiving nmenber” and "a wave-
form ng gui de" as though they were two separate el enents when
in fact they are at |east partially the sane. Note in

particular the prelimnary anmendnent filed on Septenber 20,
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1995 (Paper No. 11) wherein the addition to page 11 (between
lines 12 and 13) states: "[t]he wave-form ng gui de 18

conpri ses an upper pressing nenber 18, and a | ower receiving
menber 18,." W al so observe that "recesses" in the second
and third lines fromthe end of claim9 have no clear

ant ecedent basis since both "circunferential" recesses and
"l'ink-portion form ng" recesses have been previously set

forth.

I n sunmary:

The rejection of claim9 under 35 U S.C. § 103 is
reversed.

A new rejection of claim9 under 35 U.S.C. § 112, second
par agraph, has been nade.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b)(anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63,122 (Oct. 21, 1997)). 37

CFR
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8§ 1.196(b) provides that, “A new ground of rejection shall not
be consi dered final for purposes of judicial review”
37 CFR 8§ 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs

(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anmendnent of
the clains so rejected or a show ng of
facts relating to the clains so rejected,
or both, and have the matter reconsi dered
by the exam ner, in which event the
application will be remanded to the
exam ner.

(2) Request that the application be
reheard under 8§ 1.197(b) by the Board of
Pat ent Appeal s and Interferences upon the
same record.
No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

REVERSED
37 CFR § 1.196(b)

-10-
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