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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 8 through 10, which are all of the clains

pending in this application.?

W REVERSE

! Application for patent filed June 5, 1995.

2 Cains 9 and 10 were anended subsequent to the final
rejection.
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BACKGROUND

The appel lants' invention relates to an apparatus for
ashing an organic filmas part of a sem conductor device
production process. A copy of the clainms under appeal are

contained in the appendix to the appellants' brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Panmer 3, 348, 984 Cct. 24,
1967

Berl eue et al. 4,088, 023 May
9, 1978

(Berl eue)

Roop et al. 4,116, 016 Sep. 26,
1978

(Roop)

Bar bee et al. 4, 640, 221 Feb. 3,
1987

(Bar bee)

McCoy et al. 4,646, 630 Mar. 3,
1987

(McCoy)

Clainms 8 through 10 stand rejected under 35 U.S.C. § 112,
second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter

whi ch the appellants regard as the invention.
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Claims 9 and 10 stand rejected under 35 U.S.C. 8 103 as
bei ng unpatent abl e over Roop in view of Panmer or Barbee and

M Coy.

Claim 8 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Roop in view of Pamrer or Barbee and MCoy
as applied to clains 9 and 10 above, and further in view of

Ber | eue.

Clains 9 and 10 stand rejected under 35 U.S.C. § 103 as

bei ng unpatentabl e over Barbee in view of McCoy and Roop.

Claim 8 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Barbee in view of McCoy and Roop as applied

to clains 9 and 10 above, and further in view of Berl eue.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 32,

mai | ed January 9, 1997) and the suppl enental answer (Paper No.
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34, mailed June 2, 1997) for the exam ner's conplete reasoni ng
in support of the rejections, and to the brief (Paper No. 31,
filed Novenber 14, 1996) and reply brief (Paper No. 33, filed

March 7, 1997) for the appellants' argunments thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

The indefiniteness rejection
W will not sustain the rejection of clains 8 through 10

under 35 U. S.C. 8 112, second paragraph.

The second paragraph of 35 U S.C. §8 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re

Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
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In making this determ nation, the definiteness of the |anguage
enpl oyed in the clainms nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
by one possessing the ordinary |evel of skill in the pertinent

art. | d.

The exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether
nore suitabl e | anguage or nodes of expression are avail abl e.
Sonme latitude in the manner of expression and the aptness of
terms is permtted even though the claimlanguage is not as
preci se as the exam ner mght desire. |If the scope of the
i nvention sought to be patented can be determ ned fromthe
| anguage of the clains with a reasonabl e degree of certainty,
a rejection of the clains under 35 U.S.C. 8§ 112, second

par agraph, is inappropriate.
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Wth this as background, we anal yze the specific
rejection under 35 U.S.C. § 112, second paragraph, nmade by the
exam ner of the clainms on appeal. Specifically, the exam ner
stated (answer, p. 6) with respect to claim 10 t hat

it is unclear whether the recitation "adapted for" is

intended to express a nere statenent of intended use, or

whether it is intended to be a structural limtation. |If

it is intended to be a structural limtation, it is
uncl ear what structure would neet such a limtation.

The appel l ants responded to this rejection (reply brief,
p. 2) by stating that "it is quite clear fromthe application
considered as a whole that the recitation "adapted for" is
intended to be a statenent of intended use." The appellants
assert (reply brief, p. 1) that the recitation "adapted for"

is conventional and does not render the clains indefinite.

Claim 10 recites an apparatus for ashing an organic film
as part of a sem conductor device production process

conprising, inter alia, an evacuatable plasm chanber adapted
for conducting a plasna ashing procedure in a vacuum

environment. In our view, it is quite clear that the
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recitation "adapted for" is intended to express a statenent of
i ntended use. Moreover, it is our opinion that the scope of
claim 10 can be determ ned fromthe | anguage of the claimwth
a reasonabl e degree of certainty, thus a rejection of the

cl ai ms under appeal under 35 U.S.C. 8 112, second paragraph,

i's inappropriate.

The obvi ousness rejections
W will not sustain any of the rejections of clains 8

t hrough 10 under 35 U. S.C. 8§ 103.

Claim 10 recites an apparatus for ashing an organic film
as part of a sem conductor device production process
conprising, inter alia, an evacuatable plasma chanber; a
cl osed wat er-contai ning vessel; a steamoutlet connected to
the vessel; a conduit interconnecting the steamoutlet and the
pl asma chanber; and a tenperature-controlled liquid bath for
heati ng and vaporizing water in the vessel to thereby supply

steamto the plasma chanber.
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In rejecting clains under 35 U. S.C. § 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28

UsP@@d 1955, 1956 (Fed. Cir. 1993). A prima facie case of

obvi ousness is established by presenting evidence that would
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cr. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

We have reviewed all the prior art applied by the
exam ner in the above-noted rejections of clainms 8 through 10.
It is our determi nation that such prior art is not suggestive
of the clainmed invention. That is, the applied prior art
woul d not have made it obvious at the tine the invention was
made to a person having ordinary skill in the art to arrive at
the clained invention. Specially, the applied prior art does
not teach or suggest "a closed water-containing vessel" heated
by a liquid bath as set forth in claim10 (the only

i ndependent cl ai mon appeal).



Appeal No. 1997-3993 Page 9

Application No. 08/462, 561

The exam ner takes the position that the clainmed "cl osed
wat er - cont ai ni ng vessel " i s readable on Roop's pressure vessel
or vapor chanber 10 or Barbee's reservoir 10. Specifically,

t he exam ner believes that the type of liquid (i.e., water) in
t he clained vessel does not limt the claim?® W do not

agree. In that regard, it is our determnation that a "water-
containing vessel" structurally requires both a vessel and
water within the vessel.* Since a "water-containing vessel"
as set forth in claim10 is not suggested or taught by the
applied prior art, we find ourselves in agreenent with the
appel lants that the clainmed subject matter is not suggested by

the applied prior art.

3 See the second paragraph of the supplenental answer.

“ This is to say that "a water-containing vessel" is
structurally different from"a vessel for containing water."
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 8 through 10 under 35 U.S.C. 8 112, second paragraph,
is reversed and the decision of the exam ner to reject clains
8 through 10 under 35 U.S.C. 8 103 is reversed.

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

CHARLES E. FRANKFORT )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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