TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 15

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte TORAY | NDUSTRI ES | NC

Appeal No. 97-4036
Control No. 90/004, 167

ON BRI EF

Bef ore STAAB, McQUADE and CRAWORD, Administrative Patent Judges.

McQUADE, Admi nistrative Patent Judge.

DECI S| ON ON APPEAL

This appeal is fromthe final rejection of clains 1 and 3
through 7, all of the clains pending in this reexam nation

proceedi ng involving U S. Patent No. 4,785, 558.°2

'Request, filed March 5, 1996, for the reexami nation of U.S.
Pat ent No. 4,785,558, issued Novenber 22, 1988, based on
Application 07/076,443, filed July 22, 1987.

2Claim1 has been anmended subsequent to final rejection.
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The invention relates to an athletic shoe. Caim1lis
illustrative and reads as foll ows:

1. An athletic shoe conprising a sole and a shoe upper
attached to said sole, where said shoe upper is conprised of an
outer knit fabric layer, an inner knit fabric |ayer provided
opposite to said outer knit fabric layer through a space having a
thickness of 1 to 10 mm and a crossing thread which is
interknitted to be bound into said outer and inner knit fabric
| ayers and crosses said space, said crossing thread being
provided at a density of 500 to 4500 threads per square inch and
having a single yarn fineness of 3 to 50 denier.

The references relied upon by the exam ner as evidence of

obvi ousness ar e:

Fi scher 4,601, 940 Jul . 22, 1986

Kuwahar a 52- 32440 Mar. 7, 1977
(Japanese Patent Docunent)?®

Mul I sjo et al. (Millsjo) 77135572 Aug. 6, 1979
(Swedi sh Pat ent Docunent)?®

Sada 59-109792 Jul . 24, 1984

(Japanese Patent Docunent)?

Clains 1 and 3 through 7 stand rejected under 35 U. S. C
8 103(a) as being unpatentabl e over Kuwahara in view of Sada,
Mul | sj o and Fi scher.

Ref erence is nade to the appellant’s brief (Paper No. 13)
and to the exam ner’s answer (Paper No. 14) for the respective

positions of the appellant and the exam ner with regard to the

®The request for reexami nation (Paper No. 1) includes an
Engl i sh | anguage transl ation of this reference.
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propriety of this rejection. Since the appellant has not
chal  enged with any reasonabl e specificity the rejection of
dependent clains 3 through 7, these clains shall stand or fal

wi th independent claiml (see In re N elson, 816 F.2d 1567, 1572,

2 USPQd 1525, 1528 (Fed. Cir. 1987)).

Kuwahar a di scl oses a shoe having an upper “nmade of doubl e-
woven knitted cloth Awith chemcal fiber 1 designed to be
exposed on the surface side and a natural fiber 2 on the rear
side” (translation, page 1). As illustrated in Figure 3, this
doubl e-woven knitted cloth includes spaced apart outer and inner
knit fabric layers and a thread interknitted wwth both | ayers and
crossing the space therebetween. It is not disputed that the
Kuwahara shoe neets all of the limtations in claim1l except for
those requiring the space between the fabric | ayers to have a
t hi ckness of “1 to 10 mm” and the crossing thread to have a
density of “500 to 4500 threads per square inch” and a single
yarn fineness of “3 to 50 denier.”

Sada discloses a three-layer knitted cloth for use in a
training or sweat suit. The cloth is designed to dry quickly and
to provide excellent heat insulation. As shown in Figure 1, it
consi sts of spaced apart outer and inner |ayers and an

intermedi ate |layer interknitted with the inner and outer |ayers
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and crossing the space therebetween. |In one enbodinent, the

internmedi ate | ayer is conposed of 20 denier nono filanment (see
page 7 in the translation]. Sada teaches that

[t]he fiber conposing the internediate layer 2 is
not particularly specified, but hydroscopic polyester
fi bers may be used, and processed yarns, etc. of
regul ar synthetic fibers maybe [sic] used, but it is
desirable to use long fibers.

.o [ T] he use of hydroscopic pol yester fibers
results in quick drying, and in addition, because the
internedi ate layer 2 can maintain high air content,
good heat insulation is ensured and it can be useful
for preventing rapid cooling of perspiring nuscles
[transl ation, pages 6 and 7].

Mul | sjo di scl oses a doubl e-knit warp-knitted fabric for use
as an insert sole in a rubber boot or other footwear. The fabric
is designed to have a nunmber of characteristics which are
desirable for such use including the capacity to readily pass
noi sture and heat therethrough and to conformto a wearer’s foot
in an el astic manner (see pages 3 and 4 in the translation). As
shown in Figure 1, the fabric may consi st of spaced apart outer
and inner layers and a thread interknitted wth both |ayers and
crossing the space therebetween. Millsjo teaches the distance

between the outer and inner layers is 8 to 12 mm, and preferably
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approximately 10 mm (see page 3 in the translation).

Fi scher discloses a knit fabric suitable for use in padded
brassieres. The fabric consists of spaced apart outer and inner
| ayers and a thread interknitted with both |layers and crossing
t he space therebetween (see, for exanple, colum 1, |ine 65
t hrough colum 2, line 2; and columm 5, lines 46 through 52).

The crossing or filler thread is designed to provide an el astic,
absorbent and air-perneable filler material which allows the
brassiere to breath and elastically resist crushing. Fischer
teaches that these characteristics depend, at least in part, on
the length, density and size (denier) of the crossing or filling
thread (see colum 3, lines 4 through 18; and colum 4, lines 21
t hrough 55).

The test for obviousness is not whether the features of a
secondary reference may be bodily incorporated into the structure
of the primary reference; nor is it that the clained invention
must be expressly suggested in any one or all of the references.
Rat her, the test is what the conbined teachings of the references
woul d have suggested to those of ordinary skill in the art.

In re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981).

The coll ective disclosures of Sada, Millsjo and Fi scher

indicate that for cloths or fabrics of the type disclosed by
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Kuwahara, the spaci ng thickness between the outer and inner

| ayers and the density and fineness of the crossing threads are
art recogni zed result effective variables with respect to various
confort and/or wearability characteristics of the cloth or
fabric. This being the case, the applied prior art would have
suggested the kind of experinentation necessary to provide
Kuwahara’ s shoe upper with a | ayer spacing, crossing thread
density and crossing thread fineness falling within the rather
broad ranges specified in claiml1l in order to attain desired
confort and/or wearability characteristics. |In this regard, the
di scovery of an optinmmvalue of a result effective variable in a
known process is ordinarily wwthin the skill of the art. Inre
Boesch, 617 F.2d 272, 276, 205 USPQ 215, 219 (CCPA 1980). Also
see Inre Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA

1955). Thus, the conbi ned teachings of Kuwahara, Sada, Millsjo
and Fi scher woul d have suggested to those of ordinary skill in
the art the shoe set forth in appeal ed claim1.

In essence, the appellant’s position to the contrary (see
pages 6 through 10 in the brief) is predicated on the argunent
that the secondary references to Sada, Miullsjo and Fi scher woul d
not have notivated the artisan to provide Kuwahara’ s shoe upper

fabric wwth a [ ayer spacing, crossing thread density and crossing
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thread fineness neeting the limtations in claim1l because the
fabrics taught by these secondary references are not disclosed
for use in a shoe upper. This line of argunent is not

per suasi ve, however, given the fundanental structura
simlarities between the prior art fabrics and the fact that each
is disclosed for use in wearing apparel, i.e., a shoe upper
(Kuwahara), a sweat suit (Sada), an insert sole (Millsjo), and a
brassiere (Fischer). Under these circunstances, one of ordinary
skill in the art certainly woul d have appreci ated the teachings
of Sada, Miullsjo and Fischer to be applicable to the shoe upper
of Kuwahar a.

In light of the foregoing, the differences between the
subject matter set forth in claiml1 and the prior art are such
that the subject matter as a whol e woul d have been obvious at the
time of the invention to a person having ordinary skill in the
art. Accordingly, we shall sustain the standing 35 U. S. C
8 103(a) rejection of claim1l and of clainms 3 through 7 which
stand or fall therewth.

The decision of the exam ner is affirmed.

Further proceedings in this case may be taken in accordance
with 35 U S.C. 8 141 to § 145 and §8 306, and 37 CFR § 1.301 to 8§

1.304. Note also 37 CFR 8§ 1.197(b). If the patent owner fails
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to continue prosecution, the reexam nation proceeding wll be

termnated, and a certificate under 35 U S.C. §8 307 and
37 CFR 8 1.570 will be issued canceling the patent clains, the

rejection of which has been affirned.

AFFI RMED

LAWRENCE J. STAAB
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JOHN P. MCQUADE
Adm ni strative Patent Judge

MURRI EL E. CRAWORD
Adm ni strative Patent Judge
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