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The appellants’ invention pertains to a lap tray for
serving food and beverage itens. Independent claiml is

further

illustrative of the appeal ed subject matter and a copy thereof
may be found in the appendi x to the appellants’ brief.

The references relied on by the exam ner are:

H ntze 2,652,702 Sep. 22, 1953
Mackey 3,244,125 Apr. 5, 1966
G egg 3,804, 233 Apr. 16, 1974
Mazzotti 5,421, 459 Jun. 6, 1995
Ander son Des. 316, 359 Apr. 23, 1991

Clains 1, 2, 3, 9 and 13 stand rejected under 35 U. S. C
8§ 102(b) as being anticipated by Mackey.

Clains 4, 5, 10, 12 and 17 stand rejected under 35 U S. C
8 103 as bei ng unpatentabl e over Mackey.

Clains 2 and 16 stand rejected under 35 U.S.C. 8§ 103 as
bei ng unpat ent abl e over Mackey in view of Anderson.

Claim 14 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Mackey in view of Mazzotti.

Clains 6-8, 11 and 15 stand rejected under 35 U S.C. §
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103 as bei ng unpat ent abl e over Mackey in view of G egg.

Clains 18-20 stand rejected under 35 U.S.C. 8§ 103 as
bei ng unpat ent abl e over Mackey in view of Hintze.

The exam ner’s rejections are explained on pages 3-6 of
the answer. The argunents of the appellants and exam ner in
support of their respective positions nmay be found on pages 7-

24 of the brief and pages 6-9 of the answer.

OPI NI ON

We have carefully reviewed the appellants’ invention as
described in the specification, the appealed clains, the prior
art applied by the exam ner and the respective positions
advanced by the appellants in the brief and by the exam ner in
the answer. As a consequence of this review, we wll (1)
affirmthe rejection of clains 1 and 9 under 35 U.S.C. §
102(b), (2) reverse the rejection of clainms 2, 3 and 13 under
35 US.C 8§ 102(b), (3) affirmthe rejections of clains 6-8,
11, 12, 16 and 18-20 under 35 U . S.C. 8§ 103 and (4) reverse the
rejections of clains 2, 4, 5, 10, 14, 15 and 17 under 35

US. C 8§ 103. Additionally, pursuant to our authority under
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the provisions of 37 CFR 8§ 1.196(b), we will enter new
rejections of clains 13, 15 and 17 under 35 U.S.C. § 103. CQur
reasons for these determ nations follow

Considering first the rejection of clains 1 and 9 under
35 U.S.C. 8§ 102(b), we initially note that the term nology in
a pending application's clains is to be given its broadest
reasonabl e interpretation (In re Zletz, 893 F.2d 319, 321, 13
UsP2d 1320, 1322 (Fed. Cir. 1989)) and limtations froma
pendi ng application's specification will not be read into the
claims (Sjolund v. Misland, 847 F.2d 1573, 1581-82, 6 USPQd
2020, 2027 (Fed. Cir. 1988)). Moreover, anticipation by a
prior art reference does not require either the inventive
concept of the clainmed subject nmatter or the recognition of
i nherent properties that may be possessed by the prior art
reference. See Verdegaal Bros., Inc. v. Union G| Co., 814
F.2d 628, 633, 2 USPQ2d 1051, 1054 (Fed. Cir. 1987), cert.
deni ed, 484 U. S. 827 (1987). A prior art reference

antici pates the subject matter of a claimwhen that reference
di scl oses every feature of the clained invention, either

explicitly or inherently (Hazani v. Int’|l Trade Commin, 126
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F.3d 1473, 1477, 44 USPQ2d 1358, 1361 (Fed. Cir. 1997)) and
RCA Corp. v. Applied Digital Data Systens, Inc., 730 F.2d

1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984)); however, the
| aw of anticipation does not require that the reference teach
what the appellants are claimng, but only that the clains on
appeal "read on" sonething disclosed in the reference (Kal nan
v. Kinmberly-Cark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789
(Fed. Cir. 1983), cert. denied, 465 U S. 1026 (1984)).

Here, the exam ner has taken the position that the tray

of Mackey discloses all the structure set forth in independent

claim1 and is ? nherently capable of use in the intended
manner dependi ng upon the size of the user’s |egs? (answer,
page 3). The appell ants di sagree, contendi ng that ?Mackey had
no contenpl ation or suggestion that his tray m ght be adapted
for use as a lap tray? (brief, page 11). W nust point out,
however, it is well settled that if a prior art device

I nherently possesses the capability of functioning in the
manner clainmed, anticipation exists regardl ess of whet her
there was a recognition that it could be used to performthe

claimed function. See, e.g., In re Schreiber, 128 F.3d 1473,
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1477, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997). See al so
LaBounty Mg., Inc. v. Int’l Trade Conmin, 958 F.2d 1066,

1075, 22 USP@d 1025, 1032 (Fed. Cir. 1992) (in quoting with
approval fromDw ght & LIoyd Sintering Co. v. Geenawalt, 27
F.2d 823, 828 (2d Cir. N Y. 1928)):

The use for which the [anticipatory]

apparatus was intended is irrelevant, if it

coul d be enpl oyed w thout change for the

pur poses of the patent; the statute

aut hori zes the patenting of machi nes, not

of their uses. So far as we can see, the

di scl osed apparatus coul d be used for

"sintering"” wthout any change whatever,

except to reverse the fans, a matter of

oper ati on.

Mackey discloses a tray for serving food and beverage

Itens
to a user in an autonobile including an el ongated body portion
(i.e., the entire lateral extent of the tray as depicted in
Figs. 1 and 2), food receiving recesses 25, 26 disposed al ong
a |l engthwi se extending center line, a first downwardly
extendi ng projection (the frusto-conical depression 16

depicted on the right in Fig. 1), and a second downwardly

extendi ng projection (the frusto-conical depression 16
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depicted on the left in Fig. 1). The side edges of Mckey’'s
tray are clearly symetrical with respect to the center |ine
(see Fig. 1). Particularly in view of the size of Mickey’'s
tray relative to a car seat as depicted Fig. 2, we share the
examner’s view that there is a sound basis to concl ude that
Mackey's tray is inherently capable of being used as a | ap
tray wth the el ongated body portion thereof spanning the
upper portion of the |legs? of a user and the projections 16
ext endi ng downwardly “beyond” the outernost portion of the
upper portion of the user’s legs in the clained manner.

Whet her Mackey’'s tray actually is or mght be used in such a
manner depends upon the performance or non-performnce of a
future act of use, rather than upon a structural distinction
inthe clains. Stated differently, the tray of Mackey woul d
not undergo a netanorphosis to a new tray sinply because it
was used as a lap tray in the claimed manner. See In re

Pear son, 494 F.2d 1399,

1403, 181 USPQ 641, 644 (CCPA 1974) and Ex parte Masham 2

2 As used t hroughout the clains, we interpret ?upper |egs? to be --upper portion

of the legs--.
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USPRd 1647, 1648 (Bd. Pat. App. & Int. 1987).

Page 8 of the brief also states that:

If one decided to use the Mackey tray
as a lap tray in spite of its being
desi gned for seat support and its being
provi ded a nunber of food and beverage
pockets and conpartments for two
i ndi viduals, the tray m ght be positioned
with the frusto-conical depressions 15, 16
and 17 along the outside of the legs if it
were suitably sized with respect to the
person using it. As so positioned, the
users | egs woul d have to extend down the
narrow passage between the tissue box or
conpartnent and the frusto- conica
depressions. Considering that the
passageway i s about the same width as the
ti ssue box, the users |leg would have to be
so small that the length that the leg 14
woul d engage the seat and prevent the tray
fromlying flat or horizontal across the
legs. If the legs were in the horizontal
position as shown in Fig. 2, leg 13 m ght
not have any effect while leg 14 woul d
apparently raise the right side of the tray
with respect to the legs and limt anmount
that the right hand frusto-conica
depressi ons woul d extend downwardly al ong
t he outside of the upper |eg.

These contentions are unpersuasive. As to the
appel l ants’ contention that a user’s | egs would have to extend
down the narrow passage between the “tissue box” and the

frusto-coni cal depressions 16, we nust point out that (1) the

8
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“tissue box” does not forma part of Mackey's tray (any nore
than the | arge beverage contai ner depicted by the appellants
in Fig. 2 forns a part of their tray) and (2) Mackey’'s tray
clearly has the capability of being used w thout the tissue
box. Moreover, even if Mackey’'s tray was used in conjunction
with a tissue box, it still has the capability of being used
by a person having snmall legs (such as a child). As to the
appel l ants’ contention concerning the | eg 14 engagi ng the seat
when it is in the extended position, Mackey's tray clearly has
the capability of being used in the clainmed nanner by a person
sitting on seat which did not extend laterally as far as the
leg 14. As to the appellants’ contention concerning the |egs
13 and 14 being in the horizontal position, even if the “right
side” were raised a slight anmount as the appellants contend,
there is no reasonable basis for concluding that this woul d
prevent Mackey’ s tray from being used in the clained manner.
In any event, as we have noted above, Mackey’'s tray still has
the capability of being used in the clainmed nanner with the
| egs ext ended.

It is also the appellants’ contention that the body of

the tray of Mackey cannot be considered to be elongated. This

9
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vi ew, however, appears to be bottomed upon the appellants’
belief that only the portion of Mackey's tray which is bounded
flange 18 can be considered to be the body portion. W do not
agree. As we have noted above, it is our view that the entire
| ateral extent of the Mackey’'s tray as depicted in Figs. 1 and
2 can be considered to formthe body portion as broadly set
forth. Wen viewed in this context, it is readily apparent
that this body portion is “elongated.”

The appellants in the paragraph bridging pages 15 and 16
of the brief appear to be contending that the wall of Mickey’s
proj ecti ons cannot be considered to be “substantially
vertical” since they are sonmewhat tapered. However, the
appel | ants have used this termto describe their own walls,
which |i kew se have a significant taper. This being the case,
we are of the opinion that the wall defining each of Mackey’s
proj ections can be considered to be “substantially vertical”
as cl ai ned.

On page 16 of the brief, the appellants argue that under
the sixth paragraph of 8 112 the functional limtations in the
cl aims nust “be construed as covering correspondi ng structure
described in the specification.” W are at a conplete loss to

10
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under st and such a contention i nasnuch as the cl ai ns under
consideration are not drafted in means or step plus function

f or mat .

In view of the foregoing, we will sustain the rejection
of clainms 1 and 9 under 35 U. S.C. 8§ 102(b) as being
anti ci pated by Mackey.

Turning to the rejections of claim2 under 35 U S. C
§ 102(b) as being anticipated by Mackey and under 35 U.S.C. §
103 as bei ng unpat ent abl e over Mackey in view of Anderson,
claim2 expressly requires that the body portion be
symmetrical about a | engthw se extending center line. View ng
Figs. 1 of Mackey and Anderson, it is readily apparent that
nei ther of these references either teach or suggest such an
arrangenent. This being the case, we will not sustain the
rejections of claim2 under 35 U S.C. 8§ 102(b) and 35 U.S.C. §
103.

Consi dering next the rejections of claim3 under 35

usS. C

11
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8§ 102(b) as being anticipated by Mackey and clains 4 and 5
under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over Mackey, claim
3 (and clainms 4 and 5 by virtue of their dependency thereon)
expressly requires “lengthw se extendi ng edges which are
concave to conformto the contour of the person’s torso . . .~
(enphasis ours). In Mackey, however, the edges are straight

rat her than “concave” as clained. Accordingly, we will not
sustain the rejections of claim3 under 35 U S.C. 8§ 102(b) and
claims 4 and 5 under 35 U.S.C. § 103.

We now turn to the rejections under 35 U.S.C. 8§ 103 of
claims 6-8 and 11 as bei ng unpatentabl e over Mackey in view of
Gregg and claim 12 as bei ng unpatentabl e over Mackey al one.
Wth respect to clains 6-8 and 11, the exam ner has taken the
position that it would have been obvious to provide the tray
of Mackey with a central well in view of the teachings in
Gregg. The examner also is of the opinion that the
particul ar configuration of the central well (claim?7) and the
paraneters set forth in clains 8 and 12 woul d have been
obvi ous.

The appel l ants di sagree, contending that “it is difficult

12
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to see any relevance in the Gegg patent” (brief, page 21).
As to the particular configuration and paraneters of the well,
the appellants contend there is no express teachings of these
limtations in the prior art applied by the exam ner.

We are unpersuaded by the appellants’ argunents. Wile
t he obvi ousness of an invention cannot be established by
conmbi ning the teachings of the prior art absent sone teaching,
suggestion or incentive supporting the conbination (see ACS
Hospital Systens, Inc. v. Montefiore Hospital, 732 F.2d 1572,
1577, 221 USPQ 929, 933 (Fed. Cir. 1984)), this does not nean
that the cited references or prior art nust specifically
suggest nmaki ng the conbination (B.F. Goodrich Co. v. Aircraft
Braki ng Systens Corp., 72 F.3d 1577, 1582, 37 USPQ2d 1314,
1318 (Fed. Cir. 1996) and In re N lssen, 851 F.2d 1401, 1403,
7 USPQ2d 1500, 1502 (Fed. GCr. 1988)). Rather, the test for
obvi ousness i s what the conbined teachings of the references
woul d have suggested to those of ordinary skill in the art.
In re Young, 927 F.2d 588, 591, 18 USPQ@d 1089, 1091 (Fed.
Cr. 1991) and In re Keller, 642 F.2d 413, 425, 208 USPQ 871,

881 (CCPA 1981). Moreover, in evaluating such references it

13
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is proper to take into account not only the specific teachings
of the references but also the inferences which one skilled in
the art would reasonably be expected to draw therefrom (Iln re
Preda, 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968)), and
all of the disclosures in a reference nust be eval uated for
what they fairly teach one having ordinary skill in the art
(In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA 1966)).
Her e, Mackey teaches a tray having various recesses and
beverage receiving wells including a food receiving recess 24
which is “centrally disposed” with respect to the |atera
edges of the tray. Gegg teaches a tray having various
recesses and beverage receiving wells including a beverage
receiving well 15 which is “centrally disposed” with respect
to the lateral edges of the tray. Taken together, Mackey and
Gregg establish that it is known in the art to vary the
| ocati on of recesses and beverage receiving wells on a tray as
desired. In our view, a conbined consideration of Mackey and
Gregg woul d have fairly suggested to the artisan to repl ace
the centrally di sposed food receiving recess 24 of Mackey with

a centrally disposed beverage receivVving

14
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well, if for no other reason, than to achieve the self-evident
advant age of accommodating additional beverage contai ners.

As to (1) the shoulder set forth in claim7, (2) the
particul ar degree of taper set forth in claim8 and (3) the
particular |ength of the downward projection (i.e., the
particul ar depth of the beverage receiving well) set forth in
claim 12, we observe that Mackey expressly states that the
beverage receiving wells may “hold different sized cups or
tunblers” (colum 1, line 45). Noting that artisans nust be
presumed to know sonet hi ng about the art apart from what the
references disclose (In re Jacoby, 309 F.2d 513, 516, 135 USPQ
317, 319 (CCPA 1962)) and the concl usion of obvi ousness may be
made from "common know edge and common sense" of the person of
ordinary skill in the art (In re Bozek, 416 F.2d 1385, 1390,
163 USPQ 545, 549 (CCPA 1969)), we are of the opinion that one
of ordinary skill in this art would have found it obvious to
provide the centrally beverage receiving well in the tray of
Mackey, as nodified by G egg, with a shoulder in order to
accommopdat e a beverage contai ner having a conpl enentary

st epped shoul der and to vary the depth and taper of the

15
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beverage receiving recess in order to acconmodate vari ous
si zed commonly used beverage containers (including a |arge
si ze contai ner such as depicted by the appellants on the
right-hand side of the tray in Fig. 2).

As to the particul ar di stance between the downward
projections set forth in claim12, in conparing the size of
Mackey's tray relative to the car seat as depicted in Fig. 2,
It appears that the distance between the downward projections
16 is in fact “on the order of 14 inches” as clained. In any
event, the artisan as a matter of “conmmon sense” (In re Bozek,
supra) would have found it obvious to vary the size of
Mackey’ s tray as desired.

In view of the foregoing, we will sustain the rejections
of 6-8, 11 and 12 under 35 U.S. C. § 103.

Turning next to the rejection of claim10 under 35 U. S. C
8 103 as being over Mackey, the exam ner has taken the
position that the provision of “roughened surfaces” on the
wal | s Mackey’ s projections 16 woul d have been obvi ous.
However, there appears to be neither reason nor need for such

surfaces in Mackey, and the exam ner has not provided any

16
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evi dence whi ch woul d support a concl usi on of obvi ousness.
This being the case, we will not sustain the rejection of
claim 10 under 35 U.S.C. § 103.
Considering the rejections of (1) claim 13 under 35
U S C
8§ 102(b) as being anticipated by Mackey, (2) claim 14 under 35
U.S.C. §8 103 as being unpatentabl e over Mackey in view of
Mazzotti, (3) claim15 under 35 U . S.C. § 103 as being
unpat ent abl e over Mackey in view of Gegg, and (4) claim 17
under 35 U.S.C. § 103 as bei ng unpatentabl e Mackey, each of
these rejections is based on the exam ner’s view that Mackey
teaches first and second pockets which are “of different size
and shape” as set forth in claim13. W cannot agree. Wile
the pockets 15, 16 and 17 of Mackey are of different size,
they are of the same shape, rather than of a “different” shape
as clainmed. For this reason, we will not sustain the
rejection of claim13 under 35 U. S.C. 8§ 102(b) and the
rejections of clains 14, 15 and 17 under 35 U. S.C. § 103.
Considering now the rejection of claim16 as being

unpat ent abl e over Mackey in view of Anderson under 35 U S.C

17
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8§ 103, the exam ner is of the opinion that it would have been
obvious to nmake the first pocket of Mackey (i.e., the right-
hand beverage receiving recess 16 as depicted in Fig. 1) of
oval cross-section (thus providing a different “shape” as set
forth in parent claim13) in view of the teachings of

Anderson. I n argunent, the appellant on page 20 of the brief
notes the deficiencies of the references individually and
contends that “the only teachings for such nodifications cones
fromapplicants’ specification.” As to the appellants’
criticisnms of the references individually, nonobvi ousness
cannot be established by attacking the references individually
when the rejection is predicated upon a conbination of prior
art disclosures. See In re Merck & Co. Inc., 800 F.2d 1091,
1097, 231 USPQ 375, 380 (Fed. Gr. 1986). As to the

exam ner’ s conbi nation of the references, Anderson clearly
teaches an “oval” shaped pocket al ong one edge of the tray for
the sel f-evident purpose of accomnmodati ng el ongated articles.

Applying the test for obviousness® as set forth inlInre

®  The test for obviousness is not whether the features of a secondary reference

may be bodily incorporated into the structure of the primary reference; nor is it that
the clained invention nust be expressly suggested in any one or all of the references
Rat her, the test is what the conbined teachings of the references woul d have suggest ed

18
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Kel l er at 642 F.2d 425, 208 USPQ 881, we are of the opinion

that one of ordinary skill in this art would have found it
obvious to nmake the first pocket of Mackey oval in shape in

order to achi eve Anderson’s sel f-evident advant age of

accommodating el ongated articles. Therefore, we will sustain
the rejection of claim16 under 35 U S.C. § 103.

Turning |last the rejection of clains 18-20 under 35
UusS. C
8§ 103 as bei ng unpatentabl e over Mackey in view of Hi ntze, the
exam ner is of the opinion that it would have been obvious to
provi de the body portion of Mackey with first and second fl at
nmenbers surrounded by peripheral rins to define shallow food
receiving recesses in view of the teachings of H ntze. The
appel l ants, however, contend that ?there is no hint or
suggestion in either of the references as [to] how the
teachi ng of Hi ntze m ght be conbined with Mackey to neet the
el enents of the clainmed conbination.? W are unpersuaded by

the appellants’ argunents. Mackey teaches providing food

to those of ordinary skill in the art.

19
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receiving recesses by providing a flat bottomand thin ridges
whi ch project upwardly fromthe flat bottom Anderson teaches
provi di ng food recesses by providing a flat top portion which
define ?peripheral rins? and shall ow food receiving recesses
projecting downwardly therefrom Taken as a whole, these
references establish that the structure utilized by each of
these references for providing for food receiving recesses are
art-recogni zed alternatives which are well known, and the
respecti ve advant ages and di sadvant ages of each woul d have
been apparent to one of ordinary skill in the art. See In re
Hei nrich, 268 F.2d 753, 756, 122 USPQ 388, 390 (CCPA 1959).
Wth respect to claim20, Hintze at 10 clearly teaches a cup-
shaped wel | ?between? the recesses.

In view of the above, we will sustain the rejection of
clainms 18-20 under 35 U S.C. § 103.

Under the provisions of 37 CFR 8§ 1.196(b) we nake the
foll ow ng new rejections.

Clains 13 and 17 are rejected under 35 U . S.C. 8§ 103 as
bei ng unpat ent abl e over Mackey in view of Anderson. As we

have noted above with respect to the rejection of claim 16,

20
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Anderson clearly teaches an “oval” shaped pocket al ong one
edge of the tray for the self-evident purpose of accomodating
el ongated articles. One of ordinary skill in this art would
have found it obvious to make the first pocket of Mackey
(i.e., the right-hand beverage receiving recess 16 as depi cted
in Fig. 1) oval or ?different? in shape in order to achieve
Anderson’s sel f-evi dent advantage of acconmopdati ng el ongat ed
articles. Wth respect to claim17, Mackey expressly states
that the beverage receiving wells may “hold different sized
cups or tunblers” (colum 1, line 45). Particularly in view
of this teaching, one of ordinary skill in this art would have
found it obvious to vary the depth of the beverage receiving
recesses as desired (e.g., to between 3 and

3% inches) in order to acconmodate various sized conmonly used
beverage containers (including a | arge size contai ner such as
depi cted by the appellants on the right-hand side of the tray
in Fig. 2). As to the particular distance between the
downwar d projections, in conparing the size of Mackey' s tray
relative to the car seat as depicted in Fig. 2, it appears
that the distance between the downward projections 16 is in
fact “on the order of 14 inches” as clainmed. |In any event,

21
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the artisan as a matter of “commopn sense” (In re Bozek, supra)

to vary the size of Mackey' s tray as desired.

Caim15 is rejected under 35 U. S.C. 8 103 as being
unpat ent abl e over Mackey in view of Anderson as applied in the
rejection of claim 13 above, and in further view of G egg.
Mackey teaches a tray having various recesses and beverage
receiving wells including a food receiving recess 24 which is
“centrally disposed” with respect to the |ateral edges of the
tray. Gegg teaches a tray having various recesses and
beverage receiving wells including a beverage receiving wel
15 which is “centrally disposed” with respect to the |atera
edges of the tray. Taken together, Mackey and G egg establish
that it is known in the art to vary the |location of recesses
and beverage receiving wells on a tray as desired. |In our
view, one of ordinary skill in this art would have found it
obvious to replace the centrally di sposed food receiving
recess 24 in the tray of Mackey, as nodified by Anderson, with
a centrally disposed beverage receiving well, if for no other
reason, than to achieve the self-evident advantage of

accomodat i ng addi tional beverage contai ners.
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In sunmary:

The rejection of clainms 1 and 9 under 35 U S.C. 8§ 102(b)
is affirnmed.

The rejection of clainms 2, 3 and 13 under 35 U.S.C. 8§
102(b) is reversed.

The rejections of clainms 6-8, 11, 12, 16 and 18-20 under
35 U.S.C. § 103 are affirned.

The rejections of clains 2, 4, 5, 10, 14, 15 and 17 under
35 U.S.C. § 103 are reversed.

New rejections of clains 13, 15 and 17 under 35 U. S.C. §
103 have been nmde.

In addition to affirmng the examner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR §8 1.196(b) (anmended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53,131, 53, 197
(Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,
122 (Cct. 21, 1997)). 37 CFR 8§ 1.196(b) provides, “A new
ground of rejection shall not be considered final for purposes
of judicial review”

Regarding any affirmed rejection, 37 CFR § 1.197(b)

provi des:

23
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(b) Appellant may file a single request for
rehearing within two nonths fromthe date
of the original decision

37 CFR 8§ 1.196(b) also provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the followng two options with respect to the new
ground of rejection to avoid termnation of proceedings (37
CFR 8 1.197(c)) as to the rejected clai ns:
(1) Submt an appropriate anmendnent of
the clains so rejected or a show ng of
facts relating to the clains so rejected,
or both, and have the matter reconsi dered
by the exam ner, in which event the
application wll be remanded to the
exam ner.
(2) Request that the application be
reheard under 8§ 1.197(b) by the Board of
Pat ent Appeal s and Interferences upon the
sanme record.

Shoul d the appellants elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b) (1), in
order to preserve the right to seek review under 35 U. S.C. 8§
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion

of the prosecution before the exam ner unless, as a nere

incident to the limted prosecution, the affirnmed rejection is
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over cone.

If the appellants el ect prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for fina
action on the affirnmed rejection, including any tinmely request
for rehearing thereof.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART
37 CFR § 1.196(b)

HARRI SON E. McCANDLI SH, Seni or
Adm ni strative Patent Judge

N N N N N N

BOARD OF PATENT
| RW N CHARLES COHEN )
Adm ni strative Patent Judge ) APPEALS AND
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| NTERFERENCES

JAMES M MEl STER
Adm ni strative Patent Judge

)
)
)
)
)

Neil M Rose

441 North Park Boul evard
Unit 1-M

Gen Ellyn, IL 60137
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