THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
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DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of

clainms 20 through 34, all of the clainms pending in the present
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application. Cdains 1 through 19 have been cancel ed.

The invention relates to a data processor permtting
character strings to be readily processed. Appellants
di scl ose on page 7 of the specification and Fig. 6 that the
menory is divided into a plurality of sections, each section
bei ng associated wth a specific data processing function for
selectively storing sentence entries in each of the nenory
sections in accordance with the specific data processing
function used to generate each sentence entry.

| ndependent claim 20 is reproduced as follow

20. A data processor, conprising:

a nenory divided into plural sections, each section being
associated wwth a specific data processing function, for
selectively storing sentence entries in each of the nenory
sections in accordance with the specific data processing
function used to generate each sentence entry;

an i nput device operated by a user to input a character
string and select one or nore the specific data processing

functi ons;

a display for displaying the input character string and
the sel ected data processing functions;

a conputer for performng the tasks of:

| ocating and retrieving an initial portion of each
sentence entry that includes the character string and that is
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stored in the nenory section corresponding to the sel ected one
or nore specific data processing functions;
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di splaying on the display the retrieved initial portions
of sentence entries; and

in response to the user selecting one of the displayed
initial portions of sentence entries, displaying on the
di splay a conplete sentence entry corresponding to the
sel ected one of the displayed initial portions of sentence
entries.

The Exami ner relies on the follow ng reference:

Stinson et al. (Stinson), "Getting the Mbst CQut of |BM
Current,” 1990.

Clains 20-34 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Stinson.

Rat her than reiterate the argunents of Appellants and the
Exami ner, reference is nade to the briefs' and answers? for the
respective details thereof.

OPI NI ON

W will not sustain the rejection of clains 20-34

! Appellants filed an appeal brief on Septenber 16, 1996.
Appel lants filed a reply brief on January 27, 1997. The
Exam ner responded with a Suppl enmental Exam ner's Answer on
March 13, 1997, thereby entering the reply brief into the
record.

2 The Exaniner nmailed an Exani ner's Answer on Decenber 5,
1996. The Exam ner nmail ed a Suppl enental Exam ner's Answer on
March 13, 1997.
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under 35 U.S.C. 8§ 103.
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The Exam ner has failed to set forth a prim facie case.
It is the burden of the Exam ner to establish why one having
ordinary skill in the art would have been led to the clained
i nvention by the express teachings or suggestions found in the
prior art, or by inplications contained in such teachings or
suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6
(Fed. Gr. 1983). "Additionally, when determ ning
obvi ousness, the clained invention should be considered as a
whol e; there is no legally recogni zable 'heart' of the
invention." Para-Ordnance Mg. v. SGS Inporters Int'l, Inc.,
73 F.3d 1085, 1087, 37 UsPd 1237, 1239 (Fed. Cr
1995) (citing W L. Gore & Assocs., Inc. v. @rlock, Inc., 721
F.2d 1540, 1548, 220 USPQ 303, 309 (Fed. Gir. 1983), cert.
denied, 469 U. S. 851 (1984)).

Appel  ants argue on page 8 of the appeal brief, that
Stinson, although having sone sort of nmenory, fails to
di scl ose or suggest a nenory which is divided into plural
sections, each section being associated with a specific data
processing function. Appellants further argue that Stinson

fails to disclose or suggest storing sentence entries in each
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of the menory sections in accordance with the specific data
processing function to generate each sentence entry.

On page 6 of the answer, the Exam ner argues that
Stinson's nenory inherently nust have stored a function and
must have a nenory section associated with each function dat a.
The Exam ner argues that because sentences are stored by
various functions by virtue of the notes as taught by Stinson,
each sentence is associated with the function producing the
sent ence.

As pointed out by our reviewi ng court, we nust first
determ ne the scope of the claim [T]he nane of the gane is
the claim™ 1In re Hniker Co., 150 F.3d 1362, 1369, 47 USPQd
1523, 1529 (Fed. Cir. 1998).

W note that Appellants' clains recite nore than having a
function being associated with data. For exanple, Appellants
claim 20 requires

a menory divided into plural sections, each section

bei ng associated with a specific data processing

function, for selectively storing sentence entries

in each of the menory sections in accordance with

the specific data processing function used to

generate each sentence entry (enphasis added).

Thus, Appellants' claimrequires that the nenory is divided
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into sections in which many entries are entered which is
associated with one function. W further note that

Appel I ants' i ndependent
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claim 27 also requires a plurality of entries being entered
into a particular part of menory that is associated with a
processing function. 1In particular, Appellants' claim?27
recites

classifying strings of character data as

corresponding to one of a plurality of different

character processing functions; storing the

classified input character data in a correspondi ng

one of plural nenory areas, each nmenory area being

specifically allocated to one of the different

character processing functions.

"I nherency and obvi ousness are distinct concepts.” W L.
Gore & Associates, Inc. v. Garlock, Inc., 721 F.2d 1540, 1555,
220 USPQ 303, 314 (Fed. Gr. 1983) citing In re Spornmann, 363
F.2d 444, 448, 150 USPQ 449, 452 (CCPA 1966). Furthernore,
"[t]o establish inherency, the extrinsic evidence 'nust nmake
clear that the mssing descriptive matter i s necessarily
present in the thing described in the reference, and that it
woul d be so recogni zed by person of ordinary skill.'" In re
Robertson, 169 F.3d 743, 745, 49 USPQ2d 1949, 1950-51 (Fed.
Cr. 1999) citing Continental Can Co v. Mnsanto Co., 948 F. 3d
1264, 1268, 20 U.S.P.Q 2d 1746, 1749 (Fed. Cir. 1991).

"I nherency, however, may not be established by probabilities
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or possibilities. The nere fact that a certain thing my

result for a given set of

10
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circunstances is not sufficient.” 1d. citing Continental Can
Co v. Monsanto Co., 948 F.3d 1264, 1269, 20 U. S.P.Q 2d 1746,
1749 (Fed. CGir. 1991).

W fail to find that Stinson discloses or suggests a
menory divided into a plurality of sections, each section
bei ng associated with a specific data processing function for
sel ectively storing sentence entries in each of the nenory
sections in accordance with the specific data processing
function used to generate each sentence entry as required by
Appel lants' claims. W fail to find that the Exam ner has
shown that it would be necessary for Stinson to partition
Stinson's nenory in this way. Therefore, we will not sustain

the Exam ner's rejection of Appellants' clains.

11
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In view of the foregoing, we have not sustained the
rejection of clainms 20-34 under 35 U.S.C. § 103. Accordingly,
the Exam ner's decision is reversed.

REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

BOARD OF PATENT
M CHAEL R FLEM NG APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

JOSEPH L. DI XON
Adm ni strative Patent Judge
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