THL'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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ON BRI EF

Bef ore McCANDLI SH, Seni or Adm nistrative Patent Judge, ABRANS
and NASE, Adm nistrative Patent Judges.

ABRAMS, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally

rejecting clainms 1-9 and 11-20, which constitute all of the

! Application for patent filed May 26, 1994.
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clainms remaining of record in the application, claim10 having
been cancel ed.

The appellant's invention is directed to a thernmal storage
system for buil dings.

The subject natter before us on appeal is illustrated by
reference to claim1, which has been reproduced in an appendi x
to the Brief.

THE REFERENCES

The references relied upon by the examner to support the

final rejection are:

Wasi el ewsKki 2, 656, 157 Cct. 20,
1953
Hol owczenko et al. (Hol owczenko) 4,757, 690 Jul . 19,
1988
Fol ey 4,827,735 May 9,
1989
Mant egazza et al. (Mantegazza) 5,228,504 Jul . 20,
1993
O Neal 5,372,011 Dec. 13,
1994

(Filed Aug. 30, 1993)

Japanese Application
(OCogushi et al.?) 53-11343 Feb. 1, 1978

THE REJECTI ONS

The follow ng rejections stand under 35 U. S.C. § 103:

2 Qur understanding of this reference was obtained froma
PTO transl ation, a copy of which is encl osed.
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(1) Cdainms 1, 4-6, 9 and 17-20 on the basis of O Neal, QOogushi
and Wasi el ewski .

(2) dains 2 and 3 on the basis of O Neal, Oogushi, Wasiel ewski
and Fol ey

(3) daim7 on the basis of O Neal, Oogushi, Wasiel ewski and
Hol owczenko.

(4) Caim8 on the basis of O Neal, Oogushi, Wasiel ewski and
Mant egazza.

(5) dains 11-16 on the basis of O Neal, Oogushi, Wasi el ewski
Hol owczenko and Mant egazza.

The rejections are explained in the Exam ner's, Answer.

The opposi ng viewpoi nts of the appellant are set forth in
the Brief.

OPI NI ON

Al'l of the examiner's rejections are under 35 U . S.C. §
103. The test for obviousness is what the conbined teachings of
the prior art woul d have suggested to one of ordinary skill in
the art. See Inre Keller, 642 F.2d 413, 425, 208 USPQ 871,
881 (CCPA 1981). 1In establishing a prima facie case of
obvi ousness under 35 U.S.C. 8§ 103, it is incunbent upon the
exam ner to provide a reason why one of ordinary skill in the
art would have been led to nodify a prior art reference or to

conmbi ne reference teachings to arrive at the clained invention.
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See Ex parte O app, 227 USPQ 972, 973 (BPAI 1985). To this

end, the requisite notivation nust stem from sone teachi ng,
suggestion or inference in the prior art as a whole or fromthe
know edge generally available to one of ordinary skill in the
art and not fromthe appellant's disclosure. See, for exanple,
Uniroyal, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044, 1052, 5
UsP@d 1434, 1052 (Fed. Cr.), cert. denied, 488 U S. 825
(1988).

The appellant's invention is directed to heat storage and
exchange systens that can be used in buildings. Basically
speaki ng, these systens conprise a heat exchange medi um t hr ough
which flow the fluids of two interrelated circulating systens.
One systemrenoves heat fromthe mediumthrough a first heat
exchanger |ocated therein, causing the nmediumto becone cool er.
The ot her system adds heat to the nedium by nmeans of a second
heat exchanger located in the nmedium A primary feature of the
appel lant's inventive inprovenents to such systens is the
"interweaving” of the conduits of the first heat exchanger wth
the conduits of the second heat exchanger. This feature also
is set forth in the clains and, as will be expl ained below, is
a key factor in our analysis of the examner's rejections. At

this point, therefore, it is necessary for us to interpret the

4



Appeal No. 97-4249
Application No. 08/249, 400

term"interweaving.” W begin by noting that, as explained in
the appellant's specification, each of the heat exchange
systens conprises a plurality of spaced, generally paralle
conduit |egs which, together, forma continuous conduit that
actual |y
traverses a sinuous path. The parallel |egs of one of the heat
exchangers are horizontally oriented, while those of the other
are vertically oriented. The rel ationship between the |egs of
the two heat exchangers is best illustrated in Figure 4, where
parallel |egs 106 of first heat exchanger 24 are horizontally
oriented, and | egs 114 of second heat exchanger 26 are
vertically oriented. As explained on pages 37 and 38 of the
appel l ant's specification, and as viewed in Figure 4, the
adj acent and connected (at the bottom as shown) |egs 114 of
the first heat exchanger are slightly offset from one another,
sufficiently to allow the horizontal |egs 106 of the other heat
exchanger to pass between them nuch as in a woven fabric.
This is what the appellant has called "interweaving"” of the
conduits of the first heat exchanger with regard to those of
t he second.

The requirenment for such "interweaving", appears in al

three of the independent clainms. Caim1l recites a first heat
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exchanger conprising a first conduit "having a generally
serpentine configuration with a plurality of spaced, generally
parall el |egs" and a second heat exchanger with a second
condui t

havi ng the sane configuration. The claimthen goes on to
require

"said first conduit at |east partially interweaving between two
or nore legs of said second conduit.” Cdains 11 and 16 set
forth

first and second heat exchangers each having a plurality of
spaced, generally parallel conduits which formfirst and second
"continuous" conduits, with "said conduits of said first heat
exchanger interweaving between two or nore of said conduits of
said second heat exchanger." The exam ner has rejected

i ndependent claim 1l as being unpatentable over O Neal in view
of Qogushi and Wasi el ewski, and independent clains 11 and 16 on
the basis of these three references plus Hol owczenko and

Mant egazza. I n each case, the exam ner has first conbined the
teachi ngs of O Neal and Oogushi in order to, in his opinion,
arrive at the basic structure recited in each of the

i ndependent clains. Be that as it may, the exam ner then has

taken the position that one of ordinary skill in the art would
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have found it obvious to interweave the conduits of the two
heat exchangers of the nodified O Neal structure in view of the
teachi ngs of Wasi el ewski. W do not agree.

Wasi el ewski di scl oses a heat transfer apparatus which, in
pertinent part, has a first heat exchanger conprising a
plurality of spaced, parallel horizontally oriented conduit 6
and a second heat exchanger conprising a plurality of spaced,
parallel vertically oriented conduits 7. These are each
separate conduits, which span the di stance between,
respectively, vertical
wal I s 8 and horizontal walls 9. They do not forma serpentine
configuration, as required by claim1l, nor are they connected
together so that they forma continuous conduit, as required
by clains 11 and 16. Wile the rows of vertical conduits are
i nt erposed between the rows of horizontal conduits, it is our
view that this does not constitute interweaving, as defined
above and required by the clainms. Moreover, even if one were
to accept the exami ner's position that Wasiel ewski discloses
an i nterweaved arrangenent, the exam ner has not pointed out,
and we fail to perceive, any teaching, suggestion or incentive
whi ch woul d have | ed one of ordinary skill in the art to

nodi fy the Oogushi serpentine conduits, as transposed into the
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O Neal apparatus, in such a fashion. The nere fact that the
prior art structure

could be nodified does not make such a nodification obvious
unl ess the prior art suggests the desirability of doing so.
See In re CGordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed.
Cir. 1984). W find such suggestion to be | acking here.

The probl em of |ack of suggestion exists also in the
exam ner's first conbination of references, that is, the
nodi fi cati on of the O Neal apparatus on the basis of the
teachi ngs of Oogushi. The exam ner has admitted that the
O Neal heat exchangers are not of serpentine configuration
wth a
plurality of spaced, generally parallel |egs (Answer, page 4).
It is the exam ner's position, however, that such an
arrangenent is shown by Qogushi, and that it would have been
obvious to enploy this in O Neal "for the purpose of efficient
heat transfer” (Answer, sentence bridgi ng pages 4 and 5).

This inplies that OQogushi teaches that the serpentine
arrangenent is nore efficient than those of O Neal, the
configurations of which were not disclosed. The exam ner has
not pointed out, nor can we discern, any such teaching in

Qogushi. The fact is that in Oogushi both the prior art
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apparatus (Figure 1) and the inventive apparatus (Figure 3),
utilize a pair of serpentine heat exchangers, with the

i mprovenent provi ded by Qogushi being the use of full length
plates 11 (Figure 3) rather than partial length plates 8
(Figure 1).

The teachings of the other references applied against
i ndependent clains 11 and 16, as well as agai nst various of
the dependent clains, fail to alleviate the deficiencies
poi nt ed out above.

It is our conclusion that the teachings of the references
appl i ed agai nst i ndependent clains 1, 11 and 16 fail to
establish a prima facie case of obviousness with regard to the
subject matter recited in each, and we therefore will not
sustain the
rejections of these clains or of the others, all of which
depend

fromthem
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SUMVARY
None of the rejections are sustained.

The decision of the exam ner is reversed.

REVERSED
HARRI SON E. McCANDLI SH )
Seni or Adm ni strative Patent Judge )

)
)
) BOARD OF PATENT
NEAL E. ABRANS ) APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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Janes R Vance

Pacific First Plaza

155 - 108th Avenue NE, Suite 202
Bel | evue, WA 98004
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