TH'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte RODNEY G WOLFF and VI NCENT W HULL

Appeal No. 97-4258
Application No. 08/429, 966*

ON BRI EF

Bef ore McCANDLI SH, Seni or Admi nistrative Patent Judge, ABRANS
and STAAB, Adm nistrative Patent Judges.

ABRAMS, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed April 27, 1995. According
to appellants, this application is a divisional of Application
08/ 171,361, filed Decenber 21, 1993; which is a continuation-
in-part of Application 07/815,560, filed Decenber 27, 1991,
now abandoned; which is a continuation of Application
07/ 486,580, filed February 28, 1990, now abandoned.
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This is an appeal fromthe decision of the examner finally
rejecting clainms 14-18, 35 and 36. C aim 19 has been all owed,
clainms 1-13 and 20-34 have been cancel ed, and clains 37-45
have been wi thdrawn as being directed to a nonel ected
I nventi on.

The appellants’ invention is directed to a device for
| ocal intralumnal adm nistration of drugs. The subject
matter before us on appeal is illustrated by reference to
cl ai m 14, which has been reproduced in an appendi x to the

Appeal Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Pi nchuk 5,019, 090 May 28,
1991
Pal maz 5,102, 417 Apr. 7,
1992

THE REJECTI ONS

Clainms 14-16, 18, 35 and 36 stand rejected under 35
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U s C
8§ 102(e) as being anticipated by Pi nchuk.
Clains 14-16, 18, 35 and 36 alternatively stand rejected

under 35 U. S.C. 8 103 as bei ng unpatentable over Pinchuk.

Claim 17 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Pinchuk in view of Pal naz.

The rejections are explained in the Exam ner's Answer.

The argunents of the appellants are set forth in the

Brief.

OPI NI ON
The Rejection Under 35 U S.C. § 102(e)
Anticipation is established only when a single prior art
ref erence di scl oses, expressly or under the principles of
I nherency, each and every el enent of the clainmed invention.
See RCA Corp. v. Applied Digital Data Systens, Inc., 730 F.2d

1440, 1444, 221 USPQ 385, 388 (Fed. Cir.),cert. dismssed sub
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nom, Hazeltine Corp. v. RCA Corp., 468 U S. 1228 (1984). A
reference anticipates a claimif it discloses the clained

i nvention such that a skilled artisan could take its teachings
in conbination with his own know edge of the particular art

and be in possession of the invention. 1In re Gaves, 69 F.3d

1147, 1152, 36 USPQ2d 1697, 1701 (Fed. Cir. 1995), cert.
deni ed, 116 S.C. 1362 (1996), quoting fromlIn re LeGice, 301

F.2d 929, 936, 133 USPQ 365, 372 (CCPA 1962).

The appellants’ invention is directed to a prosthesis for
delivering drugs, such as those used to treat restenosis. As
mani fested in independent claim 14, the invention conprises a
tubul ar body made up of a plurality of helical support
el ements wound in a helix configuration in opposing
directions, “a flexible, polyneric filanment attached to the
support elenents” so that at |east a portion is exposed at an
exterior surface of the body, and “a drug conpounded into the
polymeric filanment such that the drug is delivered to the body

| umen when the tubular body is radially expanded into contact
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with the portion of the body lunmen to be treated.”

It is the examiner’s position that all of this structure
is disclosed or taught by Pinchuk, and thus is anticipated by
this reference. Specifically, the exam ner finds the helix
stent construction to be disclosed in lines 2-4 of colum 7,
and the drug location in |ines 22-24 of that sane colum. The
appel l ants di spute these findings.

Claim14 requires that there be “a drug conpounded into

the polyneric filanment” (enphasis added). 1In view of the
expl anation of the invention presented in the specification,
we understand this to nean not that the drug is coated upon
the exterior surface of the filanment, but that it is
inpregnated in the polynmeric material fromwhich the fil anent
is made (pages 12-15). No such teaching is present in
Pinchuk. While this reference includes polyners in the |ist
of materials fromwhich the stent can be made, with regard to
the incorporation of drugs therein its teaching is limted to
coating (colum 7, line 18) and the statenment that “[t]he
stents can be treated so that drugs can be eluted therefront

(colum 7, lines 22-23, enphasis added). No anplification of
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the term“treated” explicitly is provided, and we can find
nothing in the reference fromwhich to conclude that it
enconpasses conpounding a drug “into” the filanent.

It therefore is our conclusion that Pinchuk fails to
di scl ose or teach all of the subject matter recited in claim
14, and thus cannot be considered to be anticipatory thereof.

The Section 102 rejection of independent claim 14, and of
dependent clains 15, 16, 18, 35 and 36 therefore is not
sust ai ned.

The Section 103 Rejection

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner
bears the initial burden of presenting a prinma facie case of
obvi ousness (see In re Rjckaert, 9 F.3d 1531, 1532, 28 USPQd
1955, 1956 (Fed. GCir. 1993)), which is established when the
teachings of the prior art itself would appear to have
suggested the clainmed subject matter to one of ordinary skil

inthe art. See Inre Bell, 991 F.2d 781, 783, 26 USPQd
1529, 1531 (Fed. Cir. 1993)).

As we expl ai ned above, Pinchuk provides no explicit



Appeal No. 97-4258
Application No. 08/429, 966

di scl osure or teaching of conpounding a drug into the
filaments that formthe structure of a helical stent.
Considering the reference in the Iight of Section 103 does not
alter this fact. Wile “treating” a filanment with a drug
m ght be considered after the fact to be broad enough to
enconmpass conpounding a drug into it, the reference
nevert hel ess woul d not have suggested doing so to one of
ordinary skill in the art. Fromour perspective, the only
notivation for such is found in the hindsight afforded one who
first viewed the appellants’ disclosure. This, or course, is
not permssible. In re Fritch, 972 F.2d 1260, 1266, 23 USPQd
1780, 1784 (Fed. Gr. 1992).

The rejection of clains 14-16, 18, 35 and 36 therefore

cannot be sust ai ned.

Nor is the rejection of claim17 sustained, for the
teachi ngs of Pal maz, the secondary reference, fail to cure the

deficiency in Pinchuk.
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SUMVARY
The Section 102 rejection is not sustained.
Nei t her of the Section 103 rejections is sustained.

The decision of the exam ner is reversed.

REVERSED

HARRI SON E. McCANDLI SH, Seni or )
Adm ni strative Patent Judge

BOARD OF PATENT
NEAL E. ABRANS )
Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

LAWRENCE J. STAAB
Adm ni strative Patent Judge
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