TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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Appl i cation 08/ 300, 089?

ON BRI EF

16

Bef ore COHEN, PATE, and McQUADE, Admi nistrative Patent Judges.

PATE, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 14

through 28. These are the only clains remaining in the

! Application for patent filed Septenber 2, 1994.

According to applicant, the application is a continuation-in-

part of Application 07/898,012, filed June 12, 1992, now
Pat ent No. 5,343,652, issued Septenber 6, 1994.
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appl i cation.

The clained invention is directed to a nethod for
exterm nating i nsect pests wherein the pests are hidden behi nd
a |l aser perneable solid barrier. In one enbodinent, the |aser
is projected directly through the solid barrier. |n another
enbodi nent, a hole is nmade in the solid barrier and a | aser
delivery device is inserted in the hole so that |aser |ight
can be introduced directly into a space behind the barrier
where the pests are present.

Claim 14, reproduced below, is further illustrative of
the clainmed subject matter.

14. A nethod for exterm nating pests hidden behind or
within a | aser-perneable solid barrier, which conprises
scanning the barrier with a | aser beam thereby bathing the
barrier with [aser |ight having a power and wavel ength
sufficient to pass through the barrier w thout substantially
damaging the barrier and sufficient to extermnnate a pest
hi dden behind or within the barrier.

The reference of record relied upon as evi dence of
obvi ousness is the Gernman reference:

Germany (German ' 389A) 3, 825, 389 February

19902

2Qur understanding of the German reference is via an
Engl i sh-1 anguage transl ation, a copy of which is present in
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the application file.
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THE REJECTI ON

Clains 14 to 28 stand rejected under 35 U S.C. 8§ 103 as
unpat ent abl e over the German ' 389A reference. Al though the
exam ner admts that it is unclear whether the German ' 389A
reference | aser woul d work when passed t hrough a wooden
barrier, the exam ner states "it wold [sic] have been obvious
to enploy a laser that could be passed through a wooden
barrier and refocused past the barrier to destroy pests on the
opposite side of the barrier"” (answer, page 3). Wth respect
to claim 22 and the clains dependent thereon, while the
exam ner admts that the German reference does not disclose
using the |l aser scanner through a hole nmade in the barrier,

t he exam ner concludes that "it woul d have been obvious to
hole [sic] a barrier to increase the power toward the target
speci es"” (answer, page 3).

OPI NI ON

We have carefully reviewed the rejection on appeal in
light of the argunments of the appellant and the exam ner. As
aresult of this review, we have deterni ned that the applied

prior art does not establish a prima facie case of obvi ousness

with respect to the subject natter on appeal. Accordingly,
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the rejection on appeal is reversed. OQur reasons follow
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W are in agreenent with the examner's finding that the
CGerman reference is silent wwth respect to using the |laser to
kill pests behind a solid barrier. 1In fact, there is not a

scintilla of evidence in the German patent that a barrier is

contenplated in the nmethod di scl osed therein. W note that
the German reference is directed to killing swarns of |ocusts
whi ch swarns are present in the open air. Inasmuch as the

exam ner may not resort to specul ation, unfounded assunptions
or hindsight reconstruction to support deficiencies in the
factual basis of a rejection under 35 U S.C. § 103, see In re
GPAC | nc., 57 F.3d 1573, 1582, 35 USP@d 1116, 1123
(Fed. Cir. 1995), we are constrained to reverse the rejection
on appeal as it rests on no factual basis we can ascertain.

REVERSED

| RWN CHARLES CCHEN )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
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