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DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner

finally rejecting clains 1-6, which constitute all of the
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clainms of record in this application.

The appellant’s invention is directed to a decli pper
assenbly for renoving a clip fromthe end of a sausage
package. The subject nmatter on appeal is illustrated by
reference to claim1, which reads as follows:

A decli pper assenbly for renoving a clip fromthe end of
a sausage package which is adaptable to a universal power
head, said assenbly conprising a pair of plates pivotally
nmounted in a parallel spaced relation on the power head and an
end plate having a curved cutting edge interconnecting the
ends of the plates and a cutter bl ade nounted on the power
head for pivotal notion between said plates, said cutter blade
having a cutting edge which matingly engages the cutting edge
on the end plate to cut the clip fromthe end of the package.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Hof f man 4,214,492 Jul . 29,
1980
LaBounty 4, 558, 515 Dec. 17,
1985

THE REJECTI ONS

Clainms 1-6 stand rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Hoffman in view of LaBounty.
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Clainms 1-6 also stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over LaBounty.
The rejections are explained in the Exam ner's Answer.

The appellant’s argunents are set forth in the Brief.

OPI NI ON

We have evaluated the rejection on the basis of the
foll ow ng guidelines provided by our reviewi ng court: The
exam ner bears the initial burden of presenting a prinma facie
case of obviousness (see In re Rijckaert, 9 F.3d 1531, 1532,
28 USPRd 1955, 1956 (Fed. Cir. 1993)), which is established
when the teachings of the prior art itself would appear to
have suggested the clainmed subject matter to one of ordinary
skill in the art (see Inre Bell, 991 F.2d 781, 783, 26 USPQRd
1529, 1531 (Fed. Cir. 1993)). This is not to say, however,
that the clainmed invention nust expressly be suggested in any
one or all of the references, rather, the test for obviousness
is what the conbi ned teachings of the references would have
suggested to one of ordinary skill in the art (see Cable

El ectric Products, Inc. v. Genmark, Inc., 770 F.2d 1015, 1025,



Appeal No. 98-0009
Application No. 08/538, 414

226 USPQ 881, 886-87 (Fed. Cir. 1985)), considering that a
concl usi on of obviousness may be made from common know edge
and common sense of the person of ordinary skill in the art
Wi t hout any specific hint or suggestion in a particular
reference (see In re Bozek, 416 F.2d 1385, 1390, 163 USPQ 545,
549 (CCPA 1969)), with skill being presuned on the part of the
artisan, rather than the |ack thereof (see In re Sovish, 769
F.2d 738, 742, 226 USPQ 771, 774 (Fed. Cr. 1985)). Insofar
as the references thensel ves are concerned, we are bound to
consi der the disclosure of each for what it fairly teaches one
of ordinary skill in the art, including not only the specific
teachi ngs, but also the inferences which one of ordinary skill
in the art would reasonably have been expected to draw
therefrom (see In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510
(CCPA 1966) and In re Preda, 401 F.2d 825, 826, 159 USPQ 342,
344 (CCPA 1968)).
The Rejection On The Basis O Hof fman And LaBounty

The declipper assenbly set forth in claiml requires a

pair of plates pivotally nounted in parallel spaced relation,

and an end plate having a curved cutting edge connecting the
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two. A cutter blade pivotally nounted between the two pl ates
has a cutting edge “which matingly engages the cutting edge of
the end plate.”

Hof f man, the primary reference, discloses a decli pping
systemin which two pairs of scissors-type pivotal bl ades
coincidentally cut the end rings fromthe facing ends of two
adj acent sausage packages. While the two sets of blades are
parallel to each other, they are not connected by end pl ates,
much | ess having a curved cutting edge carried by end pl ates.
Whereas in the clainmed systemthe package is cut wwth a bl ade
positioned on the end of the two bl ades, where they are
joined, in Hoffman the package is cut by a conventiona
scissors technique. This can be appreciated by conparing
Figure 5 of the application with Figure 1 of Hoffrman. Hoffnman
therefore I acks a showing of the clained end plate
i nterconnecting the ends of the parallel plates, the curved
cutting edge on the end plate, and the cutter blade nounted
for pivotal notion between the plates.

LaBounty is directed to an apparatus for attachnment to
the end of a backhoe or the like, its purpose being to grapple
rubbl e and debris such as fallen trees on a construction site,
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and to cut these nenbers into shorter |engths. Nonethel ess,
the structure of its cutter has nmuch in comon with the
appel l ant’s device. In the enbodi nent of Figures 7 and 9,
LaBounty discloses a pair of plates (127 & 128) pivotally
nounted in parallel spaced relation and attached together by
an end plate (130). Another plate (114) is pivotally nounted
for novenent in the space between the two parallel plates.
However, unlike the clained invention, there is no cutting
edge on end plate 130 or on plate 114, and therefore there is
no cutting edge on the end of plate 114 to “mati ngly engage”
the cutting edge of end plate 130, as is required by claim1.
This is clear fromthe description of the LaBounty invention,
and is graphically illustrated in Figures 9 and 11. 1In
LaBounty, all of the cutting edges are |located on the sides of
the various plates, and thus the LaBounty apparatus cuts in
the sane fashion as a conventional pair of scissors.
Therefore, even if one were to concede, arguendo, that it
woul d have been obvi ous to conbine the teachings of the two
references, the result would not have been the clained
structure. From our perspective, however, one of ordinary
skill in the art would not have been notivated to conbine the
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teachings of the two references in the first place. First,
basic to the Hoffman systemis the initial |ateral novenent
apart of the two sets of blades (Figures 4-6), which would be
destroyed if the ends of the blades were to be attached
together. Thus, to convert to the LaBounty system woul d
destroy the Hof fman invention. Second, considering that
LaBounty does not teach cutting with the end plate that
connects the two parallel plates, there would be no purpose in
providing a pair of scissor blades attached together to cut
out each of the package end clips, in place of the single pair
of bl ades di scl osed by Hof f nan.

For the above-stated reasons, it is our conclusion that
t he conbi ned teachi ngs of Hof fman and LaBounty fail to
establish a prima facie case of obviousness with regard to the

subj ect matter

recited in claiml1, and therefore we will not sustain this
rejection of clainms 1-3.

Caim4 is broader than claim1, in that it does not
require that the ends of the parallel plates be attached
together by an end plate upon which a cutting edge i s nounted.
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However, it is our view that this conbination of references
fails here, too, because of the lack of suggestion for the
artisan to conbine their teachings in the nmanner proposed by
the exam ner, for the reasons expl ained above with regard to
claim1.

We therefore also will not sustain this rejection of
clains 4-6.

The Rejection On The Basis O LaBounty

As we expl ai ned above, LaBounty fails to disclose an end
pl ate having a curved cutting edge which is matingly engaged
by the cutter blade that passes between the spaced paralle
plates. For this reason the teachings of LaBounty, here
consi dered alone, fail to establish a prima facie case of
obvi ousness with regard to the subject matter recited in claim
1.

This rejection of clainms 1-3 therefore cannot be
sust ai ned.

We reach a different conclusion, however, with regard to
this rejection of independent claim4. The preanble of this

claimstates that it is directed to a “declipper assenbly for
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renoving a clip fromthe end of a sausage package,” and we
begi n our analysis by pointing out that generally a preanble
does not Iimt the scope of a claimif it nerely states the

I nvention’s purpose or intended use. See In re Paul sen, 30
F.3d 1475, 31 USPQ2d 1671 (Fed. Cir. 1994). \ere the
limtations following the preanble set forth a description of
structure which is self-contai ned and does not depend upon the
| anguage of the preanble for conpl eteness, as we believe to be
the case here, the preanbul ar recitations do not constitute
limtations of the clains. See Kropa v. Robie, 187 F.2d 150,
88 USPQ 478 (CCPA 1951). The purpose of the LaBounty device
Is cutting, which is the sane purpose as that of the device
which is described in claim4, and we do not believe that the
LaBounty devi ce woul d undergo a netanorphosis to a new
apparatus by sinply affixing a new named use to it. See Ex
parte Masham 2 USPQRd 1647 (BPAI 1987). It therefore is our
conclusion that the recitation of “renmoving a clip fromthe
end of a sausage package” in the preanble of claim4 is nerely
a statenent of intended use which may not be relied upon to

di stinguish structure fromthe prior art. See, for exanple,
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In re Pearson, 494 F.2d 1399, 181 USPQ 641 (CCPA 1974).

It is inportant to focus upon the fact that, unlike claim
1, claim4 does not require the cutting edge to be on the
spacer which supports the plates in parallel spaced relation.
Claim4 nerely recites “a cutter blade pivotally nounted in
the space between the bl ades,” and such an arrangenent is
taught by LaBounty. Cutter blades 122 and 123 are carried by
a pivotal upper plate 121 and, as can be seen in Figures 7-9,
the cutting edges lie in the space between the | ower plates.

It therefore is our opinion that LaBounty establishes a
prim facie case of obviousness with regard to the subject
matter of claim4, and we will sustain this rejection. 1In
view of the appellant’s decision to group clains 5 and 6 with
claim4 (Brief, page 4), this rejection of those two clains
al so i s sustai ned.

We have, of course, carefully considered all of the
appel l ant’ s argunents, as they nay apply to the rejection
whi ch we have sustained. However, we are not convinced that,

as to this rejection, the examnner’s decision was in error.

10



Appeal No. 98-0009
Application No. 08/538, 414

Qur position with respect to the various argunents shoul d be
apparent. LaBounty is not from nonanal ogous art because, in
our view, it is related to cutting with power operated
oppositely pivoting el enents, one of which noves between a
spaced pair of the others in scissor-1like notion, and
therefore logically would have comended itself to the
inventor’s attention.? The rejection we have sustained is not
based upon hi ndsi ght reasoning, in that all of the structure
recited in claim4 is found in LaBounty, as we have pointed
out .
SUMVARY

The rejection of clains 1-6 as bei ng unpatentabl e over

Hof fman in view of LaBounty is not sustained.

The rejection of clains 1-3 as bei ng unpatentabl e over

The test for analogous art is first whether the art is
within the field of the inventor's endeavor and, if not,
whether it is reasonably pertinent to the problemw th which
the inventor was involved. See In re Wod, 599 F.2d 1032, 202
USPQ 171 (CCPA 1979). A reference is reasonably pertinent if,
even though it may be in a different field of endeavor, it
| ogically woul d have comended itself to an inventor's
attention in considering his problem because of the matter
with which it deals. See In re Cay, 966 F.2d 656, 659, 23
UsP@d 1058, 1061 (Fed. Cir. 1992).
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LaBounty is not sustained.
The rejection of clains 4-6 as bei ng unpatentabl e over

LaBounty i s sustai ned.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART

JAMES M MEI STER
Adm ni strative Patent Judge
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