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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 17 through 30, which are all of the clains
remaining in this application. dains 1 through 16 have been

cancel ed.
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Appel lants’ invention relates to a nethod of adm xing two
or nore flowable nedia of different viscosities. Cains 17,
21, 22, 23, 27 and 28 are representative of the subject matter
on appeal and a copy of those clains is appended to this

deci si on.

The prior art references of record relied upon by the

exam ner in rejecting the clainms on appeal are:

Gllner et al. (Gllner) 4,590, 030
May 20, 1986

Fredri ksson et al. (Fredriksson) 4,861, 165 Aug.
29, 1989

M yat a 58-133823 Aug.
9, 1983

(Japanese Kokai)!?

Clainms 17 through 20 stand rejected under 35 U . S.C. 8§ 103
as being unpatentable over Myata in view of Fredriksson and

G llner.

! Qur understanding of this foreign | anguage docunent is
based on a translation prepared for the U S. Patent and
Trademark O fice. A copy of that translation is attached to
t hi s deci sion.
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Clains 21 through 30 stand rejected under 35 U.S.C. § 103

as bei ng unpatentable over Myata in view of Gl ner

Clains 17 through 30 stand rejected under 35 U . S.C 112,
first paragraph, as being directed to a specification which,
as originally filed, does not support the invention as now

claimed. More particularly, the exam ner urges (answer, page

5) that clains 17 and 21 recite “...cross-sectional flow area
of the... mxer is taken generally perpendicular to the
direction of flow through the... mxer...,” wthout support in

the specification.?

Rat her than reiterate the exanm ner's statenent of each of
t he above-noted rejections and the conflicting viewpoints

advanced by the exam ner and appell ants regardi ng those

2 This is a new ground of rejection added in the
exam ner’s answer. Wile the exam ner has apparently based
this rejection on the “nmake and use” provision of 35 U S.C. 8§
112, first paragraph, it is apparent to us fromthe
expl anation of the rejection that it is instead based on |ack
of witten description, and we will so treat the rejection for
pur poses of this appeal.
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rejections, we refer to the exam ner's answer (Paper No. 24,
mai | ed February 7, 1997) and to the suppl enental exam ner’s
answer (Paper No. 30) for the examner’s reasoning in support
of the rejections and to the brief (Paper No. 23, filed
January 10, 1997) and reply brief (Paper No. 27) for

appel l ants’ argunents to the contrary.

OPI NI ON

In arriving at our decision in this appeal, we have
carefully considered appellants’ specification and cl ai ns
(both as originally filed and as anended), the applied
references, and the respective positions of the exam ner and
appel | ants regarding the issues before us on appeal. As a
consequence of our review, we have made the determ nations

whi ch foll ow

Turning first to the examner's rejection of clains 17
through 30 under 35 U.S.C. 8§ 112, first paragraph, we note

that the test for determ ning conpliance with the witten
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description requirement of the first paragraph of 8 112 is
whet her the disclosure of the application as originally filed
reasonably conveys to the artisan that the inventor had
possession at that tinme of the |ater clainmed subject natter.

See In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096

(Fed. Cir. 1983). In this regard, it is inportant to
additionally understand that the cl ai ned subject natter does

not have to be expressed in ipsis verbis in the specification

in order to satisfy the description requirenment of 8§ 112 (see

In re Wertheim 541 F.2d 257, 262, 191 USPQ 90, 96 (CCPA

1976)) and that, under appropriate circunstances, the origina
drawi ngs al one may be sufficient to provide the required

"witten description of the invention." See Vas-Cath Inc. v.

Mahur kar, 935 F.2d 1555, 1563, 19 USPQ2d 1111, 1117 (Fed. Cir

1991); In re Wl fensperger, 302 F.2d 950, 956, 133 USPQ 537,

542 (CCPA 1962).

Wth this as our background, we turn to the exam ner's
characterization of the recitation in clains on appea

regardi ng the cross-sectional flow area of the first and
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second m xers being “taken generally perpendicular to the
direction of flow through said respective mxers...,” as being
wi t hout support in the specification. Wile the examner is
correct in observing that appellants’ original specification
does not expressly indicate that the cross-sectional flow
areas of the first and second m xers are “taken generally

per pendi cul ar to the direction of flow through said respective
mxers,” we find that we are in agreenment with appellants’
argunments on pages 1 through 3 of the reply brief that these
clainms only recite that which one skilled in the art woul d
have vi ewed as bei ng apparent (inherent) in the origina

di scl osure of appellants’ application. Accordingly, it is our
determ nation that appellants’ disclosure as originally filed

woul d have reasonably conveyed to the artisan that the

I nventors had possession of the now clai ned subject matter at
the tinme of filing of the present application. Thus, the
examner's rejection of clainms 17 through 30 under 35 U S.C. §
112, first paragraph, as |acking support in the originally

filed disclosure will not be sustai ned.
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Next, we turn to the prior art rejection of clains 17
t hrough 20 under 35 U. S.C. § 103 as bei ng unpat entabl e over
Myata in view of Fredriksson and Gllner. The findings of
t he exam ner regarding the applied references and his
statenments regardi ng the conbi nation of those references is
set forth on pages 3 and 4 of the answer. Appellants have not
specifically disputed the exam ner’s conbi nati on of the
appl i ed references, but have instead focused on the perceived
deficiencies of Myata alone in relation to the clai ned

subj ect matter.

As to independent claim 17 on appeal, appellants urge
(brief, pages 9-19) that Myata does not disclose or teach a
nmet hod of adm xing two fl owabl e nmedia wherein the static m xer
used for such mxing is one which includes first and second
m xers sized and designed so that the cross-sectional flow
area of the second mi xer is greater than the cross-sectiona
flow area of the first mxer. |In addition, appellants argue
that the static m xer apparatus of Myata does not have static

m xer el enents al ong which the nedia nust flow which are
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“di sposed al ong a | ongitudi nal axis” of the m xer.

Looki ng at Figure 7 of Myata, we observe that the cross-
sectional flow area of the first mxer (la) is generally equa
to the cross-sectional area of the interior flow channel of
that m xer mnus the cross-sectional area of the shaft body
(10). By conparison, the cross-sectional flow area of the
second m xer (1lb), at least at the inlet opening (6) and
outlet (7), appears to be equal to the cross-sectional area of
the interior flow channel of the m xer (la). Thus, at the
inlet opening (6) and outlet (7) of the second m xer, the
cross-sectional flow area of the second m xer (1b) of Myata
is “greater than the cross-sectional flow area of the first

m xer,” as broadly set forth in claim17 on appeal. W note
in this regard, that claim 17 does not specify any particular
| ocati on where the cross-sectional flow area of the second
m xer is greater than the cross-sectional flow area of the
first mxer, or that the cross-sectional flow area of the

second m xer is greater than the cross-sectional flow area of

the first mxer along its entire |ength.
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As for appellants’ argunment that claim1l7 on appea
requires the second mxer to have a plurality of static m xer
el ements “di sposed along a | ongitudinal axis thereof,” and
that the second mxer in Myata | acks such an arrangenent
because the disks (16, 17) therein are not m xer el enents, but
di verter plates, and the m xing elenments of Myata (snall
chanbers 15) are arranged not along a |ongitudinal axis of the
second m xer, but laterally thereto, in a radial direction, we
also find this argunent to be unpersuasive. |In the first
pl ace, given the redirection of flow created by the unit
bodies (14) of the disks (16, 17) as seen in Figures 1 and 7
of Myata and the creation of flow passageways (19) defined by
di sks (17), we view the plurality of disks (16, 17) of Myata
as broadly being mxer elenents “di sposed al ong a | ongitudina
axi s” of the second m xer. Moreover, even if only the small
chanbers (15) are viewed as the m xer elenents in Myata, we
note that sets of the small chanbers (15) associated with each
pairing of disks (16, 17) can be viewed as being “m xer
el ements” and that a plurality of such m xer elenents are

“di sposed along a |l ongitudinal axis” of the second m xer (1b),
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I.e., so that the m xer (1b) of Myata has six sets of such

“m xer el enents” disposed along the |ongitudinal axis thereof.
Thus, we do not see that this limtation in claim17 in any

way di stingui shes over the m xing device and nmethod of M yata.

G ven that appellants’ argunents for the patentability of
claim 17 on appeal are unpersuasive, we will sustain the
exam ner’s rejection of that claimunder 35 U. S.C. § 103.
Regarding clainms 18, 19 and 20 whi ch depend fromclaim17, we
note that appellants have grouped these clains along with
claim17 (brief, page 4). As a result of their grouping wth
claim17, we view clains 18 through 20 as falling with the
I ndependent claimand wll therefore also sustain the
exam ner’s rejection of clainms 18 through 20 under 35 U S.C. §

103.

The only other rejection for our review on appeal is that

of clainms 21 through 30 under 35 U.S.C. §8 103 as being

10
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unpat ent able over Myata in view of Gllner. Again
appel | ants have not specifically argued the exam ner’s

conbi nation of Myata and G|l ner, but have instead pointed
out specific limtations in the clained subject matter that
they believe are not taught or suggested in the applied
references. More specifically, in arguing i ndependent clains
21 and 23 (brief, page 20), appellants have again urged that
M yata does not disclose a two-stage mixer in which the cross-
sectional flow area of the second m xer is greater than that
of the first mxer and in which the static mxer elenments in
the second stage are disposed along the |ongitudinal axis of
the m xer or arranged longitudinally over a length of the
second m xer. For the sanme reasons as set forth above
regarding Myata as applied agai nst i ndependent claim17, we
find these argunents to be unpersuasive of any error on the
exam ner’s part here. Thus, we will sustain the exam ner’s
rejection of clainms 21 and 23 under 35 U.S.C. § 103. As a
result of its grouping with claim 23, we view claim24 as
falling with the independent claimfromwhich it depends and

will therefore also sustain the examner’s rejection of claim

11
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24 under 35 U. S.C. § 103.

As argued by appell ants on pages 21-23 of their brief,
dependent clains 25 and 26, as well as independent clains 22
and 28, directly or indirectly require that the cross-
sectional flow area through the second m xer be substantially
constant over the length of the m xer. Appellants urge that
M yat a does not disclose, teach or suggest a second m xer with
the required constant cross-sectional flow area over the
|l ength of the m xer. W agree, and for that reason we will not
sustain the examner’s rejection of clains 22, 25, 26 and 28
on appeal under 35 U S. C 8§ 103. It follows that the
exam ner’s rejection of clainms 29 and 30, which depend from

i ndependent claim?28, will also not be sustained.

The last of the clains rejected by the exam ner under
35 U S.C 8 103 based on Myata and G|l ner is independent
claim27. Appellants’ argunents set forth on page 23 of their
brief have convinced us that the exam ner’s conbi nati on of

Myata and G|l ner would not result in the claimed subject

12
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matter. Accordingly, we will not sustain the examner’s

rejection of this claimunder 35 U.S.C. § 103.

In light of the foregoing, the decision of the exam ner
rejecting clains 17 through 30 under 35 U S.C. § 112, first
par agraph, is reversed. However, the exam ner’s decision to
reject clains 17 through 20 under 35 U. S.C. 8 103 based on the
conmbi ned teachings of Myata, Fredriksson and Gllner is
affirmed. The decision of the examner to reject clains 21
t hrough 30 under 35 U. S.C. § 103 based on the conbinati on of
Myata and Gllner is affirnmed as to clains 21, 23 and 24, but
is reversed as to clains 22 and 25 through 30. Thus, the

exam ner’s decision is affirnmed-in-part.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART

13
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| AN A, CALVERT )
Adm ni strative Patent Judge
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| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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Townsend and Townsend and Crew LLP
Two Enbarcadero Center, 8th Floor
San Francisco, CA 94111-3834
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APPENDI X

17. A nethod of adm xing at |east two fl owabl e nedi a of
di fferent viscosities, said nethod conprising the steps of

directing a first flow of a high viscosity nedi umthrough
a convergent orifice of a plate transverse to the fl ow and
into a first mxer, the first m xer having a predeterm ned
cross-sectional flow area and a plurality of static m xer
el ements di sposed along a |ongitudinal axis for m xi ng nedi a
toget her, wherein the cross-sectional flow area of the first
m xer is taken generally perpendicular to the direction of

15
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flow through the first m xer;

i ntroduci ng a second flow of a |ow viscosity nmediuminto
the convergent orifice for passage into the first m xer; and

directing nedia fromthe first mxer into a second m xer
having a plurality of static m xer elenents di sposed along a
| ongi tudi nal axis of the m xer and having a cross-sectiona
flow area that is greater than the cross-sectional flow area
of the first m xer, wherein the cross-sectional flow area of
the second m xer is taken generally perpendicular to the
direction of flow through the second m xer.

21. A nethod of adm xing at |east two fl owabl e nedia of
di fferent viscosities, said nmethod conprising the steps of

directing at least two flows of nedia of different
viscosities into a first m xer having a predeterm ned cross-
sectional flow area and a plurality of static m xers di sposed
along a longitudinal axis for mxing therein, wherein said
cross-sectional flow area of the first mxer is taken
general ly perpendicular to the direction of flow of the nedia
through the first mxer; and

thereafter passing the nedia fromthe first mxer into a
second m xer having a greater cross-sectional flow area than
said first mxer, wherein the cross-sectional flow area of the
second m xer is taken generally perpendicular to the direction
of flow

of the nedia through the second m xer, said second static
m xer having a plurality of static m xer el enents di sposed
al ong a longitudinal axis for mxing of the nedia therein.

22. A nethod of mixing first and second fluid nedia of
differing viscosities conprising the steps of

directing the nedia into a first m xer having a
predet erm ned cross-sectional flow area and a plurality of

16
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static m xer elements |ocated along a |ongitudinal axis of the
first mxer for mxing the nedia; and

thereafter passing the nmedia fromthe first mxer into a
second mxer fluidly coupled to the first m xer and having a
substantially constant, cross-sectional flow area over its
| ength which is greater than the cross-sectional flow area of
the first mxer, the second mi xer including a plurality of
static m xer elements serially arranged between an inlet and
an outlet of the second m xer for mxing the received nedi a.

23. A nethod of mixing first and second fluid nedia of
differing viscosities conprising the steps of

providing a first m xer defined by an el ongated first
tubul ar conduit having a first cross-sectional area and a
plurality of static m xer elenents serially arranged in the
first tubular conduit over a length thereof for m xing the
medi a;

formng a first flow of the nedia through the m xer
el ement s;

flowng the first flow substantially parallel to the
first tubular conduit;

with the first flow substantially conpletely occupying
the first cross-sectional area of the conduit;

providing a second m xer defined by an el ongated, second
tubul ar conduit having an inlet in flow comunication with the
first tubular conduit, an outlet and a second cross-sectiona
area which is greater than the first cross-sectional area, and
a plurality of static m xer elenments arranged | ongitudinally
over a length of the second conduit;

at the inlet of the second m xer receiving the first flow
and wwth it formng a second flow of the nedi a;

flowm ng the second flow over the | ength of and

17
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substantially parallel to the second tubular conduit and the
m xer el enents therein; and

with the second flow substantially conpl etely occupying
the second cross-sectional area of the second conduit so that
a cross-sectional flow area for the nedia through the second
conduit is greater than the cross-sectional flow area for the
medi a through the first conduit.

27. A method of mxing first and second fluid nedia of
differing viscosities conprising the steps of joining first
and second tubul ar m xing conduits end-to-end, axially flow ng
the fluid nmedia to be adm xed froman inlet of the first
conduit to an outlet of the second conduit, providing the
first and second conduits with first and second cross-
sectional areas bounded by interior wall surfaces of the
respective conduits which are substantially constant over
respective |l engths of the conduits, the second cross-sectiona
area being greater than the first cross-sectional area,
serially arranging a plurality of first and second static
m xer el enents over the lengths of first and second conduits,
respectively, each static m xing el enent extending
transversely to the axes of the conduits over the entire
cross-sectional area of the respective conduits; and
sequentially flow ng the nedia through the first and second
conduits at respective flow rates which are inversely
proportional to the first and second cross-sectional areas.

28. A nmethod of mxing first and second fluid nedia of
differing viscosities conprising the steps of formng a
conti nuous flow of the nedia along first and second, serially-
arranged portions of a confined flow path, subjecting the
media in the first and second portions of the flow path to
m xi ng action, and enlarging a cross-sectional area of the
flow path in the second portion relative to a cross-sectiona
area of the flow path in the first portion so that the nedia
flow along the entire second portion of the flow path at a
rate which is less than a rate of flowin the first portion.
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