TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s

final rejection of claims 1 through 3 under 35 U.S.C. §

103. No other clains are pending in the application.

Application for patent filed Cctober 20, 1995.
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Appel lant’s invention relates to a clip carrier for
storing and di spensing sem -autonatic cartridge clips.
Each cartridge clip holds a group of the individua
cartridges. According to claiml1, the only independent
cl ai mon appeal, the clip carrier conprises a container
(12) having opposite side panels (18, 20), opposite edge
panels (22, 24) and a bottom panel (16). Caim1l recites
that a top part of one of the edge panels forns an entry
opening (32) for receiving and di spensing a cartridge
clip. Thus, cartridge clips are |loaded into the carrier
through the entry opening (32) and are di spensed through
the sane opening. According to claim1, the entry opening
is recited to be simlar in size and configuration to a
cartridge clip. The cartridge clips in the carrier are
supported on a push plate (42) which is biased toward the
end of the carrier having the entry opening by spring

neans (44, 46).°?

2Strict antecedent basis is lacking for the
recitation of “said conpression spring neans” in |ines
15-16 of claim1l. Correction of this informality is in
order upon return of this application to the jurisdiction
of the exam ner.
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A copy of the appealed clains is appended to

appel lant’ s brief.

The followi ng references are relied upon by the
exam ner as evi dence of obviousness in support of his

rejections under 35 U.S.C. § 103:

Pucket t 2,779,522 Jan. 29,
1957
Buban et al. (Buban) 4, 465, 208 Aug. 14,
1984
Yabl ans 5,337, 897 Aug. 16,
1994

Clainms 1 through 3 stand rejected under 35 U S. C
8 103 as bei ng unpatentabl e over “Puckett, Buban et al.
or Yabl ans” (answer page 3). As we understand this
statenment of the rejections, the exam ner relies solely on
Puckett in the first rejection, solely on Buban in the
second rejection, and solely on Yablans in the third
rejection. Wth regard to each of these rejections, the
exam ner concedes on page 4 of the answer that the
carriers of the applied references |ack an entry opening
that is simlar in size and configuration to a cartridge

clip. He also concedes that the applied references |ack a
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teaching of a carrier or mamgazine for storing and

di spensing sem -automatic cartridge clips. He

neverthel ess takes the foll ow ng position:
However, the carriers of Puckett, Buban et al., and
Yabl ans show and suggest that different articles of
simlar shape can be dispensed and that the opening
is sized for the specific article to be dispensed.
It would have been obvious to shape the opening of
Puckett, Buban et al., and Yablans to the size of a

cartridge clip when it is desired to dispense a
cartridge clip. [Answer, page 4.]

We have carefully considered the issues raised in
this appeal together with the exam ner’s remarks and
appel l ant’s argunents. As a result, we conclude that none

of the rejections can be sustai ned.

It is well established patent |aw that there nust be
sonme teaching, suggestion or inference in the prior art as
a whol e or sone know edge generally available to one of
ordinary skill in the art that woul d have | ed one of
ordinary skill in the art to nake the nodificati on needed

to arrive at the clained invention. See, inter alia, In

re Fine, 837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed



Appeal No. 98-0107 Page 5
Application No. 08/545, 920

Cr. 1988) and Uniroyal, Inc. v. Rudkin-Wley Corp., 837

F.2d 1044, 1052, 5 USPQRd 1434, 1439 (Fed. Cir. 1988).

See also Inre Lalu, 747 F.2d 703, 705, 223 USPQ 1257,

1258 (Fed. Cir. 1984) (The prior art must provide one of
ordinary skill in the art wth the notivation to nake the

nodi fication needed to arrive at the claimed invention).

The Puckett patent discloses a nmagazine for receiving
and di spensing individual cartridges or shells, not
cartridge clips as defined in claiml. Furthernore, the
aperture in Puckett’s panel 7, which corresponds to one of
the clained edge panels in claim1, is not sized to
recei ve and di spense cartridge clips as required by claim
1. The aperture in Puckett’s panel 7 is not even intended
to receive or dispense individual cartridges. Instead,
the individual cartridges are inserted and di spensed
t hrough the side opening 24 bridging the side panel 10 and
the top panel 12. In addition, Puckett |acks a disclosure

of appellant’s clainmed inwardly fol ded fl anges.
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Puckett is also lacking in any disclosure of
utilizing the magazi ne for dispensing other articles of
“simlar shape” as asserted by the exam ner, and even if
this reference contained such a teaching, we do not see
how t hat teaching, w thout nore, would have suggested the
nodi fications required to arrive at the clainmed invention.
In the final analysis, Puckett contains no teaching or
suggestion of appellant’s clainmed container construction,

i ncluding the entry opening and fol ded flanges, that would
have | ed one of ordinary skill in the art to nodify

Puckett’ s magazine in the nanner required to arrive at the
claimed invention. For these reasons we nust reverse the

8§ 103 rejection based on Puckett.

The Yabl ans patent discloses a magazi ne or carrier
for receiving and dispensing thin flat-sided sanpler
strips containing lipstick or other material, not
cartridge clips. W find no disclosure in Yabl ans of
di spensing other articles of “simlar shape” as asserted
by the exam ner, and even if this reference contai ned such

a teaching, we do not see how that teaching, wthout nore,
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woul d have suggested the nodifications required to arrive

at the clained invention.

Furthernore, the dispensing aperture 53 in Yablans’'s
magazine is not sized to receive and di spense cartridge
clips as required by claiml1l. 1In addition, Yablans's
di spensing aperture is not fornmed in a panel that
corresponds to the clained edge panel in appellant’s
i nvention. Instead, the aperture 53 is formed by a cutout
51 at the open end of a finger slot 24 in the top panel 22

of the container.

In the final analysis, Yablans, |like Puckett,
contains no teaching or suggestion of appellant’s clained
cont ai ner construction, including the size and | ocation of
the entry opening, that would have | ed one of ordinary
skill in the art to nodify Yablans’s magazine in the
manner required to arrive at the clained invention. For
t hese reasons we nust reverse the 8§ 103 rejection based on

Yabl ans.
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The Buban patent discloses a magazi ne for dispensing
strips of gum not cartridge clips as defined in appeal ed
claim1. Although Buban’s dispensing slot 50 is fornmed in
a contai ner panel corresponding to one of appellant’s edge
panels, the slot 50 is not sized to receive and di spense
cartridge clips as required by claim1. |In addition, we
do not find a disclosure of any article of any “simlar
shape” to anobunt to a suggestion of nodifying Buban's
contai ner to receive and di spense cartridge clips. Thus,
Buban | acks a teaching or suggestion that woul d have | ed
one of ordinary skill in the art to nodify the patentee’s
container in the manner required to arrive at the clained
i nvention. For these reasons we nust also reverse the §

103 rejection based on Bubans.

The exam ner’s decision rejecting appealed clains 1

through 3 is reversed.
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REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT
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HARRI SON E. McCANDLI SH APPEALS
Seni or Adm ni strative Patent Judge
) AND
| NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge
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