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Bef ore BARRETT, DI XON, and GROSS, Adninistrative Patent
Judges.

BARRETT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on appeal under 35 U.S.C. § 134 from

the final rejection of clainms 1-32 and 46-52.
W affirmin-part.

BACKGROUND

The disclosed invention, as illustrated in figure 67,
relates to a digital information system having a digital
signal source 100 in the formof an information vending
machi ne for vending information in the formof digital data
as a coommodity for sale, and a nenory card (player) 101
having a nmenory for storing the data and playback circuitry
for replaying the data to a headphone. The nenory in the
menory card may be built-in or it may be separable as shown
in figure 67; the clains have been anended to limt themto
the built-in nmenory.

Claim1 is reproduced bel ow.

1. A digital information system conprising a

digital signal source; and a nenory card, having a

pl ayback function, renovably connected with the digital

signal source to store digital data received fromsaid

digital signal source and to reproduce the digital data

-2 -
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stored therein independently of said digital signal
sour ce;

wherein said nenory card includes a built-in
menmory circuit formed of a sem conductor nmenory for
storing digital data received with addresses of said
digital data fromsaid digital signal source, and a
built-in playback circuit, including at |east a
digital -to-anal og converter, a filter circuit and an
audio amplifier, for reproducing digital data stored in
said menory circuit as an anal og audi o signal output
fromsaid nenory card.
The Exam ner relies on the followng prior art:

Kramer et al. (Kraner) 4,667, 088 May 19, 1987
Kondo 4,791, 741 Decenber 20, 1988

Clains 1-32 and 46-52 stand rejected under 35 U S. C
§ 103(a) as being unpatentabl e over Kraner.

Clains 1-32 and 46-52 stand rejected under 35 U S. C
8§ 103(a) as being unpatentabl e over Kondo.

W refer to the Ofice Action (Paper No. 18), the Final
Rej ection (Paper No. 22), and the Exam ner's Answer (Paper
No. 27) (pages referred to as "EA_ ") for a statenent of the
Exam ner's position, and to the Brief (Paper No. 26) (pages
referred to as "Br__ ") and the Reply Brief (Paper No. 28)
(pages referred to as "RBr__") for a statenent of

Appel  ants' argunents thereagai nst.
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CPI NI ON

Cains 1-16 and 23-32

| ndependent clains 1, 10, and 15 all recite storing
digital data in the nenory card according to an address
received fromthe digital signal source; see figure 7
showi ng both data and address lines |eading fromthe
term nal device 100 to the player 101. Caim1l recites
"storing digital data received with addresses of said
digital data fromsaid digital signal source"; claim10
recites "storing said digital signal according to an address
signal received fromsaid digital signal source"; and
claim15 recites "storing a specified digital signal
according to an address signal received fromsaid digital
signal source.” This [imtation is not treated in the
Exam ner's Answer. Appellants argue that the [imtation is
not found in either Kranmer or Kondo (Br18-19); thus, this is
not a case where the Exam ner can rely on a |ack of argunent
by Appellants. Every limtation nmust be considered in

addr essi ng obviousness. See In re Wlder, 429 F.2d 447,

450, 166 USPQ 545, 548 (CCPA 1970) ("every limtation
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positively recited in a claimnust be given effect in order
to determ ne what subject matter that claimdefines").

Kr amer

Kraner discloses that the nenory preferably consists of
a bubble menory (col. 2, lines 25-28). An advantage of
bubbl e nenory is that it is non-volatile (col. 3,
lines 50-53). Kraner states (col. 4, lines 1-5): "The
menory 22 is preferably organi sed so as to appear to be a
circular shift register of the required size and is cl ocked
at the sanme speed, controlled by the nmenory control clock
36, during recording and replay. One 'bit' is presented to
the nenory at a tinme." Kramer does not disclose storing
data according to addresses and, since data is presented in
a serial manner to a serial storage arrangenent (a circular
shift register), Kramer does not use addresses. The
Exam ner provides no reasons to nodify the arrangenent in

Kramer. Accordingly, the Examiner has failed to establish a

prima facie case of obviousness with respect to i ndependent
claims 1, 10 and 15. The rejection of clains 1-16 and 23-32
over Kraner is reversed.

Kondo



Appeal No. 1998-0147
Appl i cation 08/ 446, 278

Kondo di scl oses a sel f-contai ned recordi ng and pl ayback
devi ce which may be used to create custom zed greeting
cards. Kondo does not disclose connecting the card to a
digital signal source. The Exam ner concludes that it would
have been obvious to nodify Kondo to enable it to have data
transferred froma digital signal source. Even assum ng
arguendo, that this is correct, the Exam ner fails to
address the limtation about storing digital data according
to an address received fromthe digital signal source.

Accordingly, the Examner fails to establish a prima facie

case of obviousness with respect to i ndependent clainms 1, 10
and 15. The rejection of clains 1-16 and 23-32 over Kondo

is reversed.

Clains 17-22

Claim 17 does not recite storing the digital data in
the nmenory card according to an address received fromthe
digital signal source. However, claim17 recites "security
means for performng a selected one of the operations of
inverting at |east a one-bit digital signal of the input

and/ or output section of the nmenory in accordance with a
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sel ected one of a password and a password coi nci dence
detection signal and replacing the digital signal with
anot her bit so as to prevent a user fromreproducing a
correct digital signal."

Kr amer

The Exam ner does not specifically address claim 17.
The cl osest statenent we find to addressing this limtation
is the follow ng (Paper No. 18, p. 4; EA5): "As to clains
13, 14, 18-20, Kraner's system al so has control over the
security conditions/counts of copying of the digital data."
Appel I ants argue that the Exam ner has given no indication
where claim 17's security means can be found in Kraner
(Br14).

Kraner discloses that the controller can be programed
to keep a count of the number of tines that digital data is
reproduced and to prevent further reproductions above a
speci fied maxi num nunber of tines to prevent unlicensed
copying (col. 5, lines 15-22). Wile this m ght be
considered a "security feature,”™ it does not cone close to
nmeeting the functions recited in claim17. Accordingly, the

Exam ner has failed to establish a prima facie case of
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obvi ousness with respect to independent claim17. The
rejection of clainms 17-22 over Kramer is reversed.

Kondo

The Exam ner does not point out where Kondo discl oses
or suggests the security neans limtation of claim1l7. W
find no such teaching or suggestion in Kondo. Accordingly,

the Exam ner has failed to establish a prima facie case of

obvi ousness with respect to independent claim17. The

rejection of clainms 17-22 over Kondo is reversed.

Clains 46-52

Clainms 46-52 do not recite storing the digital data in
the nmenory card according to an address received fromthe
digital signal source as in clains 1, 19, and 15, and do not
recite the security neans of claim 17.

Kr amer

The principal difference between Kranmer and the subject
matter of each of i ndependent clains 46-48 and 50 is that
Kramer discloses the nenory 22 on a card 10 (figure 1)
separate fromthe replay unit (figure 2) having the

digital -to-anal og converter 62, the filter circuits 70 and
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72, and the amplifier (not shown), whereas the independent
clainms recite that the nenory card has a built-in

sem conductor nenory and a built-in playback circuit
including a digital-to-anal og converter, a filter circuit
and an audio anplifier. These "built-in" limtations were
added by the anendnent (Paper No. 21) filed March 27, 1996.
The Exam ner erred in not addressing these new limtations
in the Final Rejection (Paper No. 22), although perhaps this
was because of Appellant's incorrect statenment in the
remarks that "clains 1-32 and 46-49 . . . are sufficiently
broad to enconpass both the [integral nenory] enbodi nent of
Fig. 8 and the [separable nenory] enbodi nrent of Fig. 10"
(Paper No. 21, p. 9). Appellants argue at |length that
Kramer discloses a nenory separate fromthe replay unit
(Br5-10). 1In the Exami ner's Answer, the Exam ner concl udes
for the first tinme that "it would have been obvious to a
person of ordinary skill in the art to build the nenory card
and the playback systemof Kramer in one unit in order to
save space and make it cheaper” (EA4). Appellants respond
that a reference itself nmust suggest nodifications to

properly support a 8 103 rejection and that Kramer is
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directed to a storage nmediumrather than to a replay unit
with built-in nmenmory (RBr2-3).

We agree with the Exami ner that it would have been
obvious to one having ordinary skill in the art to make the
menory card integral with the replay unit in Kramer. It is
not necessary that the references expressly suggest the
nodi fication. Qbviousness is determ ned through the eyes of
one of ordinary skill in the art to which the subject matter
pertains. 35 U S.C. § 103(a). One of ordinary skill in the
art nmust be presuned to know sonet hing about the art apart
fromwhat the references expressly disclose. See

In re Jacoby, 309 F.2d 513, 516, 135 USPQ 317, 319 (CCPA

1962); In re Cetiker, 977 F.2d 1443, 1447-48,

24 USPQRd 1443, 1446-47 (Fed. Cir. 1992) (Nies, C.J.,
concurring). The notivation, suggestion or teaching to
nmodi fy may be found in explicit or inplicit teaching within
the references thensel ves, fromthe ordinary know edge of
those skilled in the art, or, in sone cases the nature of

the problemto be solved. See In re Rouffet, 149 F.3d 1350,

1355, 47 USPRd 1453, 1456 (Fed. Cir. 1998).
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In this case, we find that one of ordinary skill in the
art woul d have known of many exanples in everyday life where
menory could be either integral or renovable. Perhaps the
best exanple is | aptop conputers which have a built-in
menory and can have an optional separable nenory. The
separable nenory, called a PC card or "PCMCIA card,"” is a
credit-card sized, renovable nodule for portable conputers
standardi zed by PCMCI A (Personal Conputer Menory Card
| nternational Association). PC Cards are devices that are
used to attach nodens, network adapters, sound cards, radio
transceivers, solid state disks (i.e., sem conductor nenory)
and hard disks to a portable conputer. Thus, there was
not hi ng new about devices having built-in and separabl e
menmory. One of ordinary skill in the art at the tine of the
i nventi on woul d have had sufficient know edge to appreciate
t he advant ages and di sadvantages of built-in versus
separabl e nenory. Separable nmenory, while requiring its own
housi ng and connector, has the advantages that information
can be stored in the nenory without the need for the
circuitry for playing the information, the nmenory (with or

wi t hout prerecorded information) can be sold w thout having

- 11 -
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to sell the entire replay device (just as with conpact discs
and DvDs), which neans they can be sold nore cheaply, and
the nenory can be noved from machine to machine. On the

ot her hand, one of ordinary skill would have appreciated
that menory could be built-in (integral) if these
characteristics were not needed, as in the case of |aptop
conputer. Thus, although Kramer does not suggest a built-in
menory, it would have been obvious to one of ordinary skill
inthe art to build the menory of Kramer into the replay
device to save space (because a separate housi ng and
connectors are not needed if the menory is built in) and
reduce the overall cost of the assenbly (because a separate
housi ng and connectors are not required, a unitary device
woul d be cheaper to construct).

Kramer discloses that if the replay unit is used with
headphones and batteries, the entire systemcan be portable
(col. 6, lines 6-10). Thus, Kranmer expressly discloses the
use of a battery operating as a power supply, as recited in
claim46-48 and 50. Since an anplifier is used with
headphones in Kranmer (col. 5, lines 64-65), we find that a

portable replay unit in Kraner would have an anplifier, as

- 12 -
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recited in clainms 46-48 and 50, and a headphone jack, as
recited in clains 46 and 49, although these el enments are not
expressly shown in figure 2.

The only difference between Kranmer and the subject
matter of clains 48 and 49 is that claim48 recites a nenory
card with a built-in nmenory. As discussed, supra, we
conclude that this difference woul d have been obvi ous at the
time the invention was made. The Exam ner has established a

prima facie case of obviousness with respect to clains 48

and 49. The rejection of clains 48 and 49 over Kramer is
sust ai ned.

Claim46 additionally recites "a term nal renovably
connected with said server for use in charging said battery
with power fromsaid power supply termnal."” Caim47
recites "a rechargeable battery built therein, and neans for
charging said rechargeable battery froma power supply in
said digital signal source when said nenory card is
connected with the digital signal source.” Caimb50 recites
"a rechargeabl e battery which is charged by a power supply
in said digital signal source when said nenory card is

connected with the digital signal source.” The Exam ner has

- 138 -
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never addressed these rechargeable battery limtations and,

thus, the Exam ner fails to establish a prima facie case of

obvi ousness. Although battery recharging, in general, is
well known, it is the Examner's duty, not ours, to provide
a reference and the notivation to nodify Kaplan to charge
the battery in the nenory card fromthe digital source. The
rejection of clainms 46, 47, and 50-52 is reversed.

Al t hough we have reversed the rejection of claimb50, we
comment that Kranmer reasonably suggests the limtation of
"said digital signal source including neans for witing the
digital signal to said sem conductor nmenory at a clock rate

substantially higher than a read clock rate to said

sem conductor nenory." A simlar limtation is found in
claim2. Kraner discloses (col. 4, lines 1-5) (enphasis
added): "The nenory 22 is preferably organi zed so as to

appear to be a circular shift register of the required size

and is clocked at the sane speed, controlled by the nenory

control clock 36, during recording and replay. ©One 'bit' is

presented to the nmenory at a tine." During replay, "output
wll be at a speed nmuch faster (at |east 100 tinmes) than

that required for actual sound reproduction” (col. 4,

- 14 -
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lines 24-26) because "[t] he decoder can read the data at the
requi red sl ower reproduction rate by taking, e.g. only one
out of every 100 bits of information presented to it at a
time . . . ." This indicates that data is serially cl ocked
into the nenory 100 tines faster than it is reproduced. It
is unlikely that Kramer would say "[w hen recording is
conpl eted, which can take a very short tinme" (col. 4,
lines 6-7) and "the recording of sound data can be rapidly
performed in a shop"” (col. 6, lines 36-37), if it took the
sanme amount of tinme to record a sound as to play it. O
course, the Exam ner could have also found a reference
showi ng hi gh speed duplication of sound and vi deo tapes as
further evidence that it was known to record at a hi gher
speed than the sound reproduction speed.

Kondo

Kondo does not disclose connecting the card to a
digital signal source. The Exam ner baldly concludes that
it would have been obvious to nodify Kondo to enable it to
have data transferred froma digital signal source, but

provi des no evidence by way of reasoning or reference (EA5).
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Appel I ants argue that the Exam ner has failed to show any
suggestion or notivation for such a nodification (Brl17-18).
We agree with Appellants that the Exam ner has failed
to provide evidence of the necessary notivation for the
proposed nodification. This is different than the rejection
over Kraner where the elenents were present and it was only
a matter of providing reasons why a nenory m ght be built-in
i nstead of separable. The Exam ner coul d have conbi ned
Kramer, which shows connection to an external digital data
source but not a replay unit with a built-in nmenory, with
Kondo whi ch shows a built-in nenory but not a connection to
an external digital data source, but did not. Also, the
Exam ner fails to address the rechargeabl e battery
[imtations in clainms 46, 47, and 50, and the identification
code and witing at a clock rate higher than the read rate
as recited in claim50. W conclude that the Exam ner has

failed to establish a prima facie case of obviousness with

respect to independent clains 46-48 and 50. The rejection

of clains 46-52 over Kondo is reversed.

NEW GROUNDS CF REJECTI ON UNDER 37 CFR 1. 196(b)

- 16 -
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Claims 6 and 7 are rejected under 35 U. S.C. § 112,
second paragraph, for failing to particularly point out and
distinctly claimthe subject matter which the Applicants
regards as their invention. There is no antecedent basis
for "the magnetic disk nmenory and the buffer nmenory"
(enphasis added). Wth regard to the limtation of "the
storage area for said nmenory circuit in the nmenory card"
(enphasi s added), we assune that the nenory circuit
i nherently has a storage area so that no express antecedent

basis is required for "storage area."

CONCLUSI ON

The rejection of clains 48 and 49 under 35 U.S.C. § 103
over Kraner is sustained. The rejection of clains 1-32
and 46, 47, and 50-52 under § 103 over Kraner is reversed.

The rejection of clains 1-32 and 46-52 over Kondo is
reversed

A new ground of rejection has been nade as to clains 6
and 7 pursuant to 37 CFR § 1.196(b).

Thi s deci sion contains a new ground of rejection

pursuant to 37 CFR § 1.196(b)(amended effective Dec. 1,

- 17 -
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1997, by final rule notice, 62 Fed. Reg. 53,131, 53, 197
(Qct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,
122 (CQct. 21, 1997)). 37 CFR § 1.196(b) provides that, "A
new ground of rejection shall not be considered final for
pur poses of judicial review"

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI QN, nust

exerci se one of the followng two options with respect to
the new ground of rejection to avoid term nation of
proceedings (8 1.197(c)) as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the
claims so rejected or a show ng of facts relating
to the clains so rejected, or both, and have the
matter reconsi dered by the exam ner, in which
event the application will be remanded to the
exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals
and I nterferences upon the sane record. :
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No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
AFFI RVED- | N- PART
LEE E. BARRETT )
Adm ni strative Pat ent Judge )
)
)
)
) BOARD OF
PATENT
JOSEPH L. DI XON APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

ANl TA PELLMAN GROSS
Adm ni strative Patent Judge
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