The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte WLLIAM STEIN, 111
and
WLLIAM STEIN, |V

Appeal No. 1998-0183
Application No. 08/413, 040

ON BRI EF

Bef ore KRASS, LALL, and BARRY, Adninistrative Patent Judges.

LALL, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe final rejection* of clains 1 to 3, 6 to 10, and 12 to

14. dains 4, 5, 11, and 15 have been cancel ed.

An anendnent after the final rejection was filed as paper
no. 10, which was allowed entry (paper no. 11). However, this
anmendnent nmade no changes to the cl ains.
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The invention is related to a device for protecting data
transmtted by a facsimle machine. The device is a
sel f-contained unit conprising a |lightweight, detachabl e,
portabl e housi ng which can be attached to a free standing
facsimle machine or directly to a tel ephone Iine. Munted
wi thin the housing is a keypad and a vi sual display associ ated
with the keypad for transmtting conmand signals to electronic
circuitry nounted within the housing. The electronic
circuitry allows encryption of the data received by the
facsim | e nmachi ne and storage of the encrypted data for
subsequent retrieval upon conmand of the user of the device.
Whien a retrieval signal is transmtted to the electronic
circuitry, the data are either transmtted in an encrypted
formto a receiving facsimle, where they are decrypted in
accordance with the matching code, or are decrypted by a
simlar device attached to a renote (receiving) facsimle
machi ne. The invention is further illustrated by claim1
bel ow.

1. A device for protecting data transmtted by a
facsimle machi ne, conpri sing:

a |lightwei ght self-contai ned detachabl e, portable
housi ng provided wth nmeans for encrypting
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and decrypting data converted to a binary code;

a nmeans for storing encrypted data for subsequent
retrieval upon demand;

a nmeans for selectively storing the transmtted data

in a decrypted formfor subsequent retrieval upon
demand; and

a means nmounted in said housing for transmtting
program signals to said nmeans for encrypting
and decrypting the data, said neans conprising a
keypad with a plurality of conmand keys and a
vi sual display operationally connected to the keypad.
The Exam ner relies on the follow ng references:

Morgan et al. (Morgan) 4,229, 817 Cct. 21
Goss 4, 956, 863 Sep. 11

Clains 1 to 3, 6 to 10, and 14 stand rejected under
35 U.S.C. 8 103 over Goss and Morgan, whereas clains 12 to
13 stand rejected over CGoss al one.

Rat her than repeat the positions and the argunents of
Appel l ants or the Exam ner, we make reference to the briefs
and the answer for their respective positions.

CPI NI ON
We have considered the rejections advanced by the

Exam ner. W have, |ikew se, reviewed Appellants' argunents
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against the rejection as set forth in the briefs.?

A reply brief was filed as paper no. 14 and was approved
for entry without any further response fromthe Exam ner
(paper no. 15).
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It is our view, after consideration of the record before
us, that the rejection under 35 U.S.C. 8 103 is sustained with
respect to clainms 12 to 14, but not with respect to clains 1
to
3 and 6 to 10. Accordingly, we affirmin-part.

Rej ection under 35 U S.C. § 103

In our analysis, we are guided by the general proposition
that in an appeal involving a rejection under 35 U.S.C. § 103,

an exanm ner is under a burden to nake out a prima facie case

of obviousness. |If that burden is nmet, the burden of going
forward then shifts to the applicant to overcone the prinma

facie case with argunent and/or evidence. QObviousness is then

determ ned on the basis of the evidence as a whol e and the

rel ati ve persuasi veness of the argunents. See In re Cetiker,

977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr. 1992); ln
re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. Gr

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re R nehart, 531 F.2d 1048, 1051, 189

USPQ 143,
147 (CCPA 1976). W are further guided by the precedence of
our reviewing court that the [imtations fromthe disclosure
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are not to be inported into the clains. In re Lundberg, 244

F.2d 543, 548, 113 USPQ 530, 534 (CCPA 1957); ln re Queener

796 F.2d 461, 464, 230 USPQ 438, 440 (Fed. Cir. 1986). W
al so note that the argunents not made separately for any
i ndi vidual claimor clains are considered waived. See 37 CFR

§ 1.192 (a) and (c). In re Baxter Travenol Labs., 952 F.2d

388, 391, 21 USPQd 1281,

1285 (Fed. Cir. 1991) (“It is not the function of this court
to examne the clains in greater detail than argued by an
appel  ant, 1 ooking for nonobvi ous distinctions over the prior

art.”); In re Wechert, 370 F.2d 927, 936, 152 USPQ 247, 254

(CCPA 1967) (“This court has uniformy followed the sound rule

that an issue raised below which is not arqued in this court,

even if it has been properly brought here by reason of appeal
is regarded as abandoned and will not be considered. It is
our function as a court to decide disputed issues, not to
create them?"”)
Anal ysi s
Cains 12 and 13

Bot h these clains have been rejected as bei ng obvi ous
over Goss. W take claim12 first. After matching the
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clai med features against the Goss reference (answer, pages 3

to 4), the Examiner nmakes a prima facie case by asserting that

“Coss discloses the data as ‘digital’ rather than ‘binary’.

The use of binary data, . . . would be an expedi ent obvious to
one of ordinary skill in the art.” Appellants present various
argunents thereagainst (brief, pages 4 to 9). However, Ilike

t he Exam ner (answer, pages 6 to 8), we find that claim 12

does not recite any storage step and the argunents rel ating
to the storage neans or steps are not commensurate with the
scope of the claim W find no specific argunents rebutting

the above prima facie case of obviousness. Therefore, we

sustain the obviousness rejection of claim 12 over Goss.

Wth respect to claim 13, Appellants argue (reply brief,
pages 2 to 3) that “[t]here is no suggestion in Goss that a
[sic] step[s] of decrypting . . . and transmtting the
decrypted data for printing . . . are to be contained in a
portabl e housi ng

" The Exam ner contends (answer, pages 4 and 9),
t hat Goss does teach the concept of placing an
encryption/decryption unit between a facsimle nachine and its

t el ephone Iine and such a unit is of the “connectable” type
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(col. 3, lines 21 to 26). W are not persuaded by Appellants’
inmplication that since Goss calls this arrangenent as being
carried out “ideally” (id.), (and thus inplying a nere
fiction), it is not suggested by Goss. On the contrary, Goss
shows such a configuration in fig. 4. W, therefore, sustain

t he obvi ousness rejection of claim13 over Goss.
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Clains 1 to 3, 6 to 10, and 14

We consider the two independent clains in this group,
nanely clainms 1 and 8. Caim1l contains the limtations of
(1), “a nmeans for storing encrypted data for subsequent
retrieval upon demand,” and (2), “neans for selectively
storing the transmtted data in a decrypted formfor
subsequent retrieval upon demand.” The Exam ner’s assertion
that the conbination of Goss and Mdrgan (answer, pages 4 and
5) neets these two limtations is not supported as Appellants
have argued (brief, pages 9 to 16 and reply brief, pages 3 to
5). The Exam ner has not presented any evi dence whi ch shows
these two |imtations, or given any line of reasoning al ong
those lines. W conclude that the Exam ner has not nmade out a

prima facie case to reject claim1l and its dependent clains 2

to 3, and 6 to 7. Therefore, we do not sustain the
obvi ousness rejection of clainms 1 to 3, and 6 to 7. The ot her
i ndependent claim 8, also contains limtations simlar to
t hose di scussed above. Therefore, for the sane reasons, we do
not sustain the obviousness rejection of claim8 and its
dependent clains 9 to 10.

However, we reach a different conclusion as to claim 14.
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First of all, we note that Appellants have not specifically
argued claim14. The limtations argued above regarding
i ndependent clains 1 and 8 are not contained in claim14 since
it depends on claim 12. The Exam ner asserts (answer, page 5)
that “[r]e clains 1, 8, and 14, Goss does not disclose the use
of
a keypad. Mrgan et al. discloses [sic] . . . a keypad for
transmtting key information to its operating el ectronics,

The use of such a keypad [of Morgan] in Goss in

order to provide this extra security against unauthorized use

woul d be an expedi ent obvious to one of ordinary skill in the
art.” W conclude that the Exam ner has established a prina

facie case to reject claim14. W do not agree with

Appel lants (brief, pages 10 to 14) that there is no notivation
to conbine. We think that Appellants’ viewin this respect is
m spl aced. There does not have to be a specific teaching in
the prior art for the suggested conmbination. It is well
established that while there nmust be sone teaching, reason,
suggestion, or notivation to conbine existing elenents to
produce the clained device, it is not necessary that the cited
references or prior art specifically suggest making the
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conbi nation (see B.F. Goodrich Co. v.

Aircraft Braking Sys. Corp., 72 F.3d 1577, 1582, 37 USPQd

1314,

1318 (Fed. Cir. 1996), and In re Ni|lssen, 851 F.2d 1401, 1403,

7 USPQ2d 1500, 1502 (Fed. G r. 1988)) as the Appellants would
apparently have us believe. Rather, the test for obvi ousness
is what the conbined teachings of the references would have

suggested to one of ordinary skill in the art. See In re

Young, 927 F.2d 588, 591, 18 USPQ@2d 1089, 1091 (Fed. Cr

1991) and In re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881

(CCPA 1981). Mbreover, in evaluating such references, it is
proper to take into account not only the specific teachings of
the references, but also the inferences which one skilled in
the art woul d reasonably be expected to draw therefrom |In re
Preda, 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).

Here, we are of the opinion that an artisan woul d have | ooked
to both Goss and Morgan to design a portable

encrypting/ decrypting device to be used with a facsimle
system Appellants have not successfully rebutted the

Exami ner’s rejection of claim14. Therefore, we sustain the
obvi ousness rejection of claim 14 over Goss and Morgan.
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In summary, we have affirmed the Exam ner’s deci sion

rejecting clains 12 to 14, and reversed rejecting clains 1 to

3, and 6 to 10.

No tinme period for taking any subsequent action in

connection wth this appeal

§ 1.136(a).

PSL: hh

AFFI RVED- | N- PART

ERROL A. KRASS
Adm ni strative Patent Judge

PARSHOTAM S. LALL
Adm ni strative Patent Judge

LANCE LEONARD BARRY
Adm ni strative Patent Judge
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