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THIS OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte GERALD PRI TCHARD

Appeal No. 1998-0340
Application 08/ 449, 682

HEARD: FEBRUARY 10, 2000

Bef ore KRASS, LALL and GROSS, Adm nistrative Patent Judges.

LALL, Adm nistrative Patent Judge.

DECI SI ON ON_APPEAL

This is a decision on appeal under 35 U S.C. § 134
fromthe Examiner's final rejection of clainms 1-6, 8 and 9,
claim 7 having been cancel ed.

The di sclosed invention is directed to an antenna for
a radio or a cell phone. The antenna conprises a flexible

sheet which is preferably constructed of Mylar and is al so
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preferably transparent. A transparent netal oxide coating
covers one side of the sheet. An elongated strip of
el ectrically conductive material is provided al ong one side of
the sheet. The strip is in contact with the netal oxide
coating. The strip is further connected to the radio or
cel l ul ar phone antenna whereupon the device forns an antenna.
Representative claim 1l is reproduced as foll ows:

1. An antenna for a radio conprising:

a flexible plastic sheet,

a netallic oxide coating on said sheet,

an elongated strip extending along at | east one side of
said sheet, said strip being in contact with said nmetal oxide

coating and having a high electrical conductivity, and

means for connecting said strip to the radio.

The Exami ner relies on the follow ng reference:
| naba et al. (Inaba) 4,768, 037 Aug. 30, 1988

Claims 1-3, 5, 6, 8 and 9 stand rejected under
35 U S.C. §8 102 as being anticipated by Inaba, while claim4
stands rejected under 35 U.S.C. § 103 as being obvious over

| naba.
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Rat her than repeat the argunents of Appellant or the
Exam ner, we make reference to the briefs and the answer for
the respective details thereof.
OPI NI ON
We have considered the rejections advanced by the
Exam ner and the supporting arguments. We have, |ikew se,
revi ewed Appellant’s argunments set forth in the briefs.

It is our viewthat clainms 1-3, 5, 6, 8 and 9 are
antici pated by Inaba, while claim4 is not obvious over I|naba.
Accordingly, we affirmin-part.

We now consider the two rejections.

I n our analysis, we are guided by the precedence of our
reviewing court. Clains are to be construed in the |ight of
Appel l ant’s di scl osure and not in a vacuum However, the
l[imtations fromthe disclosure are not to be inported into

the claims. 1n re Lundberg, 244 F.2d 543, 113 USPQ 530 (CCPA

1957); In re Queener, 796 F.2D 461, 230 USPQ 438 (Fed. Cir.

1986). We are also mndful of the requirements of

antici pation under

35 U S.C. 8 102. Anticipation under 35 U.S.C. 8 102 is
established only when a single prior art reference discloses,
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ei t her expressly or under the principles of inherency, each

and every elenent of a clainmed invention. See RCA Corp. V.

Applied Digital Data Sys., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. Cir. 1984). \While applying the test of obviousness,
we keep in mnd the guidelines of our review ng court. The

perti nent general proposition is that in an appeal involving a
rejection under 35 U.S.C. §8 103, an exam ner is under a burden

to make out a prinma facie case of obvi ousness. | f that burden

is met, the burden of going forward then shifts to the

applicant to overcone the prinma facie case with argunent

and/ or evi dence. Obvi ousness is then determ ned on the basis
of the evidence as a whole and the relative persuasiveness of

the argunents. See In re Oetiker, 977 F.2d 1443, 1445, 24

USPQ2d 1443, 1444 (Fed. Cir. 1992); In re Hedges, 783 F.2d

1038, 1039, 228 USPQ 685, 686 (Fed. Cir. 1986); ln re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir.

1984); and In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143,

147 (CCPA 1976).

Rej ecti on of under 35 U.S.C. § 102

Clainms 1-3, 5, 6, 8 and 9 are rejected as being

antici pated by Inaba. W take for our analysis independent
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claim1l which is also representative of this grouping of the
claims. The crux of the issue is whether element 21 in

| naba’s Fig. 3 can be considered a “sheet” as recited in claim
1. See answer, page 4, paragraphs 3 and 4, brief, page 4,
paragraph 2 and reply brief, page 1, |ast paragraph bridging
to page 2. The Exam ner contends that elenent 21 of |naba can
be consi dered a sheet on which is applied the conductive
coating 20 to serve as an antenna, whereas Appell ant argues
that said element 21 is a film not a sheet. To support his
position, Appellant argues [reply brief, pages 1 to 2] that
“[r]lather, it is crystal clear fromthe I naba et al. patent
that it is the glass panes which support the polyester film 21
and conductive film 20 of Inaba et al. A glass sheet,

however, is not ‘flexible and that limtation is clearly and
definitely set forth in the appeal clains.”

We are not persuaded by Appellant’s argunments. W find
no language in claim1l which calls for the sheet as
“supporting the netal oxide filni as Appellant argues. Claim
1 calls for “a nmetal oxide coating on said sheet”. |naba does
show that, see col. 4, lines 1 to 2. Furthernore, we do not

agree with Appellant’s argument regarding the distinction
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between the ternms “sheet” and “film” It is true that |naba

tal ks about its element 21 as a film however, the neaning of
filmin Inaba is not the same as Appellant alleges. The term
“filnm is defined by “The Anmerican Heritage Dictionary”,

second college edition, as “[a] thin, generally flexible

transparent sheet, as of plastic used in wapping or
packagi ng” (enphasis added). Clearly, the term“filni is not
restricted to a coating. This is also borne out by the manner

in which elenent 21 is described in Inaba. For exanple,

| naba, at col. 4, lines 1 to 5, states that “[t] he transparent
conductive film20 is coated on ... film21, and the |am nate
is sandw ched ... between gl ass sheets 12 and 14.” The

term“lam nate” is defined, by the supra dictionary, as “[a]

| am nat ed product, as plywood.” Thus, Inaba inplies that the
| am nate of elements 20 and 21 is a sheet which is sandw ched
bet ween the gl ass sheets and the interlayers 16 and 16'.
Furthernore, since elenment 20 is disclosed to be just a
coating (lnaba, col. 4, line 2), elenent 21 of Inaba has to be
a sheet, and we so conclude. Thus, we sustain the
anticipation rejection of claim11 and, hence, claim 2, 3, 5,

6, 8 and 9 over | naba.
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Rej ection under 35 U.S.C. § 103

Claim4 is rejected as being obvious over I|Inaba. The
Exam ner contends [answer, page 3] that “[i]t woul d have been
an obvious matter of design choice to nmount the antenna to an
interior side of a roof of a vehicle, since applicant has not
di sclosed ... any particular purpose and it appears that the
invention would performequally well with the antenna being
nmounted to a wi ndow of a vehicle as taught by Inaba et al.”
Appel | ant argues [brief, page 5] that “the Patent Exam ner has
engaged in inperm ssible pieceneal reconstruction of
Applicant’s invention.” Appellant further argues [reply
brief, page 2] that “since the entire Inaba et al. patent is
directed to a ‘vehicle wi ndow gl ass antenna usi ng transparent
conducting film, to discard the glass sheets as suggested by
t he Exam ner would be entirely contrary to the teachings of
the I naba et al. patent.”

Here we are persuaded by Appellant’s argunments. The
Exam ner has not presented any evi dence, other than alleging
that it would be “a matter of design choice”, to nmodify | naba
to neet the structure recited in claim4. |t appears to us
that the Examiner is indulging in reconstructing the clained
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structure by using Appellant’s invention as a blue print.
That is not permtted within the nmeani ng of obvi ousness under
35 U.S.C. 8 103. Therefore, we do not sustain the obviousness
rejection of claim4 over I|naba.

I n concl usi on, we have sustained the rejection of clains
1-3, 5, 6, 8 and 9 under 35 U.S.C. § 102, while we have not
sustained the rejection of claim4 under 35 U S.C. § 103.

Accordingly, we affirmin-part.
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No tine period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).
AFFI RVED | N PART

Errol A Krass )
Adm ni strative Patent Judge )

Par shotam S. Lall ) BOARD OF PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES

)
)

Anita Pell man Gross )
Adm ni strative Patent Judge )

PSL/ cam
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