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The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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Reexam nation request filed April 9, 1996.
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This is a decision on appeal fromthe final rejection of
claims 1 through 15 and 19 through 24 in this reexamn nation
proceeding of U S. Patent No. 4,623,823. dCains 16 through 18
have been confirned.

The invention is directed to a fluorescent |anp adapter
assenbly for an incandescent |ighting fixture.

Representati ve i ndependent claim11 is reproduced as
fol | ows:

1. A fluorescent |anp adapter assenbly for an
I ncandescent lighting fixture means, conpri sing:

(a) a holl ow housi ng;

(b) a base nenber associated with and extending from
an end of the housing, and including neans for establishing
el ectrical interconnection with the incandescent |ighting
fixture neans;

(c) a cover nenber associated with and extendi ng
from anot her end of the housing, and including nmeans for
establishing electrical interconnection with the
fl uorescent | anp and retaining nmeans adapted to retain the
fl uorescent | anp within the adapter assenbly; and

(d) an essentially toroidally shaped ball ast neans
| ocated within the housing and between the base nenber

and cover nenber, and electrically associated in series
bet ween the electrical interconnection establishing neans of
t he base and cover nenbers, thereby permtting use of a

fluorescent lanp in place of an incandescent |ight
source.
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The exam ner relies on the follow ng references:

Roger s 2,505, 993 May 2, 1950
Har aden et al. 4, 405, 877 Sep. 20, 1983
(Har aden)
Young 4,414, 489 Nov. 8, 1983
(filed Nov. 4, 1981)
Mol l et et al. 4,426, 602 Jan. 17, 1984
(Mol I et) (filed May 29, 1981)
Wang 4,490, 649 Dec. 25, 1984
(filed Cct. 20, 1982)
Thonson 731, 500 Jun. 8, 1955
(UK)
Ker ekes ((UK) 2,092, 831 Aug. 18, 1982

Cains 1 through 15 and 19 through 24 stand rejected
under 35 U.S.C. § 103. As evidence of obviousness, the
exam ner cites Rogers, Wang and Kerekes with regard to clains
1, 2, 4 through 14, 19, 20 and 22 through 24, adding Mllet to
this conbination with regard to clains 22 and 23 and addi ng
Thonson to the original conbination with regard to clains 3
and 21. Wth regard to claim15, the exam ner cites Rogers,

Wang and Kerekes in view of either one of Young or Haraden.
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Rat her than reiterate the many argunents of appellant and
the examiner, reference is nmade to the briefs and answers for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner, the argunents
i n support of the rejections and the evidence of obvi ousness
relied upon by the exam ner as support for the prior art
rejections. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, appellant’s argunents
set forth in the briefs along with the examner’s rationale in
support of the rejections and argunents in rebuttal set forth
in the answers as well as the evidence submtted by appell ant,
in the formof five declarations as attachnents to the
principal brief, in support of nonobvi ousness.

It is our view that the exam ner has set forth a prina

facie case of obviousness with regard to the instant clained

subject matter and that prima facie case has not been

successfully rebutted either by appellant’s argunents or by

the declarations submtted all eging secondary consi derations
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of nonobvi ousness. W have reconsi dered the instant clained
subject matter as a whole in view of the totality of the

ci rcunstances indicated by the declarations’ allegations of

| ong-felt need, conmercial success, surprising results, etc.
but it is our viewthat the examner’s rejections of the

cl ai nrs was proper.

Initially, we note that appellant has grouped the clains
into two groups for purposes of this appeal (See page 6 of the
principal brief): Goup 1 consists of clains 1, 2, 4 through
15, 19, 20 and 22 through 24, and, with respect to this group,
appel lant directs the argunent to the essentially toroidally
shaped bal |l ast nmeans. Goup 2 consists of clains 3 and 21
and, with respect to this group, appellant directs the
argunment to an essentially toroidally shaped ballast neans
wi th a | ongitudinal gap.

Turning first to the rejection of clains 1, 2, 4 through
15, 19, 20 and 22 through 24, the exam ner contends that
Rogers teaches the clainmed subject matter but for the
specifics of how Rogers’ reactor (ballast) is situated inside

t he hol | ow housi ng and cover, although the exam ner contends
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that there nust be an opening (unshown) | arge enough through
which to place the reactor, and the particular characteristics
of the reactor (i.e., whether it is “essentially toroidally”
shaped). The exam ner al so recogni zed that Rogers was silent
as to the cover nenber having a truncated generally conica
shape.

The exam ner enpl oyed WAng to show t he obvi ousness of
enpl oyi ng the clained cover having a generally conical shape
(clainms 6-9) and the exam ner enpl oyed Kerekes for the
teaching of the “essentially toroidally shaped ball ast neans,”
concluding that it would have been obvious, within the neaning
of 35 U.S.C. 8 103, to have conbined the teachings of the
references in such a manner as to arrive at the clai ned

subject matter. W agree.

The main issue focuses on whether Kerekes does, indeed,
teach an “essentially toroidally shaped ballast neans,” as
claimed. While Kerekes clearly teaches that the inpedance
unit 7 (Kerekes’ ballast) is “preferably annular or cup

shaped,” has “an internal annular bore” and that an inductor
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within the ballast is “a toroidal coil,” appellant contends
that the ballast neans of Kerekes is sinply not the instant
cl ai med bal | ast neans and that Kerekes woul d not have
suggested the clainmed “essentially toroidally shaped ball ast
means” to the skilled artisan.

Initially, appellant cites In re Donaldson, 16 F.3d 1189,

29 USPQ2d 1895 (Fed. G r. 1994) for the proposition that one
nmust | ook to the specification and interpret the claim

| anguage “essentially toroidally shaped ballast neans” in
light of the corresponding structure, and equival ents thereof.
It is appellant’s position that if we do this, the clained
toroi dally shaped ball ast neans clearly distinguishes over the
bal | ast taught by Kerekes since the former has a plurality of
wire coils which are wound spirally along a toroidally shaped
core.

First, we are unconvinced that Kerekes does not teach a
plurality of wire coils wound spirally along a toroidally
shaped core. The vertical lines shown within the ball ast
el ement 7 in Kerekes would appear to indicate that Kerekes

does teach wire coils wound spirally along a toroidally shaped
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core. But, in any event, we do not agree that Donal dson is
applicable in the instant case. The appropriate portion of
that decision involved the application of 35 U S.C. § 112,

si xth paragraph, to “neans plus function” |anguage. W do not
find such “neans plus function” |anguage in the instant
claims. For exanple, instant claim1l calls for “an
essentially toroidally shaped ballast neans” but there is no
particular function recited. Wile the claimfurther recites,
“...thereby permtting use of a fluorescent lanp in place of

an i ncandescent |ight source,” this does not result, in our
view, in such “nmeans plus function” | anguage as to invoke
Donal dson. Rather, the claimrecites a definite structure,
i.e., atoroidally shaped ballast neans, which permts the
substitution of a fluorescent |anp for an i ncandescent | anp.
Merely because a naned el enent of a patent claimis foll owed
by the word “neans”does not automatically nake that el enent a

“means plus function” el enent under the sixth paragraph of 35

USC 8§ 112. Cole v. Kinberly-Cark Corp., 102 F.3d 524,

531, 41 USP2d 1001, 1006 (Fed. Cir. 1996).
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Since we find that the claimlanguage “toroidally shaped
bal | ast means” does not constitute “nmeans plus function”
| anguage, we need not resort to the sixth paragraph of 35
US. C 8§ 112 to determ ne the correspondi ng structure
described in the specification. Accordingly, we find no need
to give the claimed phrase “toroidally shaped bal |l ast neans”
any nore neani ng than the sinple, direct claimlanguage
i mplies.

Kerekes clearly discloses, at elenent 7, “an essentially

toroidally shaped ballast neans,” as clained. Note the

“toroidal coil” recited at colum 3, line 62, the “annul ar
coil” recited at colunmm 5, line 47 and the “toroidal or a
pol ygonal coil” in claim9 of Kerekes.

Appel | ant argues that at |east sone enbodi nents of
Ker ekes’ device include a coiled capacitor. However, there is
nothing in the instant clains which would preclude a coil ed
capacitor. Further, while appellant points to declarations by
Messrs. MIler and Scott which contend that nothing in Kerekes
woul d have suggested to themthat Kerekes used the phrase

“toroidal coil” to nean a spiral wapping of wire coils around
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the outside of a toroidal core, as explained supra, the
instant clainms do not require such Iimtations but for claim
3, which requires spiral, wound tape | am nations and a
plurality of windings toroidally applied to the core but
appel | ant does not argue the spiral,

wound tape “lam nations” limtation, while Kerekes apparently
does teach a plurality of wndings toroidally applied to the
core (note el enent 7).

Appel  ant further cites the MIler and Scott decl arations
for the proposition that the Kerekes toroidal coils should be
construed to nean “air-core” toroidal coils which do not have
an iron core or ring-shaped coils which do have an iron core.
However, we find no reason to so narrowWy construe the
toroidal coil of Kerekes based on Kerekes’ recitation of a
broader “toroidal coil.” Mreover, we note that the instant
clainms do not preclude “air-core” toroidal coils in view of
our finding that the sixth paragraph of 35 U S.C. § 112,
construing the clainmed limtations as covering only the

correspondi ng disclosed structure and its equivalents,? i s not

2 In any event, it is our view, after consideration of
all the evidence before us, that the toroidal core of Kerekes

10
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I nvoked here since the clains are not in “neans-plus-function”
format.

Appel | ant nmakes reference to a U. S. Patent by Kerekes and
concludes fromreference thereto that the applied Kerekes
reference was really describing an “air-core” toroidal coil
The rel evance of the U S. Patent to Kerekes to the Kerekes
reference applied against the clains is dubious since the
appl i ed Kerekes appears to offer a full disclosure in itself
and there is no indication that the two references do not, in
fact, describe two very different, albeit sonewhat related,
devi ces.

We woul d al so note, as an aside, that, contrary to
al l egations by appellant’s representative, at the hearing of
Sept enber 16, 1998, that the U S. Patent to Kerekes does not
constitute “prior art” against the instant clains, U S. Patent
No. 4,546,290 to Kerekes certainly does constitute “prior

art,” within the neaning of 35 U S.C. § 102, since its

is certainly an “equivalent” of the disclosed structure, the
di scl osed structure described in colum 6 of the patent under
reexam nation. Cearly, the ballast 7 of Kerekes provides for
an annul ar region, the space therein providing the

| ongi tudi nal gap, a cylindrical core and a nunber of w ndings
applied to the core.

11
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effective filing date of April 27, 1982 (the filing date of
the parent U S. patent application of which it is a
continuation) is prior to the effective filing date (Septenber
20 1983) of the instant application. Mreover, while we do
not enter a new ground of rejection because, in our view, the
U S Patent to Kerekes is nerely cunulative to that taught by
the applied Kerekes reference, the U S. Patent to Kerekes
woul d al so appear to be applicable to the instant clains
since, as noted supra, the clains do not preclude “air-core”
toroidal coils.

For all of appellant’s protestations and argunents
regardi ng what is disclosed, definitions of “toroidal coil,”
statenents regarding air-cores and iron cores, etc., the
sinple fact is that the clains, e.g. claiml, call for,
sinply, a ballast (which is just what Kerekes’ inpedance
elenment 7 is) which is “essentially toroidally shaped.” There
can be no question that elenent 7 in Kerekes is “essentially
toroidally shaped.”

Appel | ant makes the argunent that because the instant

device is nore expensive to manufacture and, yet, still sells

12
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regardl ess of its higher cost because of its longer life and
efficiency, this is evidence of nonobvi ousness. This argunent
whi ch can be classified as commercial success in spite of

hi gher cost is alleged to be evidenced by the MIler and Scott
decl arati ons.

M. MIller states that since “a trend in the industry was
to build cheaper adapters, not nore expensive ones such as the
Engel adapter” he and others of ordinary skill would have been
led “to experinent wth different inexpensive toroidal coi
configurations, not the expensive ballast in the Enge
adapter” [MIler, paragraph 22]. M. Scott states that
“[ bl ecause the adapter |asts longer and is nore efficient, the
belief was that customers would be willing to pay nore for
these features” [Scott, paragraph 9]; that, in fact, “l have
found that...custoners are willing to pay a higher anmount for
t he Engel adapter’s uni que advant ages” [ Scott-paragraph 11]
and that he, too, would have been | ed by Kerekes to
“experinment with different inexpensive toroidal coi

configurations” [Scott-paragraph 16].

13
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We are unpersuaded by the Scott and M I | er declarations
inthis regard. To the extent that they purport to provide
evi dence of commercial success of the instant invention, there
is no evidence of record that any such success is due to the
instant invention, as clainmed. A nexus is required between
the nmerits of the clained invention and the evidence offered,
if that evidence is to be given substantial weight en route to

a concl usi on on the obviousness issue. Stratoflex, Inc. v.

Aeroquip Corp., 713 F.2d 1530, 1539, 218 USPQ 871, 879 (Fed.

Cr. 1983). The term“nexus” is often used to designate a

| egally and factually sufficient connection between the proven
success and the clainmed invention, such that the objective

evi dence shoul d be considered in the determ nation of

obvi ousness. Demaco Corp. v. F. Von Langsdorff Licensing

Ltd., 851 F.2d 1387, 1392, 7 USPQ2d 1222, 1226 (Fed. Cr.),

cert. denied, 488 U. S. 956 (1988). O course, the burden is

on appellant to establish a prima facie case of nexus. Ex

parte Remark, 15 USPQ2d 1498, 1504 (Bd. Pat. App. & Int.

1990) .

14
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We find no evidence provided by the declarations of any
commerci al success since there is no information provided as
to sales dollar anobunts, the nunber of sales, or a conparison
of the sales of the device covered by the instant patent with
conpetitive devices. Furthernore, there is no evidence that
any such commercial success is due to the invention, as
claimed. Exactly what limtations in the clains are all eged
to be the cause of the commercial success? If it is the
specific structure of the toroidal coil, the clains only
require an “essentially toroidally shaped ballast means” which
is clearly shown by Kerekes, as broadly clainmed. Therefore,
giving all due weight to the declarations of comrercia
success as well as other secondary indicia, such as |long-felt
but unsol ved need, the objective evidence of nonobvi ousness
does not render the clainmed i nvention unobvious or patentable
when all of the evidence before us is taken into account.

Wi |l e declarants contend that they woul d not have been
led to experinent with nore expensive toroidal coi
configurations when the trend was toward cheaper

configurations, this is irrelevant to the instant clained

15
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i nvention since the cost of the instant configuration forns no
part of the instant clains.

At page 14 of the principal brief, appellant argues
that the Wang reference does not describe a toroidally shaped
bal | ast of any sort and that WAng “does not teach or suggest
the use of replaceable fluorescent | anps which can be
separately obtained and then conbined with the conpact adapter
described in the ‘823 patent.” However, Wang is not enpl oyed
by the exam ner for a teaching of a toroidally shaped ball ast.
The exam ner cited Kerekes for such a teaching. Wth regard
to a suggestion of replaceable fluorescent |anps separately
conbined with the adapter, appellant has failed to point to
any specific claimlimtation to which this argunent rel ates.

Appel I ant al so argues that the conbinati on of Rogers,
Kerekes and Wang is inproper and cites the Scott and M| er
decl arations for the statenments [M || er-paragraph 26; Scott-
par agraph 20] that the conbination of these references would
not have taught the declarants to spirally wap wire coils
along a toroidal core to create a conpact fluorescent |anp

adapter. Again, appellant does not identify the specific

16
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claimto which he refers. Independent claim11, for exanple,
does not require spirally wapped coils along a toroidal core.
Mor eover, however technically conpetent these declarants nay
be, and we don’t doubt their inpressive credentials for a

m nut e, concl usi ons of obviousness, within the neani ng of 35
U S.C. 8§ 103, are legal conclusions. Declarations, such as the
ones of record in the instant record, are nmeant to present
facts. They are not neant, nor are they persuasive, to
present | egal conclusions. Nor is there any indication that
decl arants are, indeed, qualified to make such determ nati ons.
W reach our concl usion of obviousness froma consideration of

all the evidence before us, including, inter alia, the facts

set forth by the declarants.

Citing the MIller [paragraph 8], Scott [paragraph 5] and
Cal | eo [ paragraph 10] decl arations, appellant contends that
the use of an essentially toroidally shaped ballast neans was
contrary to conventional wisdomin the fluorescent |anp
adapter industry. However, while giving the evidence provided
by the declarations due consideration, when the evidence of

record, as a whole, is taken into consideration, as we nust do

17
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i n reaching a concl usi on of obvi ousness/ nonobvi ousness, we do
not find that the use of an essentially toroidally shaped
bal | ast nmeans was contrary to conventional w sdom when Kerekes
clearly teaches such a toroidally shaped ballast neans, as
broadly set forth in the clains.

At pages 15 through 18 of the principal brief, appellant
descri bes differences between the toroidally shaped ball ast
nmeans, as intended by appellant, and the prior art by
depi cting how the magnetic flux configuration differs between
the two. However, again, it is not clear exactly what
specific claimlimtations are relied upon to distinguish the
magneti c flux configuration of the instant invention fromthat
of the prior art. Further, it is not clear where this
magnetic flux configuration is disclosed in the instant
speci fication.

Wth regard to claim 15, appellant argues that the
recitation of the base nenber of the adapter capabl e of
rotation relative to the adapter’s housing distingui shes over
the prior art. The examner cites either one of Young or

Har aden for such a teaching.

18
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We do agree with appellant that the application of Young
appears to be in error. W are not persuaded by appellant’s
argunent that Young requires renoval of the ballast housing
fromthe base so that it is no longer in electrical or
mechani cal contact because claim 15 does not require
conti nuous el ectrical or nechanical contact. However, once
the bul b, the ballast nodule 28 and the base 33 are connect ed,
we do not consider the base nenber 33 to be “capabl e of
rotation” relative to the housing. It appears that as the
base nenber is screwed into the incandescent-type socket, the
base housing 28 turns with the base nenber. Therefore, there
is no “relative rotation” between the
two el ements. Accordingly, we will not sustain the rejection
of claim 15 under 35 U . S.C. § 103 based, in part, on Young.

However, the alternative reference applied by the
exam ner in this regard is Haraden and we will sustain this
rejection.

As indicated in colum 2, |lines 26-28 of Haraden, there
Is a clear relative rotation between the base 34 and | ower

part 36 which is contiguous with body 14 wherein the ball ast

19
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Is located. Appellant argues that Haraden is nonanal ogous
art. W disagree. Haraden is clearly within the sane field
of endeavor, i.e., fluorescent |anp adapters permtting
fluorescent lanps to be used in incandescent |anp sockets, as
appel lant’ s device. Wile appellant argues that Haraden is
not a “conpact” device, we do not find this to be a

requi renment of clains 1 and 15 nor do we find such a relative
termas “conpact” as inparting any distinction between the

I nstant device and what is shown in Haraden.

Wth regard to the rejection of clains 22 and 23, these
clainms add the limtation of the starter housing extendi ng
into the interior of the cylindrical area defined by the
bal | ast means. The exam ner cites Mdllet to show a starter 13
situated in a sleeve-shaped wall portion and conbines this
with the other references in a manner which clearly suggests
that artisans woul d have placed a starter in a walled portion
whi ch woul d then have been inserted into the |ongitudinal gap
of the toroidal coil in Kerekes. Appellant’s response
[principal brief-page 21] is to contend that Ml let does not

show the use of a lanp starter |located in the center of a

20
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toroi dally shaped ballast neans. This is true but the
rejection is based on a conbi nati on of references, not Ml et
alone. Simlarly, the argunent that Kerekes does not show a
starter in the central cavity is not persuasive since the
rejection is based on a conbi nati on of references.

Accordi ngly, appellant’s argunments with regard to clains 22
and 23 are not persuasive.

Wth regard to clains 3 and 21, appellant contends that
Thonmson does not teach or suggest the clainmed “longitudi na
gap.” More specifically, Thonson is directed to transfornmers,
not lighting adapters. W agree with appellant with regard to
Thonson, but we will still sustain the rejection because the
| ongitudinal gap is clearly taught in Kerekes by the gap, or
i nternal annul ar bore of inpedance unit 7, through the center
of the toroidal coil, the Thonson reference bei ng unnecessary
to the rejection.

Wil e we have carefully considered each and every one of
the submitted decl arations of Messrs. Calleo, MIler, Scott,
Engel and King, we find the evidence provided therein to be

unper suasi ve of nonobvi ousness since the statenments provided
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therein relative to long-felt but unsol ved need, failed
attenpts by others, initial skepticismfollowed by praise and
commerci al success are not connected in any way to specific
claimlimtations. Therefore, we find it difficult to draw a
nexus between the claimlimtations relied upon and the
secondary indicia of nonobvi ousness proffered by appell ant.

At pages 30-31 of the principal brief, appellant argues
that there is evidence of nonobvi ousness in the acqui escence
of conpetitors in the validity of the Engel patent. However,
we find no objective evidence that would |lead to this
conclusion. For exanple, appellant cites a few |l awsuits and
conflicts in which the patent under reexam nation was the
subj ect and states that Kerekes was di scovered in one such
| awsuit but concludes that since, in each of those conflicts,
appel l ant succeeded in licensing the adversary where the
adversary desired to conti nue manufacturing the infringing
devi ce, conpetitors have deened the patent valid. W are
unper suaded of the probative value of the |icensing
agreenents. Wiile no details of the settlenents are given, it

may very well be, for exanple, that the conpetitors decided,
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for business and/or financial reasons, not to pursue the

| awsuit and/or that it would be in their financial interest to
merely license rather to fight. The decision not to pursue a
| awsuit may be dictated by many factors other than an

acqui escence in the validity of the |licensed patent.

Appel | ant has not provided us with enough facts on which we
can make a determination in this regard. |In any event, we
cannot conceive of any rel evance of a conpetitor's decision to
license to the | egal determ nation of obviousness.

CONCLUSI ON

We have sustained the rejection of clains 1 through 15
and 19 through 24 under 35 U. S.C. § 103. Wile we have
reversed the rejection of claim15 based on Rogers, Wng,

Ker ekes and Young, we have sustained the alternative rejection
of claim 15 based on Rogers, Wang, Kerekes and Haraden.

Accordingly, the exami ner’s decision is affirmed.
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No tinme period for taking any subsequent action
in connection with this appeal nay be extended under

37 CFR § 1.136(a).

AFFI RMED

Kenneth W Hairston )
Adm ni strative Patent Judge )
)
)
)
Errol A Krass ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
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Jerry Smith )
Adm ni strative Patent Judge )
tdc
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