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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U S.C. §8 134 from
the examiner’s final rejection of clainms 9, 12, and 13, which

are all of the clainms pending in this application.

BACKGROUND

Appel lant's invention relates to a storage capacitor
power supply. An understanding of the invention can be
derived froma reading of exenplary claim9, which is

reproduced as foll ows:
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9. A storage capacitor power supply adapted to store
electricity in a capacitor block consisting of a plurality of
capacitors connected in series, in parallel or in any
conbi nation of series and parallel and to supply electric
power to a | oad, said power supply conprising a residua
el ectricity-detecting circuit which takes the voltage
devel oped across the power supply and, applies the voltage to
a series conbination of a voltage regulator circuit and a
detector device for detecting a current corresponding to the
residual electric power.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Mei nhol d 4,303, 877 Dec. 1, 1981
Bar t hel 4,364, 396 Dec. 21, 1982
Metroka et al. 5,121, 288 Jun. 9, 1992

Claim9 stands rejected under 35 U.S.C. § 103(a) as being
unpat ent abl e over Metroka in view of Bart hel

Clainms 12 and 13 stand rejected under 35 U.S.C. § 103(a)
as being unpatentable over Metroka in view of Barthel and
Mei nhol d.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and appel |l ant regardi ng the above-noted

rejections, we nake reference to the final rejection (paper
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No. 6, mailed Septenber 25, 1996), exam ner's answer (Paper
No. 9, mailed April 23, 1997), supplenental exam ner's answer
(Paper No. 14, muailed March 28, 2000, and second suppl enent al
exam ner's answer (Paper No. 16, mail ed Decenber 8, 2000) for
the exam ner's conplete reasoning in support of the
rejections, and to appellant's brief (Paper No. 8, filed
February 21, 1997) and reply brief (Paper No. 10, filed June

25, 1997) for appellant's argunents thereagainst.

OPI NI ON

In reaching our decision in this appeal, we have
carefully considered the subject matter on appeal, the
rej ecti ons advanced by the exam ner, and the evidence of
obvi ousness relied upon by the exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, appellant's argunents
set forth in the briefs along with the examner's rationale in
support of the rejections and argunents in rebuttal set forth
in the exam ner's answers.

At the outset, we note that the final rejection, in

addition to including a rejection of clains 9, 12, and 13
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under 35 U. S.C. 8§ 103(a), also included a rejection of clains
9, 12, and 13 under 35 U S.C. § 112, second paragraph. The
rej ection, however, only rmade specific reference to

I ndependent claim9, and was silent as to the reasons for
rejecting independent clains 12 and 13. In the brief (page
18), appellant "agreed" to nake an anendnent to claim9 "upon
return of the file to the Exam ner"” to overcone the rejection
under 35 U.S.C. 8§ 112, second paragraph, and listed the

speci fic wording of the proposed anendnent. In the exam ner's
answer, the exam ner maintai ned each of the rejections set
forth in the final rejection and added a new ground of
rejection (pages 3 and 4) of clains 12 and 13 under 35 U S. C.
8§ 112, second paragraph, in which the reasons for rejecting
clains 12 and 13 under 35 U. S.C. 8§ 112, second paragraph were
provided. In the reply brief (pages 1 and 2) appell ant
"agreed" to make an anendnent in response to the new ground of
rejection set forth in the examner's answer, and provi ded the
specific | anguage of the proposed anendnent to clainms 12 and
13. The suppl enental exam ner's answer only included the
rejection of the clains under 35 U . S.C. § 103(a), and did not

refer to either the proposed amendnent included with the reply
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brief, or the proposed anendnent found in the brief. 1In a
second suppl enental exam ner's answer the exam ner again
repeated the rejection of clains 9, 12, and 13 under 35 U S. C
8§ 103(a) and stated (page 4) that "[i]n order to clarify the
record, the Exam ner hereby states that the anmendnent to
clains 12 and 13 in Appellant's Reply Brief (Paper No. 10) has
overcone the new ground of rejection raised in the Exam ner's
Answer (Paper No. 9). Therefore, the examner is officially
wi t hdrawi ng the 35 U. S. C

8§ 112, second paragraph rejection.” Although the exam ner has
not specifically referred to the rejection of claim9 under 35
U S C 8§ 112, second paragraph, as the exam ner has not
repeated this rejection, we consider the rejection of claim?9
under 35 U.S.C. 8§ 112, second paragraph, to al so be w thdrawn.
However, we note that the proposed amendnents to clains 9, 12,
and 13 have not been followed up with actual anendnents to the
claims. It appears that the exam ner has w thdrawn the
rejection of clains 9, 12, and 13 under 35 U S. C. § 112,
second par agraph based upon anmendnents that have not in fact

been made.
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Accordingly, we institute the follow ng rejection under
37 CFR 1.196(b) of clains 9, 12, and 13 under 35 U. S.C. § 112,
second par agr aph:

Clains 9, 12, and 13 stand rejected under 35 U S.C. §
112, second paragraph, for the reasons advanced by the
examner in the final rejection (page 2), and the new ground
of rejection found in the exam ner's answer (page 4). W note
t hat appell ant has not argued the propriety of the rejection,
and that the exam ner and appellant are in agreenent that
appel l ant's proposed changes will overcone the rejection.
Nevert hel ess, the rejection should be nmaintained until such
time as the actual anendnents have been made to the clains.

The final rejection additionally included a rejection of
claim9 under the doctrine of obviousness-type double
pat enti ng.
Appel  ant additionally proposed (brief, page 18) w thdraw ng
claim9 of copending application 08/ 041,543 "should the claim
in this application be allowed” in order to overcone the
obvi ousness-type doubl e patenting rejection. The exam ner

st at ed
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in the final rejection (page 7) that "[c]oncerning the
wi thdrawal of claim9 in the copending application, the
provi si onal double patenting rejection will be overcone after
the claimis canceled fromthe copendi ng application. Since
the claimcurrently remains [sic, in] the copending
appl i cation, the provisional double patenting rejection
remains.” This rejection was maintained in the exanmner's
answer, but was not repeated in either the first or second
suppl enental exam ner's answers. There is nothing in the
record to indicate that this rejection has been w t hdrawn.
However, since this rejection has not been repeated, we
consider the rejection to have been w thdrawn by the exam ner.

We turn next to the rejection of clains 9, 12, and 13
under 35 U.S.C. § 103(a). W note that the second
suppl enental answer refers to the final rejection for a
statenment of the rejection, and refers to the suppl enenta
exam ner's answer for response to the argunents found in the
brief.

We begin with the rejection of claim9 based upon the

teachi ngs of Metroka and Barthel.
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In rejecting clains under 35 U S.C. 8§ 103, it is
I ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doi ng, the exam ner is expected to nake the factua

deternmi nations set forth in G ahamv. John Deere Co., 383 U.S.

1, 17, 148 USPQ 459, 467

(1966), and to provide a reason why one having ordi nary skil
in the pertinent art would have been led to nodify the prior
art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally available to one having ordinary skill in

the art. Uniroval. Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 uUSP@2d 1434, 1438 (Fed. Cir. 1988); Ashland Q. Inc.

v. Delta Resins & Refractories, Inc., 776 F.2d 281, 293, 227

USPQ 657, 664 (Fed. Gir. 1985): ACS Hosp. Sys.. Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prina facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,
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24 USPQ2d 1443, 1444 (Fed. Cir. 1992). If that burden is net,
the burden then shifts to the applicant to overcone the prina
facie case with argunent and/or evidence. bviousness is then

determ ned on the basis of the evidence as a whole. See id.;

In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed.

Cir. 1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785,

788 (Fed. Cir. 1984); and In re R nehart, 531 F.2d 1048, 1052,

189 USPQ 143, 147 (CCPA 1976).

The exam ner's position (final rejection, page 3) is that
Met r oka does not disclose the detecting of residual voltage of
the capacitor block. To overcone this deficiency of Metroka,
the exam ner turns to Barthel for a teaching of a circuit for
nmeasuring the output voltage of an output capacitor. In the
exam ner's opinion, it would have been obvious to "conbine the
references in order to take advantage of the additiona
function of determ ning residual capacity of a capacitive
power supply as taught by Barthel in order to warn an operator
of an inadequate power |evel."

Appel | ant asserts (brief, page 6) that Metroka and
Barthel, either singly or in conbination, do not teach or

suggest a voltage regulator circuit. The exam ner responds
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(suppl enental answer, page 3) by asserting that Metroka shows
a voltage regulator circuit incol. 9, lines 38-50. W find
in the disclosure of Metroka (col. 9, lines 43-47) that

"[s]wi tching power supplies are well known per se in the art
and function to generate a constant voltage output responsive
to application of a wide range of voltages across an i nput
thereof ." Fromthis teaching of Metroka, we find that Metroka
di scl oses a voltage regulator circuit, as advanced by the

exam ner.

Appel I ant responds to the examner's finding of a voltage
regulator circuit in Metroka (reply brief, page 3) by
asserting that even if Metroka teaches or suggests a voltage
regulator circuit, that Barthel and Metroka do not teach or
suggest a series conbination of a voltage regulator and a
detector device. W find that the exam ner has not addressed
the limtation of a series conbination of a voltage regul at or
circuit and a detector device for detecting a current
corresponding to residual electrical power. W agree with
appel lant (reply brief, page 3) that in Metroka, sw tching
power supply 400 is in parallel with five volt detector 406.

In the rejection, (final rejection, page 3) the exam ner
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states that the five volt detector 406 is connected to the

swi tching power supply 400, but does not address whet her they
are in series or parallel with each other. The portion of
Metroka referred to by the exam ner (figure 9 and col. 9, line
60 et seq.) provides no disclosure or suggestion of connecting
the switching power supply 400 in series with the five volt
detector 406. |In addition, appellant's argunent that this
feature is mssing from Metroka and Barthel has not been

addr essed by the exam ner.

In addition, we note that as asserted by appel |l ant
(brief, page 5), Barthel discloses output capacitors 10 and 24
whi ch are grounded to provide a stinulation pulse to the
atriumor ventricle of stimulable heart tissue. The out put
capacitors 10 and 24 each have a val ue of approximately 10
m cr of ar ads.

We find that Barthel does disclose detecting the residua
vol tage after the output capacitors have been di scharged.
However, the residual voltage is detected as part of the
process of determ ning the energy of the stinulation pulse, in
whi ch the voltage across the output capacitor is neasured

directly before and imredi ately after the stinmulation pul se



Appeal No. 1998-0456 Page 12
Application No. 08/454, 706

(col. 5, lines 53-57 and col. 6, lines 37-39). Metroka, in
contrast, is directed to a power supply for a radi otel ephone.
The storage capacitor power supply for the radiotel ephone of
Met r oka has an equi val ent capacitance of eight 6000 farad
capacitors (col. 8, lines 12-16). Because the residua

vol tage of the output capacitors 10 and 24 of Barthel are used
in determ ning the anount of energy of the stinulation pulse
to a patient’s heart atriumor ventricle, we find no
suggestion to have conbi ned the teachings of Metroka and

Bart hel, except froma reading of appellant's disclosure. As
stated by our reviewing court, "[i]t is inperm ssible to use
the clained invention as an instruction manual or 'tenpl ate'
to piece together the teachings of the prior art so that the

claimed invention is rendered obvious." In re Fritch, 972

F.2d 1260, 1266, 23 USPQ2d 1780, 1784 (Fed. Cir. 1992)(citing

In re Gorman, 933 F.2d 982, 987, 18 USPQ2d 1885, 1888 (Fed.

Cr. 1991)).
Fromall of the above, we find that the exam ner has

failed to establish a prim facie case of obviousness of claim

9. Accordingly, the rejection of claim9 under 35 U S.C. §

103(a) is reversed.
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We turn next to the rejection of clains 12 and 13 under
35 U.S.C § 103(a) based upon the teachings of Metroka,
Barthel, and Meinhold. This rejection is also reversed
because Mei nhol d does not make up for the deficiencies of the
basi ¢ conbi nati on of Metroka and Barthel with respect to the

clai med residual electricity-detecting circuit.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 9, 12, and 13 under 35 U. S.C. § 103(a) is reversed.

Thi s deci sion contains a new ground of rejection of
clains 9, 12, and 13 under 35 U.S.C. 8§ 112, second paragraph,
pursuant to 37 CFR § 1.196(b)(anmended effective Dec. 1, 1997,
by final rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10,
1997), 1203 Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct.
21, 1997)).
37 CFR 8§ 1.196(b) provides that, “A new ground of rejection
shall not be considered final for purposes of judicial
review’

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se
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one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the nmatter
reconsi dered by the exam ner, in which event the
application will be renmanded to the exam ner.

(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .

REVERSED

M CHAEL R. FLEM NG
Adm ni strative Patent Judge )
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