TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 45

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte POL SCARPE SPORTIVE S. R L.

Appeal No. 98-0478
Control No. 90/004, 111*

HEARD: APRIL 8, 1998

Bef ore McCANDLI SH, Seni or Admi nistrative Patent Judge, STAAB
and McQUADE, Administrative Patent Judges.

McQUADE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

Thi s appeal was taken fromthe final rejection of clains

1 through 14. |Inasnuch as the appellant has since cancel ed

! Request, filed January 16, 1996, for the reexam nation
of U S. Patent No. 5,044,096, issued Septenber 3, 1991, based
on Application 07/448,393, filed Decenber 11, 1989.
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clainms 8 through 14, the appeal now involves clains 1 through
7, the only clains presently pending in this reexam nation

pr oceedi ng.

The invention relates to a footwear sole structure which
allows transpiration despite being waterproof. Caim1lis
illustrative and reads as foll ows:

1. Sol e structure for footwear, conprising an outsole
whi ch conprises at | east one |ower part and at | east one upper
part which are nmutually united to formsaid outsole, said
| ower part defining an area at which a plurality of holes is
provi ded which transverse said | ower part, said upper part
defining a zone at which through hol es are provi ded which
traverse said upper part, said outsole further conprising at
| east [on] one m croporous waterproof menbrane neans
sandwi ched between said nutually united upper and | ower parts,
wherein said |ower part defines a |ower part perinmetric region
enconpassi ng said area and said upper part defines an upper
part perinetric region enconpassing said zone, said | ower part
perinmetric region being a |l ower part coupling region and said
upper part perinmetric region being an upper part coupling
region, said | ower part and said upper part being nmutually
united at said upper part coupling region and said | ower part
coupling region in a manner to create a fluid-tight seal at
sai d coupling regions, said nenbrane neans bei ng arranged
bet ween sai d upper part and said | ower part inside said
coupl i ng regi ons thereof.

The itemrelied upon by the exam ner as evi dence of
antici pati on and obvi ousness is:

Chashi 4,507, 880 Apr. 2, 1985
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The itens relied upon by the appellant as evi dence of
patentability are:
The “AFFIDAVIT OF KEI TH JOHN PARKER' filed pursuant

to 37 CFR 8 1.132 on Cctober 18, 1996 (appended to
Paper No. 13)

The “AFFIDAVIT OF EGON F. CLAUER’ filed pursuant to

37 CFR § 1.132 on August 12, 1997 (appended to Paper

No. 29)2

The clains on appeal stand rejected as foll ows:

a) clains 6 and 7 under 35 U . S.C. § 112, second
par agraph, as failing to particularly point out and distinctly
claimthe subject matter the appellant regards as the
i nvention;?

b) clainms 1, 2 and 4 through 7 under 35 U S.C. § 102(b)

as being anticipated by Ohashi; and

c) claim3 under 35 U S.C. 8 102(b) as being anticipated

2 These “affidavits” are actually declarations.

® In a reexam nation proceeding, only new or anended
clainms are exam ned for conpliance wwth 35 U . S.C. § 112. See
In re Etter, 756 F.2d 852, 856-857, 225 USPQ 1, 4 (Fed. CGr.),
cert. denied, 474 U S. 828 (1985); 37 CFR § 1.552; and MPEP 8§
2258. Cainms 6 and 7 are new cl ai ns.
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by, or in the alternative under 35 U.S.C. § 103 as being
unpat ent abl e over, Chashi.

Ref erence is nade to the appellant’s brief (Paper No. 33)
and to the exam ner’s answer (Paper No. 35) for the respective
positions of the appellant and the examner with regard to the
nerits of these rejections.

As a prelimnary matter, it is noted that the appellant
requests review of the patentability of clains 6 and 7 as
proposed to be anended in the paper filed subsequent to fina
rejection on August 12, 1997 (Paper No. 29) in the event that
the exam ner enters the amendnents and rejects these clains
(see pages 36 and 37 in the brief). The record indicates that
the exam ner refused entry of these anendnents when they were
filed (see Paper No. 30) and has maintained this refusal to
the present time. Thus, the appellant’s request is noot.

Turning nowto the 35 U S.C. § 112, second paragraph,
rejection of clainms 6 and 7, the exam ner contends that “[i]n
clains 6 and 7 the phrase ‘are nade of material which

conprises at |least one of...’ is confusing, vague, and
indefinite” (answer, page 3). It is not apparent, however,
nor has the exam ner cogently expl ained, why this phrase is

-4-



Appeal No. 98-0478
Control No. 90/004, 111

confusi ng, vague and indefinite. Accordingly, we shall not
sustain the standing 35 U S.C. §8 112, second paragraph,
rejection of clains 6 and 7.

As for the standing prior art rejections, Chash
di scl oses a sports boot, for exanple an ice skating boot,
which is both water-proof and air perneable. As described by
Chashi ,

[t]he boot 1 is conprised of an air perneabl e boot-
shaped substrate 2 and is made of a soft and pliable
material, an outer sheath 3 made of a synthetic
material form ng an outer cover of the substrate 2,
air perneable nenbers 4 provided at the sole part of
the outer sheath 3 and having a multiplicity of
ventilation through-holes 18, porous internediate

|l ayers 5 (FIG 4) provided between said substrate 2
and the outer sheath 3 at least in portions or areas
coextensive as the through-holes 18 of the air

per meabl e nmenbers, 4 and a skate blade 6 nmounted to
the outsole of the sheath 3. The nunmeral 7 in the
drawi ng denotes netal hooks for engaging a

boot string (not shown).

The substrate 2 takes the formof a boot or shoe
as shown in FIG 3 and may be nmade of soft and
pliable material such as natural |eather or
synthetic |eather. Fiberous [sic, fibrous]
materials may al so be enployed if desired. The
substrate 2 is preferably endowed with air
perneability. Wen an air inperneable material is
enpl oyed as substrate material, it is necessary to
provide a nmultiplicity of small openings 9 as shown
in FIGS. 4 and 5 for permtting circulation of air.
These openings 9 are preferably bored in a
predeterm ned area of a sole part 8  The entire
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substrate 2 does not have to be nade of one and the
same material. Thus the sole part 8 can be nmade of
harder material than a side portion 10 dependi ng on
t he purposes and functions of the shoe.

The outer sheath 3 nade of synthetic material is
formed in situ around the outer side of the
substrate 2, and the air perneable nenber 4 is
fitted into an opening in the sole part 11 of the
outer sheath 3.

In FIGS. 3 and 4, a portion of the sheath
3 deS|gnated by the reference nuneral 12 is forned
of harder plastic nmaterial, while another portion
desi gnated by the reference nunmeral 13 is formed of
softer plastic material.

The air perneable nmenber 4 fitted into the
mating opening in the sole portion 11 of the outer
sheath 3 is forned of natural rubber, synthetic
rubber or other synthetic material. Preferably, the
air perneable nenber 4 is forned of a synthetic
material having certain resiliency and being of the
sane type as the synthetic material of the outer
sheath 3 [colum 2, line 41 through colum 3, line
26] .

As for the manner in which the boot 1 is made, GChash
t eaches

[flirst of all, the substrate 2 is forned of
| eather. The sole part of the substrate 2 is nade
of hard |l eather and the side or upper is nmade of
soft leather. The sole part 8 is forned with a
multiplicity of small openings 9 when the substrate
2 is not forned of air perneable material. Then,
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the layers 5 of porous synthetic material are forned
in situ in any suitable portions of the sole part 8
of the substrate 2.

The air perneable nmenbers or units 4 are forned
as nentioned above by a netal nold. Wth these
nmenbers 4 applied to the |layers 5 of porous
synthetic material lamnated to the bottom surface
of the substrate 2, synthetic material is cast in
situ about the outer surface of the substrate 2 by
relying upon injection nolding. In this manner, the
sheath 3 is forned as one with the substrate 2.

In this manner, there is provided the boot 1 in
whi ch the substrate 2 and the outer sheath 3 are
formed as one and the air perneable nenbers 4 are
al so secured wwth the outer sheath 3 [colum 5, line
55 through colum 6, line 11].

Wth regard to the standing 35 U . S.C. 8 102(b) rejections
of clainms 1 through 7 as being anticipated by Chashi, it is
wel |l settled that anticipation is established only when a
single prior art reference discloses, expressly or under
princi ples of inherency, each and every elenent of a clained

invention. RCA Corp. v. Applied Digital Data Sys., Inc., 730

F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cr. 1984). In other
words, there nust be no difference between the clainmed

i nvention and the reference disclosure, as viewed by a person
of ordinary skill in the field of the invention. Scripps

Cinic & Research Found. v. Genentech Inc., 927 F.2d 1565,

1576, 18 USPQ2d 1001, 1010 (Fed. Cr. 1991). It is not
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necessary that the reference teach what the subject
application teaches, but only that the claimread on sonething
di sclosed in the reference, i.e., that all of the limtations
in the claimbe found in or fully net by the reference.

Kalman v. Kinberly Cdark Corp., 713 F.2d 760, 771, 218 USPQ

781, 789 (Fed. Gr. 1983), cert. denied, 465 U S. 1026 (1984).

Clainms 1 and 5, the two i ndependent clains on appeal,
recite a sole structure for footwear conprising an outsole
whi ch conprises at |east one |lower part and at | east one upper
part which are nmutually united or nonolithic, and at |east one
m cr opor ous wat er proof nmenbrane nmeans sandw ched between the
upper and | ower parts. The examner’s determ nation (see
pages 3 through 5 in the answer) that Chashi’s outer sheath
sol e part 11/air perneable nenbers 4, substrate sole part 8,
and porous internediate layers 5 neet the limtations in
claims 1 and 5 defining the features of the | ower part, the
upper part, and the at |east one m croporous waterproof
nmenbr ane neans, respectively, is well taken. Nonetheless, the
appel lant’s “affidavit” evidence, which is unrefuted by the
exam ner, establishes that one of ordinary skill in the art
woul d consi der Chashi’s substrate sole part 8 to be an insole
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conmponent rather than an outsole conponent. |[|ndeed, the
Chashi reference itself inplies that the outer sheath 3, i.e.
outer sheath sole part 11 and air perneable nenbers 4, forns
the outsole of the boot disclosed therein (see colum 2, |ine
51). Thus, the evidence before us, taken as a whole, shows
that one of ordinary skill in the art would not read the
recitation in clains 1 and 5 of an outsol e conprising at |east
one | ower part, at |east one upper part and at |east one
m cropor ous wat er proof nmenbrane nmeans sandw ched t her ebet ween
on Chashi’s outer sheath sole part 11/air perneabl e nenbers 4,
substrate sole part 8, and porous internediate |ayers 5.
Si nce Chashi does not disclose any other structure which neets
this recitation, the exam ner’s determ nation that Chash
antici pates the subject matter recited in these clai ns nust
fall. Accordi ngly, we shall not sustain the standing 35
Uus.C
8§ 102(b) rejections of clains 1 and 5, and of clainms 2 through
4, 6 and 7 which depend therefrom as being anticipated by
GChashi .

Nor shall we sustain the standing 35 U.S.C. § 103

rejection of claim3 as being unpatentable over Chashi. In
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addition to not teaching a sole structure conprising an
outsole as recited in parent claim1l1, GChashi would not have
suggested sane to one of ordinary skill in the art.*

The followng rejection is entered pursuant to 37 CFR
8§ 1.196(b).

Clains 6 and 7 are rejected under 35 U S.C. § 112, first
par agr aph, as being based on a specification which fails to
conply with the witten description requirenent of this
section of the statute.

The test for determning conpliance with the witten
description requirenent is whether the disclosure of the
application as originally filed reasonably conveys to the
artisan that the inventor had possession at that tine of the
| ater cl aimed subject matter, rather than the presence or
absence of literal support in the specification for the claim

| anguage. |In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089,

1096 (Fed. Cir. 1983).

4 The test for obviousness is what the teachings of the
prior art would have suggested to those of ordinary skill in
the art. See In re Keller, 642 F.2d 413, 425, 208 USPQ 871,
881 (CCPA 1981).
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The originally filed disclosure in Application
07/ 448, 393, which matured into the patent involved in this
reexam nati on proceedi ng, woul d not reasonably convey to the
artisan that the inventor had possession at that tine of a
sole structure as now recited in clains 6 and 7 wherein the
upper and | ower parts of the outsole are nade of materia
whi ch conprises “at |east one of rubber material and synthetic
material.” The originally filed disclosure indicates instead
that these conponents are nmade of rubber or synthetic
mat eri al .

Finally, the follow ng observations are made pursuant to
37 CFR 8§ 1.552(c). The originally filed disclosure in
Application 07/448,393 fails to nmake any express nention of
the “outsole” limtation in clainms 1 and 5 which was
di spositive in our determnation that the examner’s prior art
rejections of clains 1 through 7 could not be sustained. The
“outsol e” term nology was first introduced into the
specification and clains in Application 07/448,393 in a paper
filed subsequent to final rejection on April 8, 1991 (Paper
No. 8). Notw thstanding the acconpanying argunents that such
term nol ogy did not add new natter, and the exam ner’s
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inmplicit acceptance thereof, the introduction of the "“outsole”
termnology into the specification and clains after the filing
of Application 07/448,393 rai ses serious questions as to

whet her the appellant’s specification conplies with the
witten description requirenment of 35 U S. C

§ 112, first paragraph, with regard to the subject matter now
recited in clains 1 through 7. Be this as it nmay, however,
the current state of reexam nation | aw and practice precludes
this matter from being resolved in this proceeding since the
“outsole” termnology is contained in the specification and

claims of the patent. See In re Etter, supra; 37 CFR 8§ 1.552;

and MPEP § 2258.

I n sunmary:

a) the decision of the examner to reject clains 1
through 7 is reversed; and

b) a newrejection of clains 6 and 7 is entered pursuant
to 37 CFR § 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (CQct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).
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37 CFR 8§ 1.196(b) provides that, “A new ground of rejection
shall not be considered final for purposes of judicial
review’

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected cl ains:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

REVERSED; 37 CFR § 1. 196(b)

HARRI SON E. McCANDLI SH )
Adm ni strative Patent Judge )
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LAWRENCE J. STAAB BOARD OF PATENT
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge

N N N N N N N N N

-14-



Appeal No. 98-0478
Control No. 90/004, 111

Modi ano & Associ at i
Via Mervigli 16
20123 Ml ano Italy Europe

-15-



