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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clains 13-18. Cains 1-12
have been allowed by the exami ner. An anendnent after final
rejection was filed on February 11, 1997 and was entered by

t he exam ner.
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The di sclosed invention pertains to a system for
el ectronically verifying alignment and contact between two
parts to be mated.
Representative claim 13 is reproduced as foll ows:
13. An active verification systemfor at |east one of
al i gnnment, contact, and alignment and contact of mating parts,
conpri si ng:
first and second structure nmeans including conductive
patterns for alignnent/contact verification of associated

mating parts; and

an elastoneric interface adapted to be | ocated between
such associated mating parts;

whereby alignnent verification is determned by a zero
electric flow through said electrically conductive patterns,
and contact verification is determned by an electric flow
t hrough said electrically conductive patterns.
The exam ner relies on the follow ng reference:
Brodsky et al. (Brodsky) 5,468, 917 Nov. 21, 1995
(filed Feb. 23,
1994)
Clainms 13-16 and 18 stand rejected under 35 U.S. C
8 102(e) as being anticipated by the disclosure of Brodsky.
Claim 17 stands rejected under 35 U . S.C. § 103 as being
unpat ent abl e over the teachings of Brodsky. A rejection of
clainms 13-18 under the second paragraph of 35 U S.C. § 112

made in the final rejection was not repeated in the examner’s
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answer, and is, therefore, presuned to be w thdrawn.

Rat her than repeat the argunents of appellant or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of anticipation and obvi ousness relied upon by the
exam ner as support for the rejections. W have, |ikew se,
revi ewed and taken into consideration, in reaching our
deci sion, the appellant’s argunents set forth in the brief
along with the examner’s rationale in support of the
rejections and argunents in rebuttal set forth in the
exam ner’ s answer.

It is our view, after consideration of the record
before us, that the disclosure of Brodsky does not fully neet
the invention as recited in clains 13-16 and 18. W are al so
of the view that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
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set forth in claim17. Accordingly, we reverse.

We consider first the rejection of clains 13-16 and 18
as being anticipated by the disclosure of Brodsky.
Anticipation is established only when a single prior art
reference discloses, expressly or under the principles of
i nherency, each and every elenent of a clainmed invention as
wel | as disclosing structure which is capable of perform ng

the recited functional limtations. RCA Corp. v. Applied

Digital Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. Cir.); cert. dismssed, 468 U S. 1228 (1984); WL.

Gore and Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,

1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert. denied, 469

U S. 851 (1984).

Wth respect to each of these clains, the exam ner
i ndi cates how he reads these clains on the disclosure of
Brodsky on page 2 of the answer. Appellant argues that the
examner’s interpretation of Brodsky is based solely on
unsupported speculation. It is also argued that the exam ner
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has di sregarded the recitations set forth in the preanbles and
t he whereby cl auses of independent clains 13 and 18 [brief,
pages 6-7]. The exam ner responds that the structural

el enents of the clainms are all disclosed in Brodsky so that
Brodsky must function in the sane manner as appellant’s

i nvention [answer, pages 3-5].

Al t hough the basic difference between appellant’s
position and the exam ner’s position revolves around claim
interpretation of the preanble and the whereby cl ause, we
decide this issue on the nore fundamental observation that
Br odsky does not even disclose the structure nmeans and the

el astoneric interface interconnected as recited in the cl ai ns.

The exam ner has identified parts 51 and 31 of Brodsky
as corresponding to the two mating parts. There is no
conductive pattern, however, associated with el enent 31.

Thus, there is no structure in Brodsky which corresponds to
the first and second structure neans of claim 13 because these
structure neans nust include the conductive patterns for
verifying alignnent and contact of the nated parts. The claim
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nmust al so be read such that the elastoneric interface is

| ocat ed between the two conductive patterns. As clearly seen
in Brodsky’'s Figure 4, the elastonmeric interface 41 is not
bet ween conductive patterns 13 and 61. Therefore, we find

t hat Brodsky does not fully neet every feature as recited in
t he clained invention.

Since we agree with appellant that every limtation of
clainms 13-16 and 18 is not fully disclosed by Brodsky, we do
not sustain the examner’s rejection of clainms 13-16 and 18
under 35 U.S.C. § 102.

We now consider the rejection of claim 17 under 35
U S.C. 8 103 as unpatentabl e over the teachings of Brodsky.
In rejecting clains under 35 U.S.C. 8§ 103, it is incunbent

upon the exam ner to establish a factual basis to support the

| egal concl usion of obviousness. See In re Fine, 837 F.2d
1071, 1073, 5 USPQ@d 1596, 1598 (Fed. Cir. 1988). In so
doi ng, the exam ner is expected to nmake the factual

deternm nations set forth in Gahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467
(1966), and to provide a reason why one having ordinary skill
in the pertinent art would have been led to nodify the prior
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art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or
know edge generally avail able to one having ordinary skill in

the art. Uniroval., Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825 (1988); Ashland Q1. Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. G r. 1985),

cert. denied, 475 U. S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the exam ner are an essenti al

part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

the argunents. See 1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d
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1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re

Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually made by appel | ant have been
considered in this decision. Argunents which appellant could
have made but chose not to nmake in the brief have not been
considered [see 37 CFR § 1.192(a)].

Claim 17 depends fromclaim13. The exam ner relies
on Brodsky for teaching all the limtations of claim13 as
not ed above. The exam ner’s explanation of this rejection
does not overcone the deficiencies of Brodsky noted above.
Thus, there are differences between the clainmed invention and
t he di scl osure of Brodsky which have not been properly
addressed by the examner. The failure to address the
obvi ousness of these differences between the clainmed invention

and the applied prior

art results in a failure to properly establish a prina facie

case of obviousness. As noted above, the failure to nake the

prima facie case of obviousness by the exam ner must result in

a reversal of the rejection made under 35 U.S.C. § 103.
I n conclusion we have not sustained either of the
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examner’s rejections of the claims. Therefore, the decision
of the exam ner rejecting clains 13-18 is reversed.

REVERSED

KENNETH W HAI RSTON )
Adm ni strative Patent Judge

N N N N N N N N N

JERRY SM TH BOARD OF PATENT
Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES
ANI TA PELLMAN GROSS )

Adm ni strative Patent Judge
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Henry P. Sartorio

Deputy Laboratory Counsel for Patents
Lawr ence Livernore National Laboratory
P.O Box 808 L 703

Li vermore, CA 94551
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