TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
Paper No. 20

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 1998-0566
Appl i cation 08/ 396, 005!

HEARD: Cct. 20, 1999

Bef ore MCCANDLI SH, Seni or Administrative Patent Judge, ABRANMS
and GONZALES, Administrative Patent Judges.

ABRAMS, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clainms 1-8 and 11-13. dCdains 9, 10, 14 and

15 have been allowed. The appellant's invention is directed

Application for patent filed February 28, 1995.
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to a badge. The clains on appeal have been reproduced in an
appendi x to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Rader et al. (Rader) 5, 283, 966 Feb. 8,
1994
Kanzel ber ger 5, 305, 538 Apr. 26,
1994
Fan 5, 406, 726 Apr. 18,
1995
(filed Jun. 24, 1994)
Smith 5, 410, 827 May 2,
1995

(filed Jan. 28, 1993)

THE REJECTI ONS?

Clains 1 and 4 stand rejected under 35 U. S.C. § 102(e) as
bei ng anti ci pated by Kanzel berger.
Clains 2 and 3 stand rejected under 35 U.S.C. § 103 as

bei ng unpat ent abl e over Kanzel berger.

2In response to five rejections under the judicially
created doctrine of obviousness-type doubl e patenting based
upon Kanzel berger U. S. Patent No. 5, 305,538, entered by the
exam ner in Paper No. 14, the appellant filed a term nal
di sclaimer (Paper No. 16). In view of the exam ner’s conments
(Paper No. 17), we consider these rejections to have been
w t hdrawn, |eaving before us only the rejections under
Sections 102 and 103.
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Claim5 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Kanzel berger in view of Smth.

Clainms 6, 7 and 11 stand rejected under 35 U S.C. § 103
as bei ng unpatentabl e over Kanzel berger in view of Rader.

Clainms 8, 12 and 13 stand rejected as bei ng unpat ent abl e
over Kanzel berger in view of Rader and Fan.

Rat her than attenpt to reiterate the examner’s ful
comentary with regard to the above-noted rejections and the
conflicting viewpoints advanced by the exam ner and the
appel l ant regarding the rejection, we make reference to the
Answers (Paper Nos. 12 and 14) for the reasoning in support of
the rejections, and to the Briefs (Paper Nos. 10, 13 and 15)
for the argunents thereagainst.

CPI NI ON
The Rejection Under 35 U . S.C. § 102(e)

Clains 1 and 4 stand rejected as being anticipated by
Kanzel berger. Anticipation under 35 U.S.C. 102(b) is
established only when a single prior art reference discl oses,
ei ther expressly or under the principles of inherency, each

and every elenent of the clained invention. See In re

Paul sen, 30 F.3d 1475, 1480-1481, 31 USPQ@2d 1671, 1675 (Fed.
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Cir. 1994) and In re Spada, 911 F.2d 705, 708, 15 USPQRd 1655,
1657 (Fed. Gir. 1990).

Kanzel berger discloses a device that can be used as a
name badge, desk plate, or the like. As shown in Figure 3, it
conprises a netal backing plate (22), a plastic plate (24)
bonded to the surface of the netal backing plate and having a
textured strip (26) fornmed across its front surface, and a
thin tape (28) affixed by adhesive along the textured strip.
The tape has graphics (such as a nane) inprinted on its back
side, so that when it is installed upon the textured strip the
graphics are visible fromthe front. The texture on the strip
allows air to exit frombeneath the tape when it is pressed
into place, thus causing the tape to appear as if it were a
part of the plastic plate.

It is the examner’s position that all of the subject
matter recited in claiml reads on plastic strip portion 24 of
t he Kanzel berger device. The appellant sets out several
argunments why he believes this not to be the case. W find
ourselves in agreenment with the appellant because the claim
requires that there be an all-plastic plate having front and

back surfaces with the “back surface . . . being exposed to
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view.” Clearly, this is not the case in the Kanzel berger
device, for the back surface of plastic plate 24 is bonded to
the front surface of netal plate 22, and thus is hidden from
view in the assenbl ed device. W are not persuaded ot herw se
by the exam ner’s assertion that the exploded view in the
patent drawings is sufficient to teach this feature of the
appel lant’ s clai ned structure.

The rejection of claim1l and of claim4, which depends
fromclaim1l, is not sustained.

The Rejections Under 35 U . S.C. 8§ 103

The test for obviousness is what the conbi ned teachings
of the prior art would have suggested to one of ordinary skil
inthe art. See, for exanple, In re Keller, 642 F.2d 413,
425, 208 USPQ 871, 881 (CCPA 1981). In establishing a prinma
faci e case of obviousness, it is incunbent upon the exam ner
to provide a reason why one of ordinary skill in the art would
have been led to nodify a prior art reference or to conbine
reference teachings to arrive at the clainmed invention. See
Ex parte O app, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985).
To this end, the requisite notivation nmust stemfrom sone

t eachi ng, suggestion or inference in the prior art as a whole
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or fromthe know edge generally available to one of ordinary
skill in the art and not fromthe appellant's disclosure.
See, for exanple, Uniroyal, Inc. v. Rudkin-WIley Corp., 837
F.2d 1044, 1052, 5 USPQ2d 1434, 1439 (Fed. Cr.), cert.

deni ed, 488 U.S. 825 (1988).

Al'l of the rejections under Section 103 utilize
Kanzel berger as the primary reference. As a prelimnary
matter, the appellant has argued that Kanzel berger is not a
proper reference under 35 U S.C. § 103 (Brief, pages 6 and 7).
As we understand this argunent, it is grounded in the prem se
t hat Kanzel berger does not qualify as a reference under 35
U S . C 8§ 102(b), and therefore should have been cited under
subsections 102(f) or 102(g), in which case it would have
fall en under the exenption for commonly owned patents and
applications set forth in 35 U S.C. § 103(c). W have
carefully considered this argunent, and the materials filed in
support thereof. However, the fact remains that, from our
per spective, Kanzel berger constitutes “an application for
patent by another filed in the United States before the

i nvention thereof by the applicant for patent,” and thus

clearly qualifies as prior art under subsection 102(e).
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Whet her or not the rejection could have been made under
subsections 102(f) or 102(g) is not relevant. The | anguage of
subsection 103(c) is clear; it applies to “[s]ubject matter
devel oped by anot her person, which qualifies as prior art only
under subsection (f) or (g) of section 102" (enphasis added).
That is not the case in the situation before us, and we
therefore are unpersuaded by the appellant’s argunent on this
poi nt .

The first rejection under Section 103 posed by the
examner is that clains 2 and 3 are unpatentabl e over
Kanzel berger. Caim2 depends fromclaiml, and claim3 from
claim2. As we stated above, it is our view that Kanzel berger
fails to disclose or teach the limtation of claim1 regarding
t he back surface of the all-plastic plate being exposed to
view. This shortcomng in the show ng of Kanzel berger is not
all eviated by considering the reference in the |ight of
Section 103. Since clains 2 and 3 incorporate the structure
of claiml, it therefore is our conclusion that the teachings
of Kanzel berger fail to establish a prima facie case of
obvi ousness with regard to the subject matter of clains 2 and

3, and we will not sustain this rejection.
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We reach the same conclusion, for the sane reasons, wth
regard to the rejection of claim5 as being unpatentabl e over
Kanzel berger in view of Smth. ddaimb5 is dependent from
claim11 through claim4. The teaching in claim11 that is
m ssi ng from Kanzel berger is not found in Smth, which was
cited for teaching depressing the channel in which the
transparent tape containing the graphics is positioned. The
rejection of claim5 is not sustained for |ack of a prima
faci e case of obviousness.

The addition of Rader to Kanzel berger also falls short of

establishing a prima facie case of obviousness with regard to

the subject matter of clains 6 and 7, which depend fromclaim
1. Rader was applied for the purpose of denonstrating the
obvi ousness of placing a finding on the badge (claim®6) or a
finding in the formof a separate plate that fits over posts
attached to the back of the badge (claim7). Be that as it
may, Rader does not cure the problemw th Kanzel berger
regardi ng the exposed rear face of the plastic plate.

Claim 8, which depends directly fromclaim1, stands
rejected on the basis of Kanzel berger and Rader, consi dered

further with Fan, which teaches providing a nane badge with
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slots to receive the material upon which the graphics are
printed. As was the case above, Fan fails to cure the basic
defect in the teachings of Kanzel berger, and thus these
references fail to establish a prinma facie case of obvi ousness
with regard to the subject matter of claim8, and we will not
sustain the rejection. Claim 11 has been rejected as
bei ng unpat ent abl e over Kanzel berger and Rader. This claim
does not require that the back surface of the plastic plate be
exposed to view, as was the case with claim1, and therefore
the deficiency in the teaching of Kanzel berger that resulted
in reversing the rejections of claim1l1l and the clains
dependent therefromis not an issue here. For the reasons set
forth below, we find ourselves in agreenment with the exam ner
that the conbined teachings of Kanzel berger and Rader
establish a prima facie case of obviousness with regard to the
subject matter recited in claim1l, and we wll sustain this
rejection.

Claim1l is directed to a system “for displaying graphic
material on a solid and unitary badge size block of plastic.”
The system conprises a textured strip on the front of the

bl ock (36 of Kanzel berger), a thin strip of transparent self-
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adhesive tape which fits onto the textured strip (28 of

Kanzel berger), and nmeans for applying graphic material to the

side of the transparent tape having the adhesive thereon

(Kanzel berger, colum 2, line 19 et seq.). Caim1l also

requires that there be neans for applying a finding to the

bl ock. To the extent that this may not be taught by

Kanzel berger, providing such a feature on the back surface of

a badge is disclosed by Rader (11, 12), with explicit

suggestion to do so for the purpose of attaching the badge to

cl ot hi ng being taught by Rader in colum 2, line 10 et seq.
The only argunment specifically directed to claiml1l is

that the Rader pin “cannot be attached to the very thin

pl astic plate shown by Kanzel berger” (Brief, page 9).

However, claim 11 does not require that the finding be

attached directly to the plastic plate, but that there be

“means for applying a finding to” the plate. From our

perspective, elenent 22 of Kanzel berger and elenents 11 and 12

of Rader constitute such a neans, and suggestion for conbi ni ng

the references clearly is present in Rader. Moreover, it is

our view that the fact that the Kanzel berger plastic plate is

thin does not preclude nmounting a finding upon it. W have

10
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consi dered the argunments regardi ng such matters as | abor
intensity, expense, and beauty, but find themalso not to be
per suasi ve.

The appel | ant al so has argued throughout the Brief that
Kanzel berger does not disclose a “solid and unitary badge size
bl ock of plastic,” as is required by claim1ll. This el enent
is described on page 1 of the appellant’s specification as
“such as one which mght be formed by injection nolding.”

O her descriptive |anguage that is applied in the
specification is “nane plate 26" and “plastic plate 26" (page
6, for exanple, enphasis added). No indication is provided of
the thickness of the plate, except that it nust be capabl e of
having a depressed area (28). As shown in Figures 2 and 3,

t he Kanzel berger badge also utilizes a plastic el enent (24)
that is thick enough to accommopdate a depressed area (between
edges 34 and 36 in Figure 2), which is provided with a
textured area (Figure 3). As was the case in the appellant’s
specification, elenment 24 is described in Kanzel berger as a
“plastic plate” (colum 3, |ine 15, enphasis added). Wi | e
this plate is “very thin” (colum 3, line 20), it neverthel ess

is called a plate throughout the patent. Moreover, no

11
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evi dence has been presented that woul d support a concl usion
that the Kanzel berger plate cannot be manufactured by
injection nmolding, as is described with regard to the present
invention. It therefore is our opinion that Kanzel berger

di scl oses “a solid and unitary badge size block of plastic” to
the sane extent that such is disclosed in the appellant’s
application. Wth regard to this conclusion, we point out
that there is no factual basis to support the appellant’s
statenent that the Kanzel berger plate is “too thin to support
itself” and therefore a pin back cannot be attached to it
(Brief, page 9), noting that it is not plastic plate 24 whose
thickness is “little nore than a thick piece of paper,” but

t he conbi ned thickness of itens 28 and 32, which are bonded to
the surface of plate 24 (colum 5, |line 5).

The conbi ned teachi ngs of Kanzel berger and Rader
establish a prima facie case of obviousness with respect to
the subject matter recited in claim1l, and we will sustain
the rejection.

Clainms 12 and 13, which depend fromclaim11l, stand

rejected on the basis of Kanzel berger and Rader, taken further

12
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with Fan. Since the appellant has elected to group these two

claims with claim 11 (Brief, page 3), they fall therewith

SUMVARY

The rejection of clainms 1 and 4 as being antici pated by
Kanzel berger is not sustai ned.

The rejection of clains 2 and 3 as bei ng unpat ent abl e
over Kanzel berger is not sustained.

The rejection of claim5 as being unpatentabl e over
Kanzel berger and Smth is not sustained.

The rejection of clains 6 and 7 as bei ng unpat ent abl e
over Kanzel berger and Rader is not sustained.

The rejection of claim8 as being unpatentabl e over
Kanzel berger, Rader and Fan is not sustai ned.

The rejection of claim 11l as bei ng unpatentabl e over
Kanzel berger and Rader is sustained.

The rejection of clainms 12 and 13 as bei ng unpatent abl e
over Kanzel berger in view of Rader and Fan is sustai ned.

The decision of the examner is affirned-in-part.

13
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No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
AFFI RVED- | N- PART
Harrison E. McCandlish, Senior )
Adm ni strative Patent Judge )
)
)
)
Neal E. Abrans ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
John F. Gonzal es )
Adm ni strative Patent Judge )
t di
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LAFF, WH TESEL, CONTE & SARET
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