THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte TERUO SATO and
YASUO TONAM

Appeal No. 1998-0598
Appl i cation 08/278, 864

HEARD: FEBRUARY 23, 2000

Bef ore HAI RSTON, FLEM NG and DI XON, Adnini strative Patent
Judges.

HAI RSTON, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
through 3 and 5 through 11. In an amendnent submtted with
the Brief, clains 1 and 3 were anended.

The disclosed invention relates to a nmagnetic reproducing
apparatus for playing back a magnetic recordi ng nmedi um on
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di gital data have been magnetically recorded through a partial
response encoder.
Caimlis illustrative of the clainmed invention, and it

reads as fol |l ows:

1. A magnetic reproduci ng apparatus for playing
back a magnetic recording nediumon which digital data
have been magnetically recorded through a partial response
encoder, conpri si ng:

a reproduci ng system for reproducing said
di gi tal data from said magnetic recordi ng nedi um

synchroni zi ng signal data detecting neans for
receiving said digital data from said reproducing
system and for detecting a synchronizing signal data
part froma reproduced signal data series which

has been
encoded by said partial response encoder;

transm ssion path characteristics estimating
means for nodeling an inpul se response between a
recordi ng system and sai d reproduci ng system
based on the synchroni zi ng signal data part
encoded by said parti al response encoder and
detected by said synchroni zing signal data
detecting neans, said synchronizing signal dat a

part being used as a reference signal by said
transm ssion path characteristics estimating neans; and

decodi ng neans for decoding said reproduced

si gnal data series according to a Viterbi al gorithm
based on a transm ssi on nodel produced by said
transm ssi on path characteristics estimating neans.

The references relied on by the exam ner are:
Kanota et al. (Kanota) 5,122,912 Jun. 16
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1992
Ushi r okawa 5,323, 422 Jun. 21
1994
Shi npuku et al. (Shi nmpuku) 5,357,524 Cct. 18,
1994

(filed Feb. 23, 1993)

Burden et al. (Burden), “Nunerical Analysis,” 331-56 (3d ed.,
PWS Publ i shers, 1985).

Clainms 1, 5 through 7 and 10 stand rejected under 35
U S.C. 8§ 103 as bei ng unpatentabl e over Shinmpuku in view of
Kanot a.

Clains 2, 5, 8 9 and 11 stand rejected under 35 U S. C
8§ 103 as bei ng unpat entabl e over Shinmpuku in view of Kanota
and Ushi r okawa.

Claim 3 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Shi npuku in view of Kanota and Burden.

Claim 3 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Shi npuku in view of Kanota, Burden and
Ushi r okawa.

Reference is made to the briefs and the answer for the
respective positions of the appellants and the exam ner.

CPI NI ON

The obvi ousness rejection of claims 1 through 3 and
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5 through 11 is reversed.

Shi npuku di scl oses a maxi num | i kel i hood decodi ng
apparatus (Figures 4 and 5) in which the output of the
synchroni zation detecting circuit 27 inputs both a synbol
concluding unit 29 and a viterbi decoding unit 30. According
to the exam ner (paper nunber 11, pages 2 and 3), Shinpuku
discloses all of the limtations of claim1l except for the
partial response encoder.

For such a teaching, the examner turns to Kanota (Figure 5),
and states (paper nunmber 11, page 3) that “[i]t would have
been obvious to one of ordinary skill in the art at the sane
time the invention was disclosed to nodify the teachings of
Shi npuku et al. to include the teachings of Kanota et al.
notivation being to carry out channel coding satisfactorily
and to efficiently suppress data redundancy.”

Appel l ants argue (Brief, page 12) that *Shinpuku and
Kanota fail to suggest any type of neans for nodeling an
i mpul se response and furthernore fail to suggest neans for
nmodel i ng an i npul se response ‘ based on the synchroni zing
signal data part.’”

W agree with appellants’ argunent. Even if we assune
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for the sake of argunent that it would have been obvious to
the skilled artisan to use a partial response encoder in

Shi npuku, we are still left with the absence of a teaching or
a suggestion in the conbi ned teachings of nodeling an inpul se
response between the recording systemand the reproduction
system based on the synchroni zation signal data encoded by the
partial response encoder. Thus, the obviousness rejection of
claims 1, 5 through 7 and 10 is reversed.

The exam ner is correct (paper nunber 11, page 4) that
“Ushi rokawa di scl oses the nethod of |east squares [colum 2,
lines 37 through 40] and a ROM[colum 8, lines 36 through 54]
for storing coefficient matrices . . . for the purpose of
provi ding coefficient control for determning the tracking

property,” but appellants are |ikew se correct (Brief, page

18) that “the conbination of Ushirokawa w th Shinpuku and

Kanota woul d not suggest the use of a synchronizing signal

data part in nodeling an inpul se response between a recording

system and a reproduci ng system” Accordingly, the

obvi ousness rejection of clains 2, 5 8, 9 and 11 is reversed.
Wth respect to claim3, the exam ner states (paper

nunber 11, page 6) that “Burden et al. discloses using L U
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resolution to solve matrices for the purpose of easily
calculating determ nants,” and that it would have been obvi ous
to one of ordinary skill in the art “to nodify the teachings
of Shinmpuku et al. and Kanota et al[.] to include the

teachi ngs of Burden et al., notivation being to easily

calcul ate determnants.” |n response, appellants argue

(Brief, page 22) that:
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Even if it would have been obvious to have relied
upon Burden’s suggestion of using L U resolution,
Burden provi des no suggestion that some ROMin an
apparatus contain data which “are val ues produced when
the coefficient matrices are subjected to L U
resolution.” In other words, Burden provides no
suggestion that coefficient matrices be subjected to L
U resolution and then stored within ROM Since
Shi npuku and Kanota also fail to provide this

suggestion, the rejection of claim3 is inproper
and shoul d not be sustained on appeal .
W agree with appellants’ argunent. As a result thereof, the
obvi ousness rejection of claim3 based upon the conbi ned
t eachi ngs of Shi npuku, Kanota and Burden is reversed.

In the alternative rejection of claim3 (Answer, pages 4
and 5), the exam ner conbines the ROM teachi ngs of Ushirokawa
to the teachings of Shinpuku, Kanota and Burden. Appellants
argue (Reply Brief, pages 3 and 4) that “although Ushirokawa
does disclose a ROM for storing coefficients, Ushirokawa does

not suggest a ROM for storing coefficient matrices that are

subjected to L Uresolution.” W agree. The obviousness

rejection of claim3 based upon the conbi ned teachi ngs of

Shi npuku, Kanota, Burden and Ushirokawa is reversed.
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DECI SI ON
The decision of the exam ner rejecting clains 1 through
3 and 5 through 11 under 35 U.S.C. 8 103 is reversed.

REVERSED

N—r

KENNETH W HAI RSTON )
Adm ni strative Patent Judge

BOARD OF PATENT
M CHAEL R. FLEM NG

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JOSEPH L. DI XON
Adm ni strative Patent Judge
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RONALD P. KANANEN, ESQ.

RADER, FI SHVAN & GRAUER P. L. L. C.
1233 20TH STREET, N. W

SU TE 501

WASHI NGTON, D. C. 20036
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