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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 5. Cdains 6 through 9, the only
other clains in the application, stand wi thdrawn from
consi deration under 37 CFR 8§ 1.142(b).

We REVERSE and REMAND the application to the exam ner for

further consideration.
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The appellants’ invention is directed to a control shaft
arrangenent. A copy of the clains under appeal is set forth
in the appendi x to the appellants’ brief (Paper No. 17).

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Mat t 4,903, 543 Feb. 27, 1990
Mori shi ma 61-129291 Jun. 17, 1986
(Publ i shed Japanese Appl.)

Clains 1 and 2 stand rejected under 35 U.S.C. § 102(b) as
antici pated by Mtt.

Clains 3 through 5 stand rejected under 35 U S.C. § 103
as unpatentabl e over Matt in view of Mrishima.?

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nake reference to the answer (Paper No. 20) for
the exam ner’s conpl ete reasoning in support of the
rejections, and to the brief for the appellants’ argunents

t her eagai nst .

Y I'n deternining the teachings of Mrishima, we will rely on the

translation provided by the PTO. A copy of the translation is attached for
t he appell ants’ conveni ence. Any reference in this decision to Mrishinm by
page is to this translation.
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants’ specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nmake the
determ nati ons which foll ow.

The 8 102(b) rejection

W will not sustain the 35 U S.C. § 102(b) rejection of
clains 1 and 2.

The invention is directed to a control shaft arrangenent.

Wth reference to the enbodi nent of the invention illustrated
in Figures 1-3 of the appellants’ draw ngs, the control shaft
arrangenent defined by appealed claim1 conprises a shaft
menber 1 and at | east one control element 2 having an aperture
5 which receives the shaft and at | east one burr2 15 raised on

the shaft by displacenent of shaft material so as to affix the

2 Webster's Third New I nternational Dicti onary, (1971) defines a “burr”
as “7: athin ridge or area of roughness produced in cutting or shaping netal
(as in drilling, turning, or blanking).”
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control elenment axially to the shaft nenber.

Matt discloses a canshaft for controlling valves in
i nternal conbustion engines including a shaft 1 and at | east
one cam 2 affixed to the shaft. The cam has a recess or
aperture 4 for receiving the shaft. The recess has at | east
one radially inwardly directed projection 5 which engages a
correspondi ng groove in the shaft. At |east one portion C of
the area of the shaft in which the camis to be provided has a
di aneter which is greater than the remaining areas of the
shaft. The increased dianeter portion C of the shaft is a
bead-1i ke material displacenent which extends
circunferentially on the shaft. The camis forced onto the
i ncreased dianmeter portion of the shaft by nmeans of a tool,
not illustrated. As a result, each projection 5 perfornms a
chi p-renovi ng procedure in the manner of a planing tool so as
to forma groove 9, in the increased dianeter portion C as
illustrated in Figures 6 and 7. See col. 4, |. 57 through
col. 5, I. 11.

The appel l ants argue (brief, p. 8) that the grooves 9 are
formed by Matt in such a manner that no burr is fornmed. In
support, the appellants rely on Matt’s teaching that
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[o] nce the cam 2 has reached its intended position,

the cam2 is securely and rigidly seated on the

i ncreased diameter portion C. This chip-renoving

cutting or broaching of the hard cam by neans of the

sharp cutting edge 6 results in a tight fit of the

camon the shaft. Inits effect, this tight fit

corresponds to a press fit acting on the existing

nunber of cutting edges. Additionally, since the

cutting edges which formthe groove 9 in a

chi p-renmovi ng manner when the camis pressed on are

wedged onto the shaft in a positively |ocking

manner, the cans are secured agai nst rotation.
See brief, pp. 9, 10. Appellants point out that no raised
burr is nmentioned anywhere in the Matt specification nor does
Matt provide a raised burr for retaining a camin the axial
direction on the camshaft. See brief, p. 10.

It is the examner’s position that Matt’s projections 5
wi || produce burrs or rough edges at the grooves 9 and that a
“burr” is by definition a rough edge. See answer, p. 5. The
exam ner is also of the opinion that the | anguage of claim1
requiring the burr to be “raised on the shaft nmenber by
di spl acenent of shaft material” is a nmethod limtation that
carries no patentable weight and, at any rate, Matt’'s Figures
4 and 6 show a “burr” being raised on the shaft. See answer,

p. 6.

To begin with, we agree with the appellants’ argunent
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(brief, p. 14) that the | anguage “rai sed on the shaft nenber
by di spl acenent of shaft material” defines certain structure
of the raised burr, i.e., that the raised burr is forned of
shaft material, which may not be ignored.

In addition, the examner’s position that Matt’s
projections 5 will produce burrs or rough edges at the grooves
9 is unduly specul ative. WMatt gives no express indication
t hat grooves 9 have rough edges sufficient for retaining the
camin the axial direction on the camshaft. Under principles
of inherency, when a reference is silent about an asserted
i nherent characteristic, it nust be clear that the m ssing
descriptive matter is necessarily present in the thing
described in the reference, and that it would be so recogni zed

by persons of ordinary skill. Continental Can Co. v. Mnsanto

Co., 948 F.2d 1264, 1268, 20 USPQ2d 1746, 1749 (Fed. Cr

1991). As the court stated in In re QCelrich, 666 F.2d 578,

581, 212 USPQ 323, 326 (CCPA 1981)(quoting Hansgirg v. Kemmer,

102 F.2d 212, 214, 40 USPQ 665, 667 (CCPA 1939)):

| nherency, however, nmay not be established by
probabilities or possibilities. The nere fact that
a certain thing may result froma given set of
circunstances is not sufficient. [Citations
omtted.] |If, however, the disclosure is sufficient
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to show that the natural result flowng fromthe

operation as taught would result in the perfornance

of the questioned function, it seens to be well

settled that the disclosure should be regarded as

sufficient.

In the present case, the fact that groove 9 is taught by Mtt
as being fornmed by cutting edges 6 as the camis forced over
the increased di aneter portions does not necessarily nmean that
groove 9 has rough edges sufficient for retaining the camin
the axial direction on the camshaft.

While Figures 4 and 6 depict what m ght be described as a
“burr,” it is apparent that this “burr” or chip, as it is
referred to in Matt, is formed as the cutting edge 6 is forced
over the beads or raised portions C and is renoved or
separated fromthe raised portion as the cutting edge passes
over the raised portion to its final position shown in Figure
5. There is sinply no description in Matt of a chip renaining
attached to the raised portion C for retaining the camin the
axial direction on the cam shaft.

Accordingly, we shall not sustain the standing 35 U.S. C

8 102(b) rejections of claim1 or of claim?2, dependent on

claim 1.
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The 8 103(a) rejection

Since Mrishima does not cure the above noted
deficiencies of Matt with respect to the subject matter
recited in independent
claim1l, we also shall not sustain the standing 35 U. S. C

§ 103(a) rejection of dependent clains 3 through 5.

REMAND TO THE EXAM NER

We remand this application to the exam ner to obtain an
Engli sh | anguage transl ation of the published European patent
application of Lespour® and to consider the patentability of
the clained subject matter in view of the teachings contained
therein, considered alone and in conbination with other prior

art.

SUMMARY
The decision of the examner to reject clains 1 through
5, under 35 U.S.C. 88 102(b) and 103 is reversed.

Addi tionally, we have remanded the application to the

EPO 0 340 128 publ i shed Novenber 2, 1989, cited by the appellant in
the information disclosure docunment filed Cctober 24, 1996 (Paper No. 5).
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exam ner for consideration of additional issues.

REVERSED AND REMANDED

| AN A. CALVERT
Adm ni strative Patent Judge

)

)

)

)

) BOARD OF PATENT
| RW N CHARLES COHEN ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
)
)

JOHN F. GONZALES
Adm ni strative Patent Judge
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