THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 13

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte NED J. SEACHVAN

Appeal No. 1998-0620
Appl i cation 08/ 359, 089!

ON BRI EF

Bef ore HAI RSTON, BARRETT, and DI XON, Adninistrative Patent
Judges.

BARRETT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

1 Application for patent filed Decenber 19, 1994,
entitled "Reflector And Light Source Registration Device For A
Docunent Illum nator."
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This is a decision on appeal under 35 U.S.C. § 134 from
the final rejection of clainms 1, 2, 4-7, 9-21, and 23-31.
W reverse.

BACKGROUND

The invention is directed to an illumnation registration
devi ce which precisely sets and maintains the alignnent
bet ween an opposing reflector and a |ight source so as to
provide the desired illumnation efficiency and profile on a
docunent to be scanned. To set and nmintain the proper
al i gnnment and nechani cal tol erance requirenents between
reflector and |light source, the light source |ocation surface,
t he opposing reflector |ocation surface, and the opening
bet ween these two surfaces are part of a single unitary body
as shown in figure 2.
Claim1 is reproduced bel ow.
1. Anillumnation registration device, conprising:
a single unitary body having an opposing reflector
| ocation surface, a light source |ocation surface, and an
openi ng positioned between said opposing refl ector
| ocation surface and said |ight source |ocation surface,

sai d opening enabling light reflected froma docunent to
pass theret hrough.

The Examiner relies on the followng prior art
ref erences:
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| gar ashi 4,704, 638 Novenber 3, 1987
Honma 5,101, 282 March 31, 1992
Costrop et al. (Costrop) 5,194, 898 March 16

1993

Clains 1, 7, and 16-18 stand rejected under 35 U S. C
§ 102(b) as being anticipated by Honma.

Cainms 4-6, 9-13, 19-21, and 23-29 stand rejected under
35 U.S.C. 8 103 as bei ng unpatentabl e over Honna.

Clains 2, 15, and 31 stand rejected under 35 U.S.C. § 103
as bei ng unpat ent abl e over Honma and Costrop.

Clains 14 and 30 stand rejected under 35 U S.C. § 103 as
bei ng unpat ent abl e over Honnma and | garashi.

W refer to the first Ofice action (Paper No. 3), the
Final Rejection (Paper No. 7) (pages referred to as "FR__"),
and the Exam ner's Answer (Paper No. 12) (pages referred to as
"EA ") for a statenent of the Exami ner's position and to the
Appeal Brief (Paper No. 11) (pages referred to as "Br__") for
a statenment of Appellant's argunments thereagainst.

OPI NI ON

Anti ci pation

"Anticipation is established only when a single prior art

reference discloses, expressly or under the principles of
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i nherency, each and every el enent of a clainmed invention."

RCA Corp. v. Applied Digital Data Systens, Inc., 730 F.2d

1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984).

| ndependent claim1 recites "a single unitary body having
an opposing reflector |ocation surface, a |light source
| ocation surface, and an opening ...." Independent claim?7
recites "a single unitary illumnation registration nmenber
i ncl udi ng an opposing reflector |ocation surface, a |ight
source | ocation surface, and an opening ...."

The Exam ner finds that figure 2 of Honma discl oses a
docunent illumnation unit which is a single unitary body
havi ng opposing reflector and |ight source |ocation surfaces
(FR2). Appellant argues that Honma is devoid of any reference
or suggestion that the illumnation unit is formed of a single
unitary body and Honna nerely discloses a |ight source and an
opposing reflector which are housed in the sanme illum nation
unit (Br5). The Exam ner responds that "the illum nation
unit, taken as a whole, is a single unitary body" (EAS).

We agree with Appellant that Honma does not discl ose that

t he opposing reflector location surface, |ight source |ocation

surface, and the opening are part of "a single unitary body"
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(claim1l) or "a single unitary illumnation registration
menber” (claim7). "Unitary" requires a nonolithic, one-piece

construction. Cf. Inre Mrris, 127 F.3d 1048, 1055,

44 USPQ2d 1023, 1029 (Fed. Cir. 1997) (the term"integral"

covers nore than a unitary construction). There is sinply no

di sclosure in Honma of how the illumnnation unit 24 is
constructed, nmuch less that it is one-piece. It is not even
apparent that the illumnation unit assenbly is "integral" in

the sense that the assenbly may be installed and renoved as a
unit; however, even this would not satisfy the limtation of a
"unitary" reflector |ocation surface, |ight source |ocation
surface, and opening. Therefore, the finding of anticipation
is clearly erroneous. The anticipation rejection of clainms 1,

7, and 16-18 i s reversed.

bvi ousness

| ndependent claim 21 recites "a single unitary
illumnation registration nmenber including an opposing
reflector location surface, a |light source |ocation surface,
and an opening ...," which is the sane limtation as found in
claim7. As discussed in connection with the rejection of
claim?7, Honma does not disclose a unitary nenber. The

- 5 -
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Exam ner has provided no reasons why it would have been
obvious to provide a unitary nenber since the Exam ner
considers that such Iimtation is taught by Honna.
Accordingly, we conclude that the Exam ner has failed to

establish a prim facie case of obviousness with respect to

claim 21 or any of dependent clainms 4-6, 9-13, 19, 20, or
23-29, which depend directly or indirectly fromclainms 1, 7,
or 21. The rejection of clainms 4-6, 9-13, 19-21, and 23-29 is
rever sed

The Exam ner relies on Costrop to teach a scanni ng body
having a platen assenbly | ocation surface or registration
menber as recited in clains 2, 15, and 31. Appell ant
di scl oses that a ride-on systemwas known (specification,
page 6, line 33 to page 7, line 11, incorporating Costrop by
reference). However, Costrop does not cure the deficiency of
Honma as to the "unitary illum nation registration nenber" in
i ndependent clains 7 and 21. Therefore, the rejection of
clainms 2, 15, and 31 is reversed.

The Exami ner relies on lgarashi to teach a | anp | ocating
menber registered on the |ight source |ocation surface as

recited in clainms 14 and 30. However, lgarashi does not cure
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t he deficiency of Honna as to the "unitary illum nation
regi stration nmenber"” in independent clains 7 and 21.
Therefore, the rejection of clains 14 and 30 is reversed.

CONCLUSI ON

The rejections of clainms 1, 2, 4-7, 9-21, and 23-31 are

reversed
REVERSED

KENNETH W HAI RSTON )
Adm ni strative Pat ent Judge )

BOARD OF PATENT
LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND

| NTERFERENCES

JOSEPH L. DI XON
Adm ni strative Patent Judge
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