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DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
claims 1 through 10, all clains pending in this application.
The invention relates to a method of accurately and
properly printing a check on a bl ank paper sheet based on a
graphic image representation of an original check. The |aser
printed check includes the proper and accurate positioning of

specific magnetic ink characters on its face.
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Representati ve i ndependent claim1l is reproduced as
fol |l ows:

1. A nmethod for the printing of a check based on an
original graphic imge of a check that includes M CR codes
whi ch net hod conprises the steps of:

inputting said original graphic image into a conputer;

scanni ng said graphic inmage within conputer menory using
an OCR program

identifying said M CR codes and their respective
| ocati ons;

| aser printing on a blank sheet said MCR codes with
magnetic ink, using stored MCR fonts, in accordance with
positioning instructions to thereby print in the MCR "cl ear
band"; and,

reformatting said graphic i nage based on the identified
respective | ocations without said MCR codes for the purpose
of printing said reformatted graphic i nage above said "cl ear
band" .

The Exam ner relies on the follow ng references:

Hanson et al. (Hanson) 5, 030, 977 Jul. 9, 1991
Bl ayl ock et al. (Bl ayl ock) 5, 550, 932 Aug. 27, 1996
(filed Jun. 19,
1992)
Clainms 1 through 10 stand rejected under 35 U S.C. §

103(a) as bei ng unpatentabl e over Hanson in view of Bl ayl ock.
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Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is made to the brief and answer for the

respective details thereof.
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OPI NI ON

After a careful review of the evidence before us, we wll
not sustain the rejection of clains 1 through 10 under 35
U.S.C § 103.

The Exam ner has failed to set forth a prima facie case.
It is the burden of the Exami ner to establish why one having
ordinary skill in the art would have been led to the clai ned
i nvention by the reasonabl e teachings or suggestions found in
the prior art, or by a reasonable inference to the artisan
contained in such teachings or suggestions. In re Sernaker,
702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. G r. 1983).
"Addi tionally, when determ ning obviousness, the clained
i nvention should be considered as a whole; there is no legally
recogni zable 'heart' of the invention." Para-Odnance Mg. v.
SGS Inporters Int’l, Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237,
1239 (Fed. Cr. 1995) (citing W L. CGore & Assocs., Inc. v.
Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed.
Cir. 1983), cert. denied,

469 U.S. 851 (1984)).
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The Exam ner reasons that Hanson discl oses the clained
invention (inherently containing an original graphic inmage)
except for an optical character recognition (OCR) programto
scan i mage data, identifying nmagnetic ink character
recognition (M CR) codes and their respective |ocations, use
of MCR font, and resizing the graphic inmage. However, the
Exam ner contends Bl ayl ock teaches these el enents, and

It woul d have been obvious to one of ordinary skil

in the art that Hanson can scan inmage data with OCR

program identify M CR codes, use MCR font card,

and resize the graphic image for printing the MCR

docunents as taught by Bl ayl ock because both

references are related to the M CR docunent printing

and conbining themwoul d effectively enhance the

printing quality control. [Answer-page 4.]

The first step of claim1 recites “inputting said
original graphic image into a conputer.” Applicant argues
“Hanson et al does not teach or disclose "inputting an
original graphic image.’ At best Hanson et al suggests
inputting data to thereafter forma check imge.” (Brief-page
7.)

The Examiner’s rejection stated that data is applied to

Hanson’ s input 64, and controller 42 (which would be a

conputer) constructs a | ogical page conprising check(s) that

-5-
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i nherently contain an original graphic inmage (answer-page 3).
Now, in response to Appellant’s argunent, the Exam ner
contends that controller 42 constructs a |ogical page
conprising checks (i.e., an original graphic imge) which is
then sent to Raster |Inage Processor 62 which is a conputer
(answer - page 7).

We are not convinced by the Exam ner regardl ess of
whet her 42 is considered to be the conputer, or the new
contention that 62 is now considered to be the conputer. The
claimclearly requires an original graphic inmage input into a
conputer. The Exam ner’s proposed i nherent or constructed
graphic image is not the original graphic i mage required by
the claim

The next step of claim1l recites “scanning of said
graphic image within conputer nenory using an OCR program’
Appel I ant argues “Appel |l ant scans and anal yzes an al ready
formed i mage whil e Hanson et al produces a | atent image which
i s subsequently devel oped. Appellant’s scanni ng contenpl at es
the exam nation in sequential fashion of the imge in conputer

menory by an OCR program” (Brief-page 9.)
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Initially the Exam ner’s rejection indicated that
scanni ng was acconplished by Hanson’s scanner 15 (answer - page
3). Now, in response to Applicant’s argunent, the Exam ner
contends, “the created graphic imge (i.e., a check) from
controller 42 is inputted into RIP 62 in which certain page
formats stored in nmenory 61 are used (col. 5, lines 38-47).”
(Answer - page 8.)

Agai n, we are not convinced by the Exam ner regardl ess of
whet her 15 is considered to be the scanner, or the new
contention that 62 is now considered to be the scanner. In
both renditions of the Exam ner’s expl anation of scanning, we
see no nmention of the scanning bei ng done using an OCR program
as claimed. We also note that the Exam ner considered 62 to
be the conputer for purposes of inputting an original graphic
i mge supra. Although the Exam ner points to Blaylock for the
use of OCR, Blaylock’s statenent “But the invention has equal
application wwth CMC7 or OCR applications,” is too vague to
suggest how OCR mi ght be used in Hanson

The fact that the Exam ner changes and adapts the

application of the cited art, based upon Appellant’s
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argunments, is a clear indication of the deficiencies of the
rejection. As noted supra, the applied art does not neet the
claiml limtations with respect to the required original
graphic image and the scanning using OCR, for all proffered,
and sonetines inconsistent, explanations. Although there is
no need to el aborate, we also find deficiencies in neeting
claim1 s reformatting step, and a sufficient notivation to
conbi ne Hanson and Bl ayl ock.

The Federal Circuit states that "[t]he nere fact that the
prior art may be nodified in the manner suggested by the
Exam ner does not neke the nodification obvious unless the
prior art suggested the desirability of the nodification.” In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQR2d 1780, 1783-84
n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900,
902, 221 USPQ 1125, 1127 (Fed. Cir. 1984). "Cbviousness may
not be established using hindsight or in view of the teachings
or suggestions of the inventor."” Para-Ordnance Mg. v. SGS
| mporters Int’l, 73 F.3d at 1087, 37 USPQRd at 1239, citing W
L. Gore & Assocs., Inc. v. Garlock, Inc., 721 F.2d at 1551,

1553, 220 USPQ at 311, 312-13.
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As poi nted out above, although the references may recite
rel evant claimlanguage such as inmage, conputer, scanning and
OCR, they do not neet the requirenents set forth in the
cl aims, and have not been conbined in a convincing nmanner.

Claim8, the other independent claim recites the sane
unmet limtations as noted with respect to claiml1l.! Thus, we

w Il not sustain the Examner’s rejection of clains 1 and 8.

The remai ning clainms on appeal al so contain the above
[imtations discussed in regard to claim1 and 8 and t hereby,
we w il not sustain the rejection as to these clains.

We have not sustained the rejection of clainms 1 through
10 under 35 U.S.C. 8 103. Accordingly, the Examner's
decision is reversed.

REVERSED

' Cdaim1l does not require identification of MCR codes
and their locations by OCR scanning, thus such identification
reads on the applied art. However, claim8 ties this
identification to the OCR scanning and is not considered to be
met by the references.
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ERROL A. KRASS
Adm ni strative Patent Judge

BOARD OF PATENT

LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

STUART N. HECKER
Adm ni strative Patent Judge
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