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DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
clainms 1 and 10-15. The Exam ner has allowed clains 2-5
and objected to clains 6-9.
The invention is directed to a method and apparatus for
treating a patient for synptons caused by tinnitus through
maski ng the tinnitus by ultrasonic frequency signals

(specification, page 1, lines 1-6 and 24-27). In one



Appeal No. 1998- 0659

Appl i cation No. 08/264, 527

enbodi nent (figure 1) a generator (page 3, lines 1-5; figure
1, item nunbered 10) devel ops noi se signals which provide
sensory stimuli in the auditory range. These signals are
transposed into the ultrasonic frequency range by a nodul at or
(page 3, lines 12-16; figure 1, item nunbered 12). The
ultrasonic noise signals are anplified (page 3, lines 21-23;
figure 1, item nunbered 14) and applied through an applicator
(page 3, lines 26-37; figure 1, item nunbered 16) to the
patient's body. Disclosed (page 3, lines 26-37) exenplary
applicators include electric\vibratory transducers, speakers
and el ectrodes.

In an alternative enbodi nent (figure 2), the above system
is used in conjunction with a second system The second
system conpri ses a m crophone (page 4, lines 8-12; figure 2,

i tem nunbered 22) which is used to pick up auditory stinuli,
such as human speech, fromthe environnent, and convert it
into electrical input signals. The signals are transposed
into the ultrasonic frequency range (figure 2, item nunbered
12), anplified (figure 2, item nunbered 14a), and applied to
the patient's body through an applicator (figure 2, item

nunbered 16a).
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Representative i ndependent clains 1 and 12 are reproduced
as follows:

1. Apparatus for treating a patient for synptons caused
by tinnitus, conprising:

means for generating a masking noise signal in an
ul trasoni ¢ frequency range; and

means for applying said maski ng noi se signal physically
to a selected body part of said patient to alleviate said
synpt ons caused by tinnitus.

12. Apparatus for treating a patient for synptons of
tinnitus, conprising:

means for generating a masking noise signal in an
audi tory frequency range;

means for applying said maski ng noise signal to a
sel ected body part of said patient to alleviate said synptons
of tinnitus;

transducer nmeans for converting sounds in an auditory
frequency range into audio frequency el ectrical signals;

ul trasoni ¢ nodul ator nmeans for converting said audio
frequency electrical signals into ultrasonic frequency
el ectrical signals; and

means for applying said ultrasonic frequency el ectrical
signals physically to a selected body part of said patient.

The Exam ner relies on the follow ng references:

Shannon et al. (Shannon) 5, 285, 499 Feb. 8,
1994

Mat sushima et al. (Matsushim), Devel opnent O | nplanted
Electrical Tinnitus Suppressor, 1994, pages 1-17
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Claiml is rejected under 35 U.S.C. §8 102(a)! as being
antici pated by Matsushi na.

Clains 10 and 11 are rejected under 35 U.S.C. § 103 as
bei ng unpatent abl e over Matsushima in view of the well-known
prior art.

Clainms 12-15 are rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Matsushima in view of Shannon.

Rat her than repeat the argunents of Appellants and the

Exam ner, we nake reference to the brief,? reply brief,?

'The Examiner originally rejected this clai munder 35
US C 8§ 102(e). In his Supplenmental Exam ner's Answer the
Exam ner corrected the basis for this rejection to be 35
US C 8 102(a). As Appellants addressed this rejection in
their Appeal Brief as based upon 35 U.S.C. § 102(a), and as it
is clear that 35 U.S.C. 8 102(e) cannot apply to the
Mat sushi ma journal publication, this rejection is considered
as made under 35 U.S.C. § 102(a).

2 Appellants filed a brief on Cctober 7, 1996.
3 Appellants filed a reply brief on Decenber 9, 1996.
4
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Exam ner's answer,* and suppl enental Exam ner's answer® for the
details thereof.?®
. OPI Nl ON

After careful review of the evidence before us, we wll
sustain the rejection of claim1l under 35 U . S.C. § 102(a), and
the rejection of clains 11, 13 and 14 under 35 U.S.C. § 103.
We do not sustain the rejection of clains 10, 12 and 15 under

35 U S.C § 103.

A. Rejection of daim1l under 35 U.S.C. § 102(a)

It is axiomatic that anticipation of a claimunder 35
U S C 8§ 102 can be found only if the prior art reference
di scl oses every elenent of the claim See In re King, 801
F.2d 1324, 1326, 231 USPQ 136, 138 (Fed. Cir. 1986) and

Li ndemann Maschi nenfabrik GvBH v. Anerican Hoist & Derrick

* The Exaniner's Answer was nmil ed Novenber 12, 1996.

®*The Suppl enental Exam ner's Answer was mailed March 6,
1997. A response by the Exam ner to Appellants’ Reply Brief
was nmailed January 8, 1997 and stated that the reply brief had
been entered and considered but no further response by the
Exam ner was necessary.

®This case was renmanded to the Exam ner on Decenber 13,
1999 as paper nunber 14 was not in the application file. The
Exam ner provided a copy of paper nunber 14 and forwarded the
file to the Board of Patent Appeals and Interferences.

5
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Co., 730 F.2d 1452, 1458, 221 USPQ 481, 485 (Fed. Cr. 1984).
"Anticipation is established only when a single prior art
reference discloses, expressly or under principles of

i nherency, each and every elenent of a clained invention."
RCA Corp. v. Applied Digital Data Sys., Inc., 730 F.2d 1440,
1444, 221 USPQ 385, 388 (Fed. Gr. 1984), cert. dism ssed, 468
U S. 1228 (1984), citing Kalman v. Kinberly-Cark Corp., 713
F.2d 760, 772, 218 USPQ 781, 789 (Fed. Cir. 1983) cert.

deni ed, 465 U. S. 1026 (1984).

Appel I ants argue’ that Matsushi ma does not discl ose neans
for generating a masking noise signal in an ultrasonic
frequency range, and neans for applying the masking signal
physically to a patient to alleviate the synptons caused by
tinnitus. Specifically, Appellants assert that Mtsushina
teaches that the frequency of the stinmulating signal for
tinnitus relief is 10 Hz and that the 30 kHz conducti on
frequency relates to the magnetic coupling system between the

coils of this reference and has nothing to do with the

"Brief, page 5, and Reply Brief, page 2.
6
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el ectrical stinulus signal applied to the coil for tinnitus
treat nent.

Appel l ants further assert that the circuit of figure 1 of
this reference provides no nodul ati on of the stinmulus signal
because the circuit contains no nodul ator.

Finally, Appellants argue® that the Matsushina signal is
not a maski ng noi se signal for nmasking the synptons of
tinnitus, but rather is an electrical signal applied to a
tenporal bone for a predeterm ned anmount of tinme as part of a
stinmulus treatnent reginen.

The Exam ner contends® that figure 6 on page 23 of
Mat sushima illustrates the efficacy between the first and
second coil according to stimulus frequency expressed as a
rel ati on between the gain on the y-axis and the frequency on
the x-axis. As the graph says nothing about conduction
frequency, the
Exam ner asserts that the 10 Hz signal is nodulated with
respect to the conduction frequency where optim zation occurs

around 30 kHz.

8 Brief, page 6, and Reply Brief, page 4.

° Answer, page 6.
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The Exam ner further argues? that since figure 3 of
Mat sushi ma shows the pair of coils (stimulus and conduction
coils) in a contiguous relation such as in a m xer/nodul at or
configuration, the 10Hz signal is nodul ated! onto the 30 kHz
conduction signal as shown by figures 3 and 6 of this
ref erence.

In respect to Appellants' argunent that the output
signals of Matsushim are not applied physically to the
patient to treat tinnitus, the Exam ner notes line 7 of the
abstract of this reference as providing for the first coil
being inplanted in the tenporal bone of the patient's ear,

t hus being in physical contact with the patient. Mbreover,

t he Exam ner notes that the second coil is on the ear of the
patient and thus in physical contact with the patient, and
notes the picture of figure 2 for support.

The abstract of Matsushima is then cited by the Exam ner

to show that the Matsushima device provided conplete tinnitus

©Brief, page 7.

Al t hough the Answer uses the word "masked," it is
apparent fromthe context of the sentence that the Exam ner
intended to use the word "nodul ated. "

8
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suppression follow ng twi ce-a-day stinulation, and this
teaching is sufficient to read on the invention as cl ai ned.
As regards Appellants' statenent that the conduction
frequency has nothing to do with the stimulus signal, the
Exam ner agrees that this is correct to sone extent, and
states that the conduction frequency nodul ates the stinulus
frequency to suppress tinnitus. Furthernore, the Exam ner
addresses Appel lants' contention that the stinulus frequency
is not nodul ated by noting that the purpose of the stinulus
signal generator is to generate the 10 Hz signal, and once
generated it is nodulated by the coil carrying the conduction
frequency.
W note that the preanble of claim1l recites "Apparatus
for treating a patient for synptons caused by tinnitus .

The Matsushima article is replete with disclosure of an
apparatus for such treatnment. For exanple, the title to the
article is "DEVELOPMENT OF | MPLANTED ELECTRI CAL TI NNI TUS
SUPPRESSOR, " and the abstract of the article notes the
treatment of 2 tinnitus patients. |In addition, sections 5-7

of the article discuss inplantation of the device in the
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patients, evaluation of the tinnitus suppressor, and the
results of its use on the patients.

Next, this claimrecites "neans for generating a masking
noi se signal in an ultrasonic frequency range.” Initially, it
is noted that Appellants have described! an enbodi nent of
their invention wherein electromagnetic signals are applied to
the patient's body by el ectrodes. The signals are in the
ultrasoni c frequency range which Appell ants recogni ze®® to be
above 20,000 hertz and extending to approximately the 100, 000
hertz range, with an ultrasonic carrier of 25,000 to 30, 000
hertz being found to work well. Caim11l, which is dependent
fromclaiml, is directed to this node of el ectrode
application of such signals to a patient.

Appel I ants have admitted' that the Matsushinma signal is
an electrical signal applied to the patient. The article is

also replete!® with references to their device providing

2gpecification, page 3, |ines 35-37.
BgSpecification, page 3, lines 12-17.
“Brief, page 6, and Reply Brief, page 3.

> See, inter alia, sections 2, 5.2, 6.4 and 9; figures 1-

10
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el ectrical stinulation and using el ectrodes. Furthernore,
Mat sushi ma di scl oses'® using a carrier frequency near 30 kHz
and stinulation signals of which 10 Hz, which was the | owest
frequency anong the conpari sons, and the one which nost
strongly suppressed the tinnitus. Thus the Matsushim
tinnitus suppressor operates in the ultrasonic frequency
range.

Therefore, as both Matsushima's and Appel | ants' apparat us
supply electrical noise signals in the ultrasonic frequency
range to the patient, this section of the clainmed "neans for
generating a masking noise signal in an ultrasonic frequency
range" is disclosed by Mtsushita.

Finally, claiml recites "nmeans for applying said masking
noi se signal physically to a selected body part of said
patient to alleviate said synptons caused by tinnitus."” These
means are the el ectrodes which are inplanted in the patient’s
ear as discussed in the second paragraph above.

Appel I ants' argunent that Matsushima teaches that the 30
kHz conduction frequency relates to the magnetic coupling

system between the coils of this reference and has nothing to

* Section 8, first paragraph.

11
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do with the electrical stinmulus signal applied to the coil for
tinnitus treatment is found unavailing as Matsushim al so
teaches the carrier frequency to be near 30 kHz, as found
above. Simlarly, Appellants' assertion that the circuit of
figure 1 of Matsushima provides no nodul ati on of the stimnulus
si gnal because the circuit contains no nodulator, is
unavai l i ng because of Matsushima's disclosure of using a
carrier frequency which is nodulated by a stinulation
frequency. '’
Accordingly, we sustain the rejection of claim1 under
35 U.S.C. 102(a).
B. Rejection of clains 10 and 11 under 35 U.S.C. § 103
Appel I ants argue’ generally that the limtations of these
clainms are not suggested by the prior art. Appellants then
assert that there is no factual basis for the proposition in
the final rejection that the Matsushim coil vibrates, and

that it is well known that an inductive coil such as that of

“Note, inter alia, section 7.1 where Matsushima di scusses
t he use of nodul ati on frequencies of 10, 100 and 1000 Hz upon
a carrier signal

BBrief, page 6.
12
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Mat sushima et al can not function as transducer as alleged in
the O fice action.

As regards claim1ll, Appellants argue that Matsushinma
fails to disclose the use of an el ectrode as an applicator
means as cl ai ned.

The Exam ner asserts?! that as Matsushinma teaches a pair
of coils (electrodes), one of which is inplanted in the ear
and generates conduction and stinulus frequencies, at |east
one of the coils nust vibrate. The Exam ner then reasons that
as Appellants do not know what type of coil Matsushim used,
their statenment that the reference’s coil is like other coils
is opinion without factual basis. Furthernore, the Exani ner
asserts that wthout the coils vibrating the suppression of
tinnitus could not be realized.

Finally, the Examner cites lines 7 and 8 of the abstract
of Mat sushima to show that one of the coils is inplanted
i nside the tenporal bone, and asserts that this coil causes
t he bone about the ear to vibrate.

As regards to claim 10, we find that the Exam ner has

failed to set forth a prima facie case. It is the burden of

¥ Answer, page 4.
13
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t he Exam ner to establish why one having ordinary skill in the
art would have been led to the clainmed invention by the
express teachings or suggestions found in the prior art, or by
i nplications contained in such teachings or suggestions. In
re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. GCr

1983). “Additionally, when determ ning obviousness, the
clainmed invention should be considered as a whole; there is no
l egally recogni zable ‘heart’ of the invention.” Para-Odnance
Mg. Inc., v. SGS Inporters Int'l, Inc., 73 F.3d 1085, 1087,
37 USPQ2d 1237, 1239 (Fed. G r. 1995), cert. denied, 519 U S.
822 (1996) citing WL. Gore & Assocs., Inc. v. Garlock, Inc.,
721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed. Cr. 1983), cert.
deni ed, 469 U.S. 851 (1984).

W find that the Exam ner's contention that one of the
coils of Matsushim nust vibrate is wthout adequate
foundati on. Matsushima is devoid of any teaching that a coi
conprises an electric/vibratory transducer and no evi dence has
been provided to support the contention that such coil nust
vibrate. Furthernore, Mtsushima discloses their device to
operate by electrical tinnitus suppression, as we have

di scussed above, and not by vibration.

14
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We are not inclined to dispense with proof by evidence
when the proposition at issue is not supported by a teaching
in a prior art reference or shown to be conmmon know edge of
unquesti onabl e denonstration. Qur review ng court requires
this evidence in order to establish a prina facie case. In re
Pi asecki, 745 F.2d 1468, 1471-72, 223 USPQ 785, 787-88 (Fed.
Cir. 1984); In re Knapp-Mnarch Co., 296 F.2d 230, 232, 132
USPQ 6, 8 (CCPA 1961); In re Cofer, 354 F.2d 664, 668, 148
USPQ 268, 271-72 (CCPA 1966). Furthernore, our review ng
court states in In re Piasecki, 745 F.2d at 1472, 223 USPQ at
788 the follow ng:

The Suprene Court in Gahamv. John Deere Co., 383

US 1 (1966), focused on the procedural and

evidentiary processes in reaching a concl usion under

Section 103. As adapted to ex parte procedure,

Grahamis interpreted as continuing to place the

"burden of proof on the Patent O fice which requires

it to produce the factual basis for its rejection of

an application under section 102 and 103". Citing

In re Warner, 379 F.2d 1011, 1020, 154 USPQ 173, 177

(CCPA 1967).

Therefore, we will not sustain the rejection of claim 10
under 35 U. S.C. 8 103 as bei ng unpatentabl e over Matsushim

As to claim1ll, we note that this claimfurther limts

claim1 only in that the applying neans conprises an

15
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el ectrode. As we have found above that Matsushim uses

el ectrodes to apply the electrical signal to the patient, this
claimis obvious over Matsushima. "[A] disclosure that
anti ci pates under Section 102 also renders the claiminvalid
under Section 103, for ‘anticipation is the epitone of

obvi ousness." Connell v. Sears, Roebuck & Co., 722 F.2d 1542,

1548, 220 USPQ 193, 198 (Fed. Cir. 1983) (citing In re

Fracal ossi, 681 F.2d 792, 794, 215 USPQ 569, 571 (CCPA 1982)).

Therefore, we will sustain the rejection of claim1l

under 35 U. S.C. 8§ 103 as bei ng unpat entabl e over Matsushi nma.

C. Rejection of clainms 12-15 under 35 U.S.C. § 103

As regards to claim 12, Appellants argue? generally that
nei ther Mat sushi ma nor Shannon di scloses the features of the
invention therein clained, and thus no conbi nation of these

references would result in the clainmed invention.

©Brjef, page 7.
16
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Specifically, Appellants assert that Matsushi ma does not

di scl ose applying a noise signal to the body, or the
production of an auditory frequency range signal. 1In

addi tion, Appellants again assert that the coils of Mtsushina
do not constitute transducer neans.

As regards to the Shannon reference, Appellants note that
this reference is not concerned with treatnment of tinnitus
synptonms and as such is irrelevant to both the clained
invention as well as [the Matsushinma]. Appellants al so assert
that no purpose has been articulated in the final Ofice
action for the proposed nodification to "nodul at[e] the
conduction frequency with the stimulus frequency of Matsushina
et al" as stated in the office action.

Finally, Appellants argue? that the Ofice action fails
to explain the proposed nodification of the Mtsushi ma device
in view of Shannon, and that there is no nodulator in the
Mat sushi ma devi ce.

The Exam ner asserts? that the signal generator shown by

figure 1 of Matsushima generates a 10 Hz signal anong ot her

2 Brief, page 8.
Z Answer, page 10.

17
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signals, and the 10 Hz signal yields optimal results for
tinnitus suppression. 1In addition, the Exam ner reiterates
that the signal is applied to the patient's body by the
inplant to the patient's skull bone surrounding the inner ear
and the other coil placed in the hearing aid housing which is
pl aced around the patient's ear.

As evidence that Matsushinma uses an auditory signal, the
Exam ner notes that 10 Hz and 30 kHz, the stimulus and
conduction frequencies respectively, yielded optinumresults
for tinnitus suppression but that figure 6 and section 6.1
show t hat other frequencies which are in the auditory range
can be chosen.

Finally, the Exam ner admts that Matsushi ma does not
specifically refer to an ultrasonic nodulator, and cites
Shannon to show nodul ati on of frequencies which are ultrasonic
as well as in the audio range. 1In the rejection,? the
Exam ner finds that since Mtsushinma and Shannon are both
directed to audio signals and ultrasonic signals, the
nmodul ating of audio signals into the ultrasonic frequency

range as di scl osed by Shannon woul d have been recogni zed in

ZBrief, page 5.
18
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the pertinent art of Matsushima. Then the Exam ner finds that
it would have been obvious to a person having ordinary skill
inthe art, at the tinme the invention was nade, to conbine the
teachi ngs of these two references for the purpose of
nodul ati ng the conduction frequency with the stimnulus
frequency of Matsushinma in order to nmake the present
i nvention.

As regards to claim12, we find that the Exam ner has
failed to set forth a prima facie case. As we stated above,
it is the burden of the Exam ner to establish why one having
ordinary skill in the art would have been led to the clained
i nvention by the express teachings or suggestions found in the
prior art, or by inplications contained in such teachings or
suggestions. W are not inclined to dispense with proof by
evi dence when the proposition at issue is not supported by a
teaching in a prior art reference or showmn to be common
know edge of unquesti onabl e denonstrati on.

The Federal Circuit states that "[t]he nere fact that the
prior art may be nodified in the manner suggested by the
Exam ner does not make the nodification obvious unless the

prior art suggested the desirability of the nodification.™ In

19
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re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84
n.14 (Fed. CGr. 1992), citing In re Gordon, 733 F.2d 900, 902,
221 USPQ 1125, 1127 (Fed. Gr. 1984). "(Qoviousness nay not be
establ i shed using hindsight or in view of the teachings or
suggestions of the inventor." Para-Ordnance, 73 F.3d at 1087,
37 USP@d at 1239, citing W L. Gore & Assocs., 721 F.2d at
1551, 1553, 220 USPQ at 311, 312-13. In addition, our
reviewi ng court requires the Patent and Trademark O fice to
make specific findings on a suggestion to conbine prior art
references. In re Denbiczak, 175 F.3d 994, 1000-01, 50 UsSPQd
1614, 1617-19 (Fed. Cr. 1999). As poi nted out by our
reviewing court, we nust first determ ne the scope of the
claim "[T]he name of the game is the claim” In re Hiniker
Co., 150 F.3d 1362, 1369, 47 USPQ2d 1523, 1529 (Fed. Gr

1998) .

Claiml1l2, lines 7 and 8, provides "transducer neans for
converting sounds in an auditory frequency range into audio
frequency electrical signals.” This limtation is not
di scl osed by Matsushima and the Exam ner points to Shannon for
its teaching of such a transducer. However, Shannon is not

concerned with the treatnment of tinnitus synptons. This

20
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reference is directed to translating audionetric signals into
the ultrasonic range, which can be delivered by an ultrasonic
transducer, to allow an individual to perceive the ultrasonic
si gnal as audi bl e sound.

Merely because Matsushima and Shannon are directed in
sonme manner to audi o and ultrasonic signals does not provide a
basis for the clained use of a transducer for converting
sounds in an auditory frequency range into audi o frequency
electrical signals. This finding is further supported by the
earlier claimlimtation? of "nmeans for generating a nasking
noi se signal in the ultrasonic frequency range." There is
clearly no need in Matsushina for both the signal generator
and the converter as clai ned.

Therefore, we will not sustain the rejection of claim 12
under 35 U.S.C. 8 103 as bei ng unpatentabl e over Matsushim
when taken w th Shannon.

As regards claim 13, Appellants argue?® generally that
nei t her Matsushi ma nor Shannon suggests the clai med net hod.

Specifically, Appellants assert that Matsushi ma does not teach

“Brief, page 10, lines 3-4.
#Brief, page 8.
21
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the generation of a nmasking noise signal, does not teach the
use of an ultrasoni c masking noise signal, and fails to show
the conversion of an electrical signal into a human sensory
signal. Appellants then assert that Shannon fails to cure

t hese defi ci enci es.

In addition, Appellants argue that since Matsushima does
not apply an audionetric signal to a patient, there is nothing
i n Mat sushi ma whi ch woul d be nodified by Shannon.

As regards to claim 14, Appellants argue that neither of
t hese references teaches the generation of a first audio
frequency masking signal and transposing it to an ultrasonic
frequency range.

Regardi ng claim 15, Appellants argue that neither
reference teaches the step of converting the maski ng noise
signal of claim1l4 into a vibratory signal

We note that the preanble of claim13 recites "[a] nethod
for treating a patient for synptons of tinnitus . . . ." The
Mat sushima article is replete with disclosure of nethods and
apparatus to be used with the nethod for such treatnent. For
exanple, the title to the article is "DEVELOPMENT OF | MPLANTED

ELECTRI CAL TI NNI TUS SUPPRESSOR, " and the abstract of the

22
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article notes the treatnent of 2 tinnitus patients. In
addition, sections 5-7 of the article discuss inplantation of
the device in the patients, evaluation of the tinnitus
suppressor, and the results of its use on the patients.

Next, this claimrecites "generating a nasking noise
signal in an ultrasonic frequency range.” W again note that
Appel | ants have descri bed? an enbodi nent of their invention
wherein el ectromagnetic signals are applied to the patient's
body by electrodes. The signals are in the ultrasonic
frequency range whi ch Appellants recogni ze* to be above 20, 000
hertz and extending to approximately the 100, 000 hertz range,
with an ultrasonic carrier of 25,000 to 30,000 hertz being
found to work well. Caiml1l is directed to this node of
el ectrode application of such signals to a patient.

Appel  ants have adm tted? that the Matsushima signal is

an electrical signal applied to the patient. The article is

% Speci fication, page 3, |lines 35-37.
2 gpecification, lines 12-17.
%Brief, page 6.
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also replete? with references to their device providing

el ectrical stinulation and using el ectrodes. Furthernore,
Mat sushi ma di scl oses?®*® using a carrier frequency near 30 kHz
and stimulation signals of which 10 Hz, which was the | owest
frequency anong those conpared, and the one which nost
strongly suppressed the tinnitus. Thus, the Matsushima
tinnitus suppressor operates in the ultrasonic frequency
range.

Therefore, as both Matsushita's and Appel |l ants' apparat us
supply electrical noise signals in the ultrasonic frequency
range to the patient, the clainmed "generating a maski ng noi se
signal in an ultrasonic frequency range" is disclosed by
Mat sushi ma.

Claim 13 then recites "converting said maski ng noi se
signal into a human sensory signal." The circuitry disclosed
by Matsushinma at section 2 and figure 1 provide such

conversion through the application of the electrical signal to

®See, inter alia, sections 2, 5.2, 6.4 and 9; figures 1-

®¥Section 8, first paragraph.
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the patient's body where it is sensed by the tinnitus
suppressi on and drowsi ness it engenders.

Finally, claim13 recites "applying said sensory signa
to a selected body part of said patient to alleviate said
synptons of tinnitus.” These neans are the el ectrodes of
Mat sushi ma which are inplanted in the patient’s ear as
di scussed in the second paragraph above.

Appel I ants' argunents that Matsushinma fails to disclose
the application of audionetric signals to a patient is
unavailing as this clainms fails to recite such limtation

As regards to claim 14, we find that Mtsushinma
di scl oses® using stinulation waveforns nodul ated by 100 Hz or
1000 Hz (both clearly in the audio frequency range), and a
carrier frequency of near 30 kHz,®* in the ultrasonic frequency
range. \While Matsushima teaches that 1000 Hz was | east
effective for the suppression and 10 Hz was nost effective for
t he suppression, the use of the audio range signals is none-
the-less clearly disclosed. W also note Matsushim's

di scl osure of using a carrier frequency which is nodul ated by

81 Sections 6.1 and 7. 1.
% Section 8.
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a stinmulation frequency.®* Thus, Matsushima discloses all the
steps of this claim

As we have found above that Matsushima discloses all the
[imtations of clains 13 and 14, these clains are obvi ous over
Mat sushima. “[A] disclosure that antici pates under Section
102 al so renders the claiminvalid under Section 103, for
"anticipation is the epitonme of obviousness." Connel
722 F.2d at 1548, 220 USPQ at 198 (citing Fracal ossi, 681 F.2d
at 794, 215 USPQ at 571).

Therefore, we will sustain the rejection of clains 13 and
14 under 35 U.S.C. 8 103 as bei ng unpatent abl e over
Mat sushi ma.

As regards to claim 15, we find that the Exam ner has
failed to set forth a prima facie case. It is the burden of
t he Exam ner to establish why one having ordinary skill in the
art would have been led to the clainmed invention by the
express teachi ngs or suggestions found in the prior art, or by

i nplications contained in such teachings or suggestions.

#¥See, inter alia, section 7.1 where Matsushita et al
di scusses the use of nodul ation frequencies of 10, 100 and
1000 Hz upon a carrier signal.
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We here again repeat our finding above as to claim 10,
that the Exami ner's contention that one of the coils of
Mat sushima nust vibrate is wthout adequate foundation.

Mat sushima is devoid of any teaching that a coil conprises an
el ectric/vibratory transducer and no evi dence has been

provi ded to support the contention that such coil mnust
vibrate. Furthernore, [the Matsushinma] disclose their devices
to operate solely by electrical tinnitus suppression.

We are not inclined to dispense with proof by evidence
when the proposition at issue is not supported by a teaching
in a
prior art reference or showmn to be common know edge of
unquesti onabl e denonstrati on.

Therefore, we will not sustain the rejection of claim15
under 35 U. S.C. 8§ 103 as bei ng unpatentabl e over Matsushima
when taken w th Shannon.

Accordingly, we affirmthe rejection of clains 13 and 14
under 35 U.S.C. 8 103 and reverse the rejection of claim 15
under 35 U. S.C. § 103.

We have sustained the rejection of claim1l under 35

US C 8 102(a), and the rejection of clainms 11, 13 and 14
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under 35 US.C 8 103. W do not sustain the rejection
of clains 10, 12 and 15 under 35 U.S.C. § 103.
1. NEW GROUNDS OF REJECTI ON

We nmake the foll ow ng new grounds of rejection for claim
12 under 35 U.S.C. § 103, pursuant to 37 CFR § 1.196(b). The
new grounds of rejection are based on Matsushinma taken with
Shannon, for reasons other than given by the Exam ner.

New grounds of rejection under 35 U.S.C. § 103

Claim12 is rejected under 35 U.S.C. 8§ 103 as obvi ous
over Matsushima and Shannon. **

Al'l of the clained elenents of the clained apparatus are
witten in neans-plus-function | anguage. Except for the claim
subpar agraphs directed to transducer neans and ul trasonic
nodul at or nmeans, the remaini ng subparagraphs all recite a
means for performng a specified function without the recital
of structure to performthe clained function. See 35 U S.C. 8§

112, Para. 6 (1994); Cole v. Kinberly-Cark Corp., 102 F. 3d

524, 531, 41 USPRd 1001, 1006 (Fed. Cir.), cert. denied 522

¥ W note that although both Mt sushi na and Shannon were
applied by the Exam ner against this claimunder a 35 U S.C
8§ 103 rejection, Appellants did not present any 35 U.S.C. §
112, sixth paragraph, analysis or present any argunents of
"non- equi val ence" thereunder.
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U S 812 ("To involve [Section 112, Para. 6], the alleged
nmeans- pl us-function claimel enent nust not recite a definite
structure which perforns the described function.") The proper
construction of a means-plus-function claimlimtation
requires interpreting the limtation in |ight of the
correspondi ng structure, nmaterial, or acts described in the
witten description, and equival ents thereof, to the extent
that the witten description provides such disclosure. See In
re Donal dson Co., 16 F.3d 1189, 1193, 29 USPQ2d 1845, 1848
(Fed. Gir. 1994) (in banc). Structure disclosed in the
witten description is "corresponding” to the clainmed neans
under Section 112, Para. 6, if the structure is linked by the
witten description or the prosecution history to the function
recited in the claim See B. Braun Medical, Inc. v. Abbott
Labs., 124 F.3d 1419, 1424, 43 USPQ2d 1896, 1990 (Fed. Cr
1997); see also Chium natta Concrete Concepts Inc. v. Cardinal
| ndus., Inc., 145 F.3d 1303, 1308, 46 USPQd 1752, 1755-56
(Fed. Cir. 1998).

In the first subparagraph of this claim the specific
function associated with the means limtation is generating a

maski ng noi se signal in an auditory frequency range.
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The only structure disclosed® for inplenenting the
aforesaid function of the "neans” is the noise signal
gener at or .

The neans-plus-function clause is construed as limted to
the correspondi ng structure disclosed in the specification and
equi val ents thereof. This structure is net by the circuit of
figure 1, and the nodul ation recited at sections 7.1 and 8 of
Mat sushi ma. Pennwalt Corp. v. Durand-Wayland, Inc., 833 F. 2d
931, 4 USPQ2d 1737 (Fed. Cir. 1987), cert. denied, 484 U. S.
961 (1988). As Appellants' enbodi nent and Mat sushina apply a
nmodul ating signal in an auditory frequency range upon a
carrier signal in the ultrasonic frequency range, they perform
the same function. As Appellants have not discl osed any
particular circuitry for the nmasking signal generator, and
show only a "black box," the generators are equivalent. They
performthe sane clainmed function in substantially the sane

way to achieve substantially the sane result. 3

*Specification, page 3, lines 1-11, and item 10 of
figures 1 and 2.

¥ Dawn Equi prent Co.v. Kentucky Farms, Inc., 140 F.3d
1009, 1019-20, 46 USPRd 1109, 1116 (Fed. Cr. 1998).
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In the second subparagraph of this claim the specific
function associated with the means limtation is "applying
sai d maski ng noi se signal to a selected body part of said
patient to alleviate said synptonms of tinnitus.” One of the
means di scl osed® by Appellants for inplenenting the aforesaid
function of the “neans” is an el ectrode.

Thi s means-plus-function clause is construed as limted
to the corresponding structure disclosed in the specification
and equivalents thereof. This structure is nmet by the
el ectrodes which are attached to the patient as recited at
sections 2, 5.2, 6.4 and 9, and shown in figures 1-3, of
Mat sushi ma. As Appel |l ants' enbodi nent and Mat sushi ma both use
el ectrodes to apply their noise signal, they performthe sane
function and as Appel |l ants have not disclosed any particul ar
el ectrodes for applying the signal to the patient, the
el ectrodes of Matsushima
are an equivalent. They performthe sanme claimed function in
substantially the sane way to achi eve substantially the sane

resul t.

% Specification, page 3, lines 35-37, and claim 11
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The third and fourth subparagraphs of this claimrecite
specific means for performng the clained function. The third
subpar agraph provides for a "transducer"” to performthe
function of converting sounds in an auditory frequency range
into audio frequency electrical signals. The fourth
subpar agraph provides an "ultrasonic nodul ator” to performthe
function of converting the audio frequency signals into
ultrasonic frequency electrical signals. Thus, these
subpar agraphs col | apse the assunption that 35 U S.C. § 112,
si xt h paragraph, is invoked. 3

In the final subparagraph of this claim the specific
function associated with the means limtation is "applying

said ultrasonic frequency electrical signals physically to a

¥ See Personal i zed Media Communi cations, LLC v. Int’]
Trade Conmin, 161 F.3d 696, 704-05, 48 USPQR2d 1880, 1887 (Fed.
Cr. 1998) (finding that "digital detector” could not be
construed as neans-plus-function limtation; "detector” is not
generic structural term but rather had well-known neaning to
those skilled in the art); Geenberg v. Ethicon Endo-Surgery,
Inc., 91 F.3d 1580, 1583, 39 USP@2d 1783 (Fed. G r. 1996)
(Section 112, para. 6, could not apply to "detent nechanisnt
sinply because claimtook its nane from function; "detent"” had
wel | understood neaning in the art); Cole, 102 F.3d at 531, 41
USPQ2d at 1006 (no neans-plus-function treatnent where claim
descri bed both structure and | ocation).
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sel ected body part of said patient.” The means discl osed® by
Appel lants for inplenenting the aforesaid function of the
"means” is an applicator 1l6a.

Thi s means-plus-function clause is construed as limted
to the correspondi ng structure disclosed in the specification
and equival ents thereof. This structure is nmet by the
ul trasoni c transducer 12 and headset 14 of Shannon. As
Appel I ants' enbodi nrent and Shannon both apply ultrasonic
frequency signals physically to the patient, they performthe
sane function and as Appell ants have not disclosed any
particul ar applicator for applying the signal to the patient,
t he transducer and headset of Shannon are an equivalent. They
performthe sane clainmed function in substantially the sane
way to achi eve substantially the sane result.

Havi ng established the applicability of 35 U S.C. § 112,
si xth paragraph, as regards this claim we turn to the prior
art. The preanble of claim1 recites "[a]pparatus for
treating a patient for synptons caused by tinnitus .

The Matsushinma article is replete with disclosure of an

apparatus for such treatnent. For exanple, the title to the

¥ Specification, page 4, |ines 22-25.
33



Appeal No. 1998- 0659

Appl i cation No. 08/264, 527

article is "DEVELOPMENT OF | MPLANTED ELECTRI CAL TI NNI TUS
SUPPRESSOR, " and the abstract of the article notes the
treatment of 2 tinnitus patients. |In addition, sections 5-7
of the article discuss inplantation of the device in the
patients, evaluation of the tinnitus suppressor, and the
results of its use on the patients for treating a patient for
synptons of tinnitus.

The neans recited in the first two subparagraphs of this
claimare net by Matsushinma as set forth above in the neans-
pl us-function anal ysis.

Shannon teaches the |last three nmeans recited in this
claim The hearing aid of Shannon uses a transducer to convert
speech sounds to an electrical signal S(t) in the audio
frequency. See figures 1 and 2, and colum 3, lines 41-43.

El enents 2-16 of Shannon convert the audio frequency

el ectrical signals into ultrasonic frequency electrica
signals. Conponents 12 and 14 of Shannon apply the ultrasonic
frequency electrical signals physically to the patient.

Thus, Matsushima discloses the tinnitus treating
conponent of this claimand Shannon di scloses the aid for

i nproved hearing of speech. W find that it would have been
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obvious to one of ordinary skill in the art to conbine it with
t he enhanced hearing aid which Shannon teaches* is for the
hearing inpaired and is designed for use in high noise and
hi gh-interference environnents. As tinnitus patients suffer
fromringing and other noises, and as both patients of
Mat sushi ma had hearing inpairnents* in addition to tinnitus,
it would have been obvious to use both the apparatus for the
suppression of tinnitus as disclosed by Matsushima and the
apparatus for inproved hearing of sound as di scl osed by
Shannon for these patients.
1. CONCLUSI ON

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b). 37 CFR 8§ 1.196(b) provides that 7] a]
new ground of rejection shall not be considered final for
pur poses of judicial review?”

37 CFR 8 1.196(b) al so provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new

“Colum 3, lines 41-51

“Sections 5.1.1 and 5.1. 2.
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ground of rejection to avoid term nation of proceedings (37

CFR § 1.197(c)) as to the rejected clains:

(1) Submit an appropriate anendnent of
the clains so rejected or a show ng of facts
relating to the clains so rejected, or both,
and have the matter reconsidered by the
exam ner, in which event the application wll
be remanded to the exam ner

(2) Request that the application be
reheard under § 1.197(b) by the Board of
Pat ent Appeal s and Interferences upon the
sanme record .
No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART AND 37 CFR 8§ 1.196(Db)

JERRY SM TH )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
M CHAEL R FLEM NG )
Adm ni strative Patent Judge ) APPEALS AND
)
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JOSEPH F. RUGAE ERO
Adm ni strative Patent Judge

MRF: pgg
Rot hwel | , Figg, Ernst & Kurz
Suite 701-E

555 13th St., N W
Washi ngt on, DC 20004
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