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DECI S| ON  ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clains 1-9, which are all of the clains
pending in this application.

The subject matter on appeal is illustrated in claim1l,
whi ch reads as foll ows:

1. A method of form ng a pernmanent identification
indicia on a substrate that nelts when heated to a
predeterm ned tenperature, conprising:

providing a | abel having an adhesive on one side,
wherein the | abel, including the adhesive, also nelts
when heated to the predeterm ned tenperature;
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applying the |l abel to the substrate with the
adhesive side in contact with the substrate, wherein the
adhesive is of the type that permanently adheres the
| abel to the substrate;

heati ng predeterm ned portions of the |abel, which
portions define an outline of the indicia, to at |east
the predeterm ned tenperature to nelt the predeterm ned
| abel portions; and

heati ng portions of the substrate, which portions
corresponding to the predeterm ned | abel portions, to at
| east the predeterm ned tenperature and debossing the
substrate portions to a predeterm ned depth, |eaving the
indicia permanently on the substrate, wherein the
debossed substrate portions are exposed through the
| abel .

The references relied upon by the exam ner are as

f ol | ows:
Cranfill 3, 629, 042 Dec. 21, 1971
Ri t chey 4,365, 436 Dec. 28, 1982

Cainms 1-9 stand rejected under 35 U S.C. § 103 as
obvi ous over Cranfill in view of R tchey.

CPI NI ON

For the reasons set forth bel ow, we reverse the above-
noted rejection.

Before reaching the nmerits of the appellants’ position
and the exam ner’s position, we note that a proper
rejection under 35 U S.C 8§ 103 requires the foll ow ng
considerations. Under a 35 U S.C. 8 103 rejection, the
exam ner should set forth in the rejection:

(A) the relevant teachings of the prior art relied
upon, preferably with reference to the rel evant
col um or page nunber(s) and |ine nunbers(s)
wher e appropri ate,
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(B) the difference or differences in the clains over
the applied reference(s),

(C© the proposed nodification of the applied
reference(s) necessary to arrive at the clained
subj ect matter, and

(D) an explanation why one of ordinary skill in the
art at the time the invention was nade woul d have
been notivated to nmake the proposed nodification

MPEP § 706.02(j)(Rev. 1, Feb. 2000).

Al so, the rejection nust apply the follow ng four
factual inquiries enunciated in G ahamv. John Deere Co.
383 U.S. 1, 148 USPQ 459 (1966), as a background for
det er m ni ng obvi ousness:

(A) Determning the scope and contents of the prior
art;

(B) Ascertaining the differences between the prior
art and the clains at issue; [enphasis added]

(© Resolving the level of ordinary skill in the
pertinent art; and

(D) Evaluating evidence of secondary considerations.

MPEP § 2141 (Rev. 1, Feb. 2000).

Turning now to the issues of the instant case, the
exam ner’s position is that Cranfill discloses a method for
enbossing a | abel, made of an adhesi ve- backed pi ece of a
nmetal foil or plastic film into a thernoplastic resin
substrate. The label is pressed into the substrate by
using a die 16 which is maintained at a certain tenperature
in order to nelt the substrate and adhere the | abel
(O fice Action of Paper No. 7, page 2). The exam ner

acknow edges that Cranfill does not disclose nelting away
3
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of the label. (Answer, page 7). The exam ner relies upon
Ritchey for this aspect of the invention. (O fice Action
of Paper No. 7, page 2). The exam ner reasons that it
woul d have been obvious to provide contrasting labels in

t he manner taught by Ritchey in the Cranfill debossing
process to inprove the aesthetic appearance of the | abel of
Cranfill. (Ofice Action of Paper No. 7, page 3).

Appel lants’ claiml1, requires, inter alia, applying a
| abel to a substrate using an adhesive, heating portions of
this label to nelt these heated portions of the |abel,
heating portions of the substrate to which the l[abel is
attached, at |ocations corresponding to the heated portions
of the | abel, and debossing these heated substrate
portions, wherein the debossed substrate portions are
exposed through the | abel.*?

W find that the exam ner’s rejection does not
appreci ate the above-nenti oned requirenents of claim1l; nor
does the exam ner’s rejection properly conpare these
requirenents with Cranfill and R tchey. Hence, the
exam ner has not properly ascertained the differences
between the prior art and the clains at issue, as required
by Grahamv. John Deere Co., Id. Qur reasons for this

concl usion are outlined bel ow.

The reference of Cranfill concerns an enbossi ng net hod
(col. 1, lines 33-36). It is disputed anong appell ants and
t he exam ner as to whether “debossing” actually occurs in
the reference of Cranfill. (Brief, pages 6 and 7, Reply
Brief, pages 2 and 3, and the Answer, page 6).

Upon our review of Cranfill, we find that the nethod of

Cranfill indeed creates indentations of sonme sort within

! We note that appellants' other independent claim®6 also

enconpasses these limtations.
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substrate 10 because columm 1, lines 47-50 of Cranfill
indicates that the heated die presses not only the flexible
film(label) but also a portion of the thernoplastic resin
substrate 10 underneath the filminto the shape dictated by
the die, as shown in Figure 3.

However, these indentations are not formed in the sane
manner as required by appellants’ nmethod claim1. In this
regard, we essentially agree with appellants’ remarks nade
on pages 11 through 14 of their Brief whereby appellants
essentially argue that their clains are directed to
“sticking a label to a substrate that nelts when heated to
a predetermned tenperature, and then formng indicia into
the substrate by nelting portions of the substrate through
the | abel” (Brief, page 11), and that this is
di stingui shable fromthe conbination of Cranfill in view of
Ritchey. Qur reasons are set forth bel ow

To enphasize, claim1l requires a nmethod conprising
“providing a | abel having an adhesive . . .; applying the
| abel to the substrate with the adhesive side in contact
with the substrate . . .; heating predeterm ned portions of
the label . . . to nelt the predeterm ned | abel portions;
and heating portions of the substrate, which portions
corresponding to the predeterm ned | abel portions,
and debossing the substrate portions . . . , wherein the
debossed substrate portions are exposed through the | abel”.

In the instant case, substrate 10 of Cranfill is not
exposed through the label 14 (i.e., the nedallion 14 of
Cranfill) at portions corresponding to nelted portions of
| abel 14. So the issue of whether debossing actually
occurs in Cranfill is not really relevant, because even if
it does occur, the substrate is not debossed in the manner

as required by appellants’ clains. Nor does the reference

5
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of Ritchey cure these deficiencies of Cranfill for the
foll owi ng reasons.

The exam ner asserts that it would have been obvious to
i ncorporate the teachings found in Ritchey of exposing an
underlying layer of a l|abel? (substratun) by nelting an
overlying |ayer of the |abel (superstratum, into the
nmet hod of Cranhill, to arrive at appellants’ invention.

(O fice Action of Paper No. 7, page 2, Answer, page 5).

The exam ner takes the position that the substratum of
Ritchey is a substrate. (Answer, page 7). Appellants
disagree with the examner’s interpretation, and argue that
t he substratum coul d hardly be equated to the substrate of
their clainms. (Brief, page 8).

W al so disagree with the exam ner’s interpretation of
Ritchey. Ritchey teaches to provide indicia to a | abe
only, not to both a | abel and a substrate whereby the | abel
is attached to a substrate by an adhesive, as required by
appel lants’ clainms (Figs. 1-11 and correspondi ng text of
Ritchey). W therefore disagree with the examner’s
attenpt to define Ritchey's substratum 18 as a substrate
wi thin the neaning of appellants’ clains, because
substratum 18 of Ritchey is in fact a |l ayer of a |abel, not
a substrate to which a |l abel is attached by an adhesive, as
required by appellants’ clainms. Ritchey does not teach to
nelt portions of a label, that is attached by an adhesive
to a substrate, and to deboss correspondi ng portions of
such a substrate (which is attached to the | abel by an
adhesi ve), wherein the debossed substrate portions are
exposed through the | abel.

2 We use the word “label” here, but note, as the examiner points out on

page 7 of the Answer, Ritchey also uses the word “panel”. However, Ritchey
teaches that the panel may be used for a | abel of any desired type (col. 4,
lines 39-41). Hence, we have chosen to use the word “l abel ”.

6
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Therefore, Ritchey | acks the aspect of appellants’
clainms requiring “applying the | abel to the substrate with
t he adhesive side in contact with the substrate . . .;
heating portions of the substrate, which portions
corresponding to the predeterm ned | abel portions,
and debossing the substrate portions . . . , wherein the
debossed substrate portions are exposed through the | abel”.

Hence, Ritchey does not cure the aforenentioned
deficiencies of Cranfill, and accordingly, the conbination
of references does not arrive at appellants’ clained
i nvention.

On pages 8 and 9 of their Brief, appellants also argue
that there is no notivation to conbine the teachings of
Ritchey with the disclosure of Cranfill. Appellants argue
that Cranfill already teaches that the aesthetic appearance
can be inproved by using a shiny, netallic |abel, and that
therefore the examner’s reason for conbining the
references is inappropriate. Appellants further argue that
one woul d not substitute the foil of Cranfill with the
conpl ex | abel of R tchey because (1) it does not sinplify
t he process since the |abel of Ritchey is complex, (2) the
Ritchey | abel would not work in the die press process of
Cranfill, and (3) Ritchey's |abel requires a different
nmet hod of form ng an indicia.

The exam ner rebuts and states that the use of nultiple
coloring in a label is not taught by Cranfill, and that,
for aesthetic appearance purposes, one skilled in the art
woul d be notivated to incorporate such a teaching into
Cranfill. The exam ner also argues that one skilled in the
art would be notivated to utilize the recessed indicia as

taught in Ritchey in the process of Cranfill. (Answer,
page 7).
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Qbvi ousness can only be established by conbining or
nodi fying the teachings of the prior art to produce the
clainmed invention where there is sonme teaching, suggestion
or notivation to do so found (1) either in the references
t hemsel ves or (2) in the know edge generally available to
one of ordinary skill in the art. In re Fine, 837 F.2d
1071, 1074, 5 USPQd 1596, 1598 (Fed. Cr. 1988).

Here, we cannot find any suggestions in the applied art
t hat woul d have notivated one skilled in the art to alter
the process of Cranfill by incorporating the | abel of
Ritchey. Nor has the exam ner based his reasoning on any

suggestions found in the know edge generally available to

one of ordinary skill in the art. As appellants point out,
Cranfill uses a conpletely different process than R tchey.
Cranfill uses a die to forma three-di nensional nedallion
Ritchey uses a stylus to nelt layers of a |abel. These

di sparate processes provide no desirability for the

conbi nation, and we find that the exam ner’s asserted
notivation to conbine these references is based on i nproper
hi ndsi ght reasoni ng.
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In view of the above, we reverse the 35 U S. C

8 103 rejection of clains 1-9 as obvious over Cranfill in

vi ew of Ritchey.

SUMMARY

The rejection of clains 1-9 under 35 U S.C. § 103 as
obvious over Cranfill in view of Ritchey is reversed.

REVERSED

BRADLEY R GARRI S
Adm ni strative Patent Judge

CATHERI NE TI MM
Adm ni strative Patent Judge

BEVERLY A. PAW.I KOABKI
Adm ni strative Patent Judge
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