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DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clainms 15-22, all of the clains pending in the present
appl i cation.

The clained invention relates to a polysilicon resistor

structure in which first and second insulating |ayers provide
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a barrier to the deterioration of the polysilicon resistor.
The first insulating |ayer, formed of a gl asseous material, is
formed directly upon the surface of a sem conductor substrate,
while the second insulating |ayer is fornmed directly upon the
first insulating | ayer and over the polysilicon resistor.
Appel I ant indicates at page 5 of the specification that the
second insulating layer is formed froma silicon oxide

mat eri al deposited using a Plasna Enhanced Chemi cal Vapor

Deposition (PECVD) process using silane as the silicon source

mat eri al .
Clains 15 is illustrative of the invention and reads as
foll ows:

15. A polysilicon resistor structure for use within
integrated circuits conprising:

a first insulating layer fornmed directly upon a
sem conductor substrate, the first insulating |ayer being
formed froma gl asseous material ;

a polysilicon resistor in contact with the first
i nsul ating | ayer;

a second insulating |ayer fornmed upon the first
i nsul ating | ayer and above the polysilicon resistor, the
second insulating |ayer being formed froma silicon oxide
mat eri al deposited through a Plasma Enhanced Chem cal Vapor
Deposition process enploying silane as the silicon source
mat eri al .
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The Exam ner relies on the followng prior art:

Manni ng et al. (Manning) 5,232, 865 Aug. 03,
1993

Ceder baum et al. (Cedarbaum 5, 381, 046 Jan. 10,
1995

McArt hur 5, 554, 884 Sep. 10, 1996

(Filed Jan. 27, 1995)

Clainms 15-22 stand finally rejected under 35 U S.C. § 103
as bei ng unpatentabl e over the conbi nati on of Ceder baum and
Manning. |In a separate rejection, claim17 stands finally
rejected under 35 U . S.C. § 103 as bei ng unpatentabl e over the
conbi nati on of Cederbaum Manning, and MArthur.

Rat her than reiterate the argunments of Appellant and the
Exam ner, reference is made to the Brief and Answer for the
respective details.

CPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the Exam ner and the
evi dence of obviousness relied upon by the Exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, Appellant’s

argunents set forth in the Brief along with the Exam ner’s
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rationale in support of the rejections and argunents in
rebuttal set forth in the Exam ner’s Answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth
in clainms 15-22. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. 8§ 103, it is
i ncunbent upon the Exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837
F.2d 1071, 1073, 5 USPQd 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the Exami ner is expected to nmake the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1

17-18, 148 USPQ 459, 467 (1966), and to provide a reason why
one

having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to

arrive
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at the clained invention. Such reason nust stem from sone

t eachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skill
in

the art. Uniroval Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USP2d 1434, 1438 (Fed. Cr.), cert. denied, 488 U. S.

825

(1988); Ashland G1l, Inc. v. Delta Resins & Refractories

| nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systenms, Inc. v.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed.
Cir. 1984). These show ngs by the Exam ner are an essenti al
part

of conplying wwth the burden of presenting a prima facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

UsPQd

1443, 1444 (Fed. Cir. 1992).
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Wth respect to independent claim 15, the Exam ner
proposes to nodify the sem conductor device structure of
Ceder baum whi ch descri bes a polysilicon resistor in contact
with a glasseous material first insulating |ayer upon which a
second insulating layer is forned. As recognized by the
Exam ner, the gl asseous material insulating |ayer in Cederbaum
is not directly forned over the substrate, nor is it in
contact with the polysilicon resistor, as required by appeal ed
claim15. To address this deficiency, the Examner turns to
t he sem conduct or structure disclosed by Manni ng which, as
asserted by the Exam ner, describes differing enbodinents in
which a glass material insulator either contacts or is
isolated fromthe device substrate. |In the Exam ner’s view
(Answer, page 4):

It would have been obvious to a skilled artisan

to conbi ne the teachings of Manning with that of
Cederbaumin [sic] especially since Manning teaches
several enbodi nents where the BPSG nmay eit her
directly contact or not directly contact the
substrate. This is viewed as wthin design

consi derations of any skilled arti san.

I n response, Appellants assert that the Exam ner has

failed to establish a prima facie case of obvi ousness since no

noti vati on has been suggested for the Exam ner’s proposed

6
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conbi nati on of Cederbaum and Manning. W agree. [n our view,
the Exam ner’s reliance on design considerations as a basis
for the proposed conbinati on of Cederbaum and Manni ng i s not
wel | founded. Appellants’ disclosed intended function of
protecting the polysilicon resistor fromdeterioration due to
infiltration of nobile contam nants can only be achieved
t hrough the particul ar insul ator stacking arrangenment recited
in appealed claim15. In our opinion, the Exam ner’s finding
of the particular clained insulator stacking arrangenent to be
nmerely a design consideration is totally devoid of any support
on the record.

We further note that we do not disagree with the
Exam ner’s interpretation of the disclosure of Manning. This
reference, and we presunme countless uncited others, provides a
teaching of insulating layers in contacting or non-contacting
relationship with a sem conductor device substrate.
Notw t hstanding this prior art disclosure, however, we find no
convi nci ng reasoni ng supplied by the Exam ner as to how and
why the skilled artisan would apply such stacked insul ator
teachings to the sem conductor device structure of Cederbaum
The nere fact that the prior art may be nodified in the manner

7
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suggested by the Exam ner does not nake the nodification
obvi ous unless the prior art suggested the desirability of the

nmodi fi cati on. In re Fritch, 972 F. 2d 1260, 1266 n. 14, 23

UsPQ2d 1780, 1783-84 n.14 (Fed. Cir. 1992). W are left to
specul ate why the skilled artisan would turn to the teachings
of Manning in which, in both described enbodi nents, the gl ass
insulating | ayer contacts the polysilicon resistor, in order
to nodify the structure of Cederbaum which, rather than having
i nsul ator contact with a polysilicon resistor, provides a
barrier |layer therebetween. The only reason we can discernis
i nproper hindsi ght reconstruction of Appellant’s clained

i nvention. Accordingly, we do not sustain the Exam ner’s

obvi ousness rejection of clains 15-22 based on the conbination
of Ceder bbaum and Manni ng.

Lastly, we have considered the MArthur reference added
by the Exami ner to the conbination of Cederbaum and Manning in
a separate 35 U . S.C. 8 103 rejection of dependent claim17.

It is apparent fromthe Exam ner’s analysis (Answer, page 5),
however, that MArthur is relied upon solely to address the
specific recited boron and phosphorus weight limtations. W
find nothing, however, in the disclosure of MArthur which

8
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woul d overcone the innate deficiencies of Cederbaum and

Manni ng di scussed supra.

I n conclusion, since the Exam ner has not established a

prima facie case of obviousness, the 35 U S.C. 8§ 103 rejection

of i ndependent claim 15 and clains 16-22 dependent thereon,

cannot be sustained. Therefore, the decision of the Exani ner

rejecting clains 15-22 is reversed.

REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

M CHAEL R FLEM NG
Adm ni strative Patent Judge

JOSEPH F. RUGGE ERO
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