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ON BRI EF

Bef ore KRASS, FLEM NG and BARRY, Administrative Patent Judges.
BARRY, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from

the rejection of clainms 1-7 and 13-16. W reverse.

BACKGROUND

The invention at issue in this appeal relates to error
detection and correction of nessages transmtted in a hone
automation system Such a systemfeatures controllers and
appliances to be controlled (e.g., televisions, refrigerators)

di stributed over the power lines or mains of a honme. Messages
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are transmtted fromthe controllers to the appliances over

t he power nai ns.

Unfortunately, the power mains are the sites of the two
types of electrical disturbances that can affect the
transm ssion quality of a nessage. First, recursive parasitic
pul ses deformthe bits that formthe nmessages. Second,
variations in the line inpedance of an installation attenuate
the anplitude of the entire nmessage. Either type of
di sturbance prevents a receiver from understanding the

nmessages.

The invention ains to inprove the accuracy of nessages
transmtted on a transm ssion |ine supplied by the mains
system More specifically, the cause of an error (viz.,
parasitic pulses or line attenuation) is first determ ned.
Once the cause is known, subsequent nessages can be sent at
different transmi ssion rates and, if necessary, synchronously

with the frequency of the mains.
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Claim 13, which is representative for our purposes,

foll ows:

13. A nethod for comruni cati ng over nmains power
l'ines

whi ch carry AC power at a known power I|ine
frequency, conprising the steps of:

(a) initially transmtting a nessage over the
mai ns power lines at a first bit rate,
wi t hout synchroni zation to the power |ine
frequency; and

(b) if no acknow edgnent is received after said
step (a), then retransmtting at |east
part of the nessage, at a second bit
rate which is lower than said first
bit rate, with error correction coding

and with synchronization to the power
line frequency.

The references relied on in rejecting the clainms follow
Baker 4,479, 215 Cct. 23, 1984
Clark et al. (dark) 4,829, 526 May 9, 1989

Sargeant et al. (Sargeant) 5,491, 463 Feb. 13, 1996.

Clains 1-7 and 13-16 stand rejected under 35 U.S.C. § 103(a)
as obvi ous over Baker in view of Clark further in view of

Sargeant. Rather than repeat the argunments of the appell ant
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or exanmner in toto, we refer the reader to the briefs and

answer for the respective details thereof.?

OPI NI ON
In deciding this appeal, we considered the subject matter
on appeal and the rejection advanced by the exani ner.
Furthernore, we duly considered the argunents and evi dence of
t he appel l ant and exam ner. After considering the totality of
the record, we are persuaded that the exam ner erred in

rejecting clains 1-7 and 13-16. Accordingly, we reverse.

!As an asi de, we observe the appellant's incorporation by
reference of details of a recognition circuit. Specifically,
"[t]his circuit, which is indispensable for devices working at

several transm ssion rates, is described in detail in the
Eur opean patent application No. 93 40123.1, which is hereby
i ncorporated by reference.” (Spec. at 13.) "In any

application which is to issue as a U S. patent, essenti al
material may not be incorporated by reference to (1) patents
or applications published by foreign countries or a regional
patent office ... or (4) a foreign application." MP.E P

8§ 608.01(p). So as not to offend this prohibition, the
appel l ant nmay anmend the specification to include the materi al
i ncorporated by reference. 1d.
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We begin by noting the followng principles fromln re
Rijckaert, 9 F.3d 1531, 1532, 28 USPQ@d 1955, 1956 (Fed. Cr
1993) .

In rejecting clains under 35 U.S.C. 8§ 103, the
exam ner bears the initial burden of presenting a

prima facie case of obviousness. |In re Cetiker, 977
F.2d 1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr
1992).... "A prima facie case of obviousness is

establ i shed when the teachings fromthe prior art
itself would appear to have suggested the clained
subject matter to a person of ordinary skill in the
art." Inre Bell, 991 F.2d 781, 782, 26 USPQd
1529, 1531 (Fed. Cir. 1993) (quoting In re Rinehart,
531 F.2d 1048, 1051, 189 USPQ 143, 147 (CCPA 1976)).
If the exam ner fails to establish a prim facie
case, the rejection is inproper and will be
overturned. 1n re Fine, 837 F.2d 1071, 1074, 5
UsPQ@d 1596, 1598 (Fed. Cir. 1988).

Wth these principles in mnd, we address the appellant's

argunment and the exam ner's response.

The appel | ant argues, "Baker does NOT appear to disclose
or suggest varying the transm ssion (baud) rate of the
nmessages to ensure that nmessages are received." (Appeal Br.

at 7.) The exam ner responds, frequency' and 'rate' are

essentially the same ...." (Examner's Answer at 7.)
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“Clains are not interpreted in a vacuum but are part of

and are read in light of the specification.” Slinfold Mg.

Co. v. Kinkead Indus., Inc., 810 F.2d 1113, 1116, 1 USPQ2d

1563, 1566 (Fed. Cir. 1987) (citing Hybritech Inc. v.

Monocl onal Anti-bodies, Inc., 802 F.2d 1367, 1385, 231 USPQ

81, 94-95 (Fed. Cir. 1986); In re Mttison, 509 F.2d 563, 565,
184 USPQ 484, 486 (CCPA 1975)). Here, clainms 1 and 4 each
specifies in pertinent part the following limtations:

a) the sending, by the transmtter, at a first
transm ssion rate, of the nessage to be transmtted
with a request for acknow edgnment fromthe receiver,

b) when there is no acknow edgnment owing to said
di sturbances, the sending, by the transmtter,
at another transm ssion rate, of a correction
nessage .. ..

Simlarly, claims 2, 3, 5, and 6 each specifies in pertinent
part the following limtations:

a) the transm ssion, by the transmtter, at a first
transm ssion rate, of the nessage to be
transmtted with a request for acknow edgnent
fromthe receiver;

b) when there is no acknow edgnent because of said
di st ur bances, the transm ssion, by the
transmtter, at another transm ssion rate, of a
correction nessage ....
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Also simlarly, claim7 specifies in pertinent part the
following limtations:

a) atransmtter sends a control nessage at a first
transm ssion rate, requesting acknow edgnent of
said control nessage;

b) if no acknow edgnent is received, said
transmtter
sends a new correction nessage ... at a new
transm ssion rate ....

Further simlarly, clains 13 and 14 each specifies in
pertinent part the following [imtations:

(a) initially transmtting a nmessage over the nains
power lines at a first bit rate, wthout
synchroni zation to the power |ine frequency; and

(b) if no acknow edgnent is received after said
step (a), then retransmtting at |east part of
t he nessage, at a second bit rate which is | ower
than said first bit rate ...

Simlarly, claims 15 and 16 each specifies in pertinent part
the followng [imtations:

(a) initially transmtting a nessage over the nmains
power lines at a first carrier frequency and at
a first bit rate, without synchronization to the
power |ine frequency; and

(b) if no acknow edgnent is received after said
step (a), then retransmtting at |east part of
t he nessage, at a second carrier frequency which
is different fromsaid first carrier frequency
and at a second bit rate which is | ower than
said first bit rate ....
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The specification expresses the clainmed transm ssion rate in
"baud." (Spec. at 2.) In the appeal brief, furthernore, the
appel l ant uses the terns "transm ssion rate" and "baud rate”

i nt erchangeably, (Appeal Br. at 7 ("Baker does NOT appear to
di scl ose or suggest varying the transm ssion (baud) rate of
the nessages ...."), and offers to amend the clains to recite
"baud rate" rather than "transmssion rate.”" (lLd. ) Reading
the clains in light of the specification, the limtations of
clains 1-7 and 13-16 each requires sendi ng nessages at

di fferent baud rates.

The exam ner fails to show a suggestion of the
[imtations in the prior art. “Cbviousness may not be
establ i shed using hindsight or in view of the teachings or

suggestions of the inventor.” Para-Ordnance Mg. v. SGS

|nporters Int’l, 73 F.3d 1085, 1087, 37 USPQ@d 1237, 1239

(Fed. Cir. 1995)(citing WL. Gore & Assocs., Inc. v. Grlock,

Inc., 721 F.2d 1540, 1551, 1553, 220 USPQ 303, 311, 312-13
(Fed. Cir. 1983)). “The nere fact that the prior art may be
nodi fied in the manner suggested by the Exam ner does not nake

the nodification obvious unless the prior art suggested the
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desirability of the nodification.” 1n re Fritch, 972 F.2d

1260, 1266, 23 USPQR2d 1780, 1783-84 (Fed. Cir. 1992) (citing

In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed.

Cr. 1984)). *“It is inpermssible to use the clained
invention as an instruction manual or ‘tenplate to piece
toget her the teachings of the prior art so that the clained
invention is rendered obvious.” 1d. at 1266, 23 USPQd at

1784, (citing ln re Gorman, 933 F.2d 982, 987, 18 USPRd 1885,

1888 (Fed. Gir. 1991)).

Here, the exami ner admts that Baker teaches sending
nmessages at different carrier frequencies. He specifically
admts, "Baker teaches a power-line-carrier conmunications
system wherein, a nessage to be sent is transmitted on a
plurality of frequencies." (Examner's Answer at 6.) The
reference confirns the adm ssion by disclosing "a power-Iline-
carrier (PLC) communications system which dynam cally avoi ds
bands of interference, by slow frequency hopping of the

carrier signal ...." Col. 2, |Il. 54-57.
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Despite this teaching, the exam ner alleges, "'frequency'

and 'rate' are essentially the sanme .... (Exam ner's Answer
at 7.) The prior art belies the allegation. A frequency is a
"rate of signal oscillation in hertz." Jerry M Rosenberg,

Dictionary of Computers, Information Processing, and

Tel ecommuni cati ons 249 (2d ed. 1987) (copy attached).

In contrast, a baud is "a unit of signaling speed equal
to the nunber of discrete conditions or signal events per
second,"” Rosenberg, at 50 (copy attached); a baud rate is
"the transm ssion rate that is in effect synonynous with
signal events, usually bits per second.” (lLd.) Accordingly,
the clained transm ssion or baud rate is a rate of signa
events per second. Conparison of these definitions evidences
that the carrier frequency varied in Baker is distinct from
the transm ssion rate varied in the clainms. Baker evidences
the distinction by referring to the turning on or off of the
carrier frequency during a bit time interval, col. 3, |Il. 50-
54, which are discrete signal events. The examner fails to
all ege, let alone show, that C ark and Sargeant renedy the

def ect s of Baker.
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Because Baker teaches varying a carrier frequency rather
than varying a baud rate, we are not persuaded that teachings
fromthe prior art would have suggested the |imtations of
"the sending, by the transmitter, at another transm ssion
rate, of a correction nessage"; "the transm ssion, by the
transmtter, at another transm ssion rate, of a correction
message"; "said transmtter sends a new correction nessage ..
at a new transmssion rate"; "retransmtting at |east part of
the nmessage, at a second bit rate which is | ower than said
first bit rate"; or "retransmtting at |east part of the
message ... at a second bit rate which is | ower than said

first bit rate .... The exam ner fails to establish a prim
faci e case of obviousness. Therefore, we reverse the
rejections of clains 1-7 and 13-16 as obvious over Baker in

view of Clark further in view of Sargeant.

CONCLUSI ON

In summary, the rejection of clains 1-7 and 13- 16 under
35 U.S.C. §8 103(a) as obvious over Baker in view of Cark

further in view of Sargeant.
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REVERSED

ERROL A. KRASS
Adm ni strative Patent Judge

BOARD OF PATENT

M CHAEL R FLEM NG APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

LANCE LEONARD BARRY
Adm ni strative Patent Judge
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Chri stopher F. Regan

Al l en, Dyer, Doppelt, MIlbrath & Gl christ
P.A., P.O Box 3791

Ol ando, Florida 32802-3791



