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under 35 U.S.C. 8§ 119 of Japanese Application 5-303609, filed
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This is a decision on appeal under 35 U.S.C. § 134 from
the final rejection of clains 13-16. Cdainms 1-12 have been
cancel ed.

W reverse.
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BACKGROUND

The disclosed invention is directed to a sem conduct or
menory incorporating a protecting circuit to prevent data
stored in a nenory portion frombeing read out and illegally
copied. The protecting circuit is shown in figure 3. Menory
portion 1 is blocked frombeing read out to a termnal 11 by a
three-state buffer 4a. Key release data is input to input
register 25 via termnal 11 when the three-state buffer is in
a high-inpedance state. Wen the key rel ease data natches
stored key data in key nenory 24, the flip-flop 22 is set
whi ch cancel s the hi gh-inpedance state of the buffer 4a and
all ows data to be read.

Claim 13 is reproduced bel ow.

13. A sem conductor nenory apparatus, conprising:

a menory portion storing a program

a termnal for external connection;

a three-state buffer, one end of said three-state
buffer is connected to said nenory portion so that said
three-state buffer can receive programdata fromsaid
menory portion, and another end of said three-state
buffer is connected to said term nal for external
connection, said three-state buffer being capabl e of
taking a high-inpedance state in addition to two-val ue
states of high-level and | ow | evel;

a key nenory for storing key data;
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an input register, connected to said termnal for
external connection, for storing a key rel ease signal
received via said termnal when said three-state buffer
is in the high-inpedance state;

an RS flip-flop connected to said three-state
buffer, for turning said three-state buffer into the
hi gh-i npedance state to di sconnect said nenory portion
fromsaid term nal under a reset state and for canceling
t he hi gh-i npedance state under a set state;

a power-on reset circuit for resetting said RS
flip-flop when a power is turned on; and

a conparator for conparing an output from said key
menory and an output fromsaid input register to set said
RS flip-flop when the two out puts coinci de.

The Examiner relies on the followng prior art:

wng et al. (Wng) 4,933, 577 June 12, 1990
Yaezawa 5,377, 343 December 27, 1994

The contents of Yaezawa and Wng are adequately descri bed
by Appellant (Brief, pp. 8-9).

Clainms 13-16 stand rejected under 35 U.S.C. § 103(a) as
bei ng unpat ent abl e over Yaezawa and Wng.

W refer to the Final Rejection (Paper No. 8) and the
Exam ner's Answer (Paper No. 15) (referred to as "EA ") for a
statenent of the Exami ner's position, and to the Brief (Paper
No. 14) (pages referred to as "Br__ ") for a statenent of

Appel I ant' s argunents thereagai nst.
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OPI NI ON

Appel I ant argues (Br8) that the conbination of Yaezawa
and Wwng fails to teach or suggest the limtations of claim 13
that (1) a conparator sets the RS flip-flop when the output
fromthe key nmenory and the output fromthe input register
coincide, and (2) the RS flip-flop turns a three-state buffer
into a high-inpedance state or cancel s the high-inpedance
state. The Exam ner breaks |[imtation (2) into three parts:
(2) Yaezawa does not disclose the use of a tri-state buffer;
(3) Yaezawa does not disclose controlling the tri-state buffer
with the output of the RS flip-flop; and (4) Wng does not
di sclose controlling a tri-state buffer with a flip-flop
(EA7).

We also find that the conbination of Yaezawa and Wng
does not teach or suggest the input register connected to the
sane termnal as a three-state buffer; however, since this
[imtation is not argued, it will not be further addressed.
See 37 CFR 8 1.192(c)(8)(iv) (1996) ("For each rejection under
35 U.S.C. 103, the argunent shall specify the errors in the
rejection and, if appropriate, the specific limtations in the

rejected clains which are not described in the prior art
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relied on in the rejection, and shall explain how such
limtations render the clainmed subject matter unobvi ous over

the prior art."). Cf. In re Baxter Travenol Labs.

952 F.2d 388, 391, 21 USP@d 1281, 1285 (Fed. Cir. 1991) ("It
is not the function of this court to examne the clains in
greater detail than argued by an appellant, |ooking for
nonobvi ous di stinctions over the prior art.").

The Exam ner states (EA7-8):

[ Sjone of the above identified differences are at | east
partially taught by elenents of the prior art. To wt:

Wth respect to difference (1), Yaezawa teaches the
use of a conparator circuit (Fig. 1, elenent 6)
connected to a key nenory (Fig. 1, elenment 2) and an
input register (Fig. 1, elenent 4), while Wng
teaches the use of an RS flip-flop (Fig. 4, elenent
52).

Additionally, with respect to difference (2), Wng
di scl oses the use of a tri-state buffer (Wng at
abstract and Fig. 4, elenent 62).

Finally, with respect to differences (3) and (4), it
is the Exam ner's position that one of ordinary skill in
the art would have found these differences to have been
obvious at the tinme the invention was nade. A proper
anal ysis of these differences, therefore, begins with an
inquiry into who one of ordinary skill in the art would
be[.]
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The Exami ner errs by trying to dispose of difference (1)
by pointing to individual elenments in Yaezawa and Wng w t hout
provi ding any notivation or explanation why it would have been
obvious to conmbine the elenments in the manner clained, i.e.,
the conparator sets the RS flip-flop when the output fromthe
key nmenory and the output fromthe input register coincide.

The Exami ner finds, based on a discussion of the enornous
econom ¢ investnent and the costs associated with errors in
design in satellite broadcasting and gam ng technol ogy
(EA8-10), that the |evel of know edge and the | evel of
ordinary skill in the art was very high (EA10): "[I]t would
be indisputable that one of ordinary skill in the art would be
sonmeone of extraordinary skill. For exanple, one of ordinary
skill would be soneone with (1) a BSEE degree, and (2) an
advanced degree (e.g.: MSEE or Ph.D.), as well as substanti al
(1.e., 10+ years) experience in electronics design of critical
conponents. "

The Exam ner has attenpted to nake a finding as to the
| evel of art, which is relied on in the obvi ousness
conclusion. Although we do not disagree with the Exam ner's

ultimate finding, we see sone problens. First, nere
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di scussion without citation of a reference presents an
evidentiary problem because there is no way for anyone to
verify the truth of the statements. "Even if obvi ousness of
the variation is predicated on the |level of skill in the art,
prior art evidence is needed to show what that |evel of skil

was." In re Kaplan, 789 F.2d 1574, 1580, 229 USPQ 678, 683

(Fed. Cir. 1986). Thus, although we believe the Exam ner's
di scussion leading to the finding is correct, if we were to
adopt the finding there would be no way for a court review ng
our decision to verify whether we were correct. Second, nere
nunbers of years of education and/or experience are unhel pful
to resolving the obvi ousness question because it says nothing

about what was concretely presunmed to be known as a result of

t hat education and experience. It is nmuch nore useful to find
that one of ordinary skill in the art knew sonething specific,
such as "one of ordinary skill in the art of nmenory protection

had a wor ki ng know edge of conputer and nenory architecture.”

Third, the sinpler approach to show the |evel of ordinary

skill, consistent with Kaplan, is to find the references to be
representative of the level of ordinary skill in the art. See

In re Celrich, 579 F.2d 86, 91, 198 USPQ 210, 214 (CCPA 1978)
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("the PTO usually nust eval uate both the scope and content of
the prior art and the level of ordinary skill solely on the

cold words of the literature"); In re GPAC Inc., 57 F.3d 1573,

1579, 35 USPR2d 1116, 1121 (Fed. Cir. 1995) (the Board did not
err in adopting the approach that the level of skill in the
art was best determ ned by the references of record).

The Exam ner finds that "[c]onparators, R-S flip-flops,
and tri-state buffers are conmmon conponents” (EAl1l) and that
"even one with a | ow degree of skill in electronics design
woul d know how to use a conparator to conpare an input with a
key, then send the results of the conparison to a RS
flip-flop to store the state of the |ast performed conparison
and then to use the state stored within the flip-flop to
operate a device with nultiple nodes, such as a tri-state
buffer” (EAll).

The issue is whether it would have been obvious to one of
ordinary skill in the art to arrange the elenents as cl ai ned
w thout the benefit of Appellant's disclosure, not whether one
skilled in the art would have known how to do what is clained
once told howto do it. Thus, the Examner's finding is not

hel pful to the obvi ousness anal ysis because it fails to state
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why one of ordinary skill would have arranged the el enents as
clai med wi thout using Appellant's disclosure as a gui de.

The Exam ner concludes that "[i]n view of the high |evel
of skill which nust be attributed to one of ordinary skill in
this art, . . . such a person at the tine the invention was
made woul d have found it obvious to have conbi ned Yaezawa and
Wng to have arrived at the invention as clainmed in
clainms 13-16 because such a conbination woul d reduce costs"
(EA11), where "the reduction of cost is an inportant factor in
the field of endeavor" (EAll).

W fail to see how the extrenely general notivation of
reduci ng cost woul d have suggested the specific nodifications
necessary to result in the clained subject matter. Wile
there are sonme circunstances where a nodification nay be
suggested by cost considerations (e.g., to conbine functions
to reduce the nunmber of parts or the assenbly tine), we find
no direct relationship between cost and the nodifications
required to produce the clainmed subject matter in this case
and the Exam ner has pointed to none. The Exam ner does not
expl ai n how he proposes to conbi ne the teachings of Yaezawa

and Wong, or provide technical reasons why one of ordinary
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skill in the art would have been notivated to nake the
changes. Mreover, since Yaezawa shows an R-S flip-flop, but
does not show a tri-state buffer, and since Wng shows an R-S
flip-flop and a tri-state buffer, but not a tri-state buffer
controlled by the output of the R-S flip-flop, there nust be
sone teaching in the know edge of those skilled in the art
t hat woul d suggest conbi ni ng Yaezawa and Wng so as to have
the RS flip-flop control the tri-state buffer. However, we
find no specific teaching or discussion of this limtation.
As to the Exam ner's conclusion that the invention would
have been obvi ous because the level of ordinary skill in the
art is very high, "this observation al one cannot supply the
requi red suggestion to conbine these references.™

In re Rouffet, 149 F.3d 1350, 1359, 47 USPQ2d 1453, 1459 (Fed.

Cir. 1998). As stated in Rouffet, id.:

While the skill level is a conponent of the inquiry for a
suggestion to conbine, a lofty level of skill alone does

not suffice to supply a notivation to conbine. Oherw se
a high level of skill in an art field would al nost al ways

precl ude patentable inventions. As this court has often
noted, invention itself is the process of conbining prior
art in a nonobvious manner. . . . Therefore, even when
the level of skill in the art is high, the Board nust
identify specifically the principle, known to one of
ordinary skill, that suggests the clained conbination

In other words, the Board nust explain the reasons
one of ordinary skill in the art woul d have been
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notivated to select the references and to conbine themto
render the clainmed invention obvious.
One cannot sinply provide a stack of references showing bits
and pieces and rely on the high level of skill in the art to
make unspecified nodifications to produce the clainmed subject

matter.
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I n conclusion, the Exam ner has failed to establish a

prima facie case of obviousness. The rejection of clains

13-16 is reversed.

REVERSED
KENNETH W HAI RSTON )
Adm ni strative Pat ent Judge )
BOARD OF PATENT
LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOSEPH F. RUGGE ERO
Adm ni strative Patent Judge
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