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DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
claims 46-50 and 55-57. No clains are allowed. Cains 1-45,
51-54, and 58 have been cancel ed.
The invention is directed to a method and apparatus for
selecting a cellular carrier frequency for accessing cellular

airtinme services based upon a list of preferred system
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identification codes (SIDs) corresponding to cellular carriers
(specification, page 3, lines 26-29). The accessing is
acconpl i shed by programm ng into a cellular phone a list of
preferred SIDs corresponding to carriers through which service
will be preferred (specification, page 3, lines 28-31). The
standard A/ B selection function is automatically repl aced
while any SIDis on the preferred list, with “Hone Only”, “SID
Only”, and “Roam Saver” nodes (specification, page 3, lines
32- 35).

In the Roam Saver node the cellular tel ephone will prefer
service through a carrier broadcasting a SID natching a SID on
the preferred list (Fig. 3, itemnunbered 118, and Fig. 4,
item nunbered 174).

The cellul ar tel ephone is also provided with nultiple
nunber assi gnnment nodul es (NAMs)to support subscriptions to
services of nmultiple carriers (specification, page 5, Iline 31
t hrough page 6, line 2; page 11, line 13 through page 12, line
8). The user of the cellular telephone then has the option of
manual |y selecting the NAMto be used or enabling an aut o- NAM
function to automatically select and use the NAM of any hone

carrier detected by the cellular tel ephone.
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Representati ve i ndependent clainms 46 and 55 are
reproduced as foll ows:

46. A method for selecting a cellular carrier
corresponding to a hone SID for accessing cellular airtine
services, said nethod conprising steps of:

defining a plurality of home systemidentification codes
(SIDs);

monitoring cellular carrier signals to detect SIDs
corresponding to cellular carriers; and

automatically selecting as a hone carrier, the cellular
carrier corresponding to the detected SID matching any hone
SID of the plurality of honme Sl Ds.

55. An apparatus for selecting a cellular carrier
corresponding to a hone SID for accessing cellular airtine
services, conprising:

nmeans for defining a plurality of honme system
i dentification codes (SIDs);

nmeans for nonitoring cellular carrier signals to detect
SIDs corresponding to cellular carriers; and

means for automatically selecting a cellular carrier
corresponding to a detected SID matchi ng any hone SID of the
plurality of home Sl Ds.

The Exam ner relies on the follow ng references:

Bl air 4,916, 728 Apr. 10,
1990

Krol opp et al. (Krol opp) 5, 020, 091 May
28, 1991

Cl ains 46-48 and 55-56 are rejected under 35 U S.C. §

102(b) as being anticipated by Blair.
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Clainms 55-56 are rejected under 35 U.S.C. § 102(b) as
bei ng anti ci pated by Krol opp.

Clainms 49-50 and 57 are rejected under 35 U.S.C. § 103 as
bei ng unpat entabl e over Blair.

Cl aims 46-50 and 55-56 are rejected under 35 U.S.C. 8§ 103
as bei ng unpatentable over Blair in view of Krol opp.

Rat her than repeat the argunents of Appellants and the
Exam ner, we nmake reference to the Brief!, Reply Brief?
Exam ner's Answer? and Response to Reply Brief® for the
details thereof®>.

. OPI'Nl ON

After careful review of the evidence before us, we wll
not sustain the rejection of clains 46-48 and 55-56 under 35
US.C 8 102(b) as being anticipated by Blair, the rejection

of clains 55-56 under 35 U . S.C. § 102(b) as anticipated by

! Appellants filed a brief on June 17, 1997.

2 Appel lants filed a reply brief on Novenber 18, 1997.
® The Exami ner's Answer was nmil ed Septenber 16, 1997.
* The Response To Reply Brief was nailed June 27, 2000.

> Amendnent "D' received August 7, 2001 was entered. This
amendnent cancel ed cl ains 34-44, 51-54 and 58.

4
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Krol opp, the rejection of clainms 49-50 and 57 under 35 U. S.C
8§ 103 as unpatentable over Blair, or the rejection of clains
46-50 and 55-56 under 35 U.S.C. 8§ 103 as unpatentabl e over

Blair in view of Krol opp

A. Rejection of Clains 46-48 and 55-56 under 35 U.S.C. §
102(b) as anticipated by Blair.

It is axiomatic that anticipation of a claimunder 35
US C 8§ 102 can be found only if the prior art reference
di scl oses every elenent of the claim See In re King, 801
F.2d 1324, 1326, 231 USPQ 136, 138 (Fed. Cr. 1986) and
Li ndemann Maschi nenfabri k GVBH v. Anerican Hoist & Derrick
Co., 730 F.2d 1452, 1458, 221 USPQ 481, 485 (Fed. GCir. 1984).
"Anticipation is established only when a single prior art
reference discloses, expressly or under principles of
i nherency, each and every elenent of a claimed invention."
RCA Corp. v. Applied Digital Data Systens, Inc., 730 F.2d
1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984), cert.

di sm ssed, 468 U.S. 1228 (1984), citing Kalman v. Kinberly-
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Cark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Cr
1983) .

Appel  ants argue® that Bl air does not disclose the clained
step of "defining a plurality of honme systemidentification
codes (SIDs)" or "autonmatically selecting the cellular carrier
corresponding to the detected SID matchi ng any hone SID of the
plurality of home SIDs".

In reply to the Exam ner's assertion that the abstract of
Bl air discloses the use of plural hone SIDs, Appellants argue
that the intended neaning of the abstract is that the cellular
t el ephone checks the carrier signal's SID against only one
hone SID entered into the cellular tel ephone unit's nenory.
Appel l ants point to colum 5, lines 8-13 of the specification
of Blair, which references figures 4 and 5, as directed to
| ocking onto a frequency of “the” hone system (Appell ants'
enphasi s) .

Appel l ants al so disagree with the Exam ner's statenent’
that "a honme SID and one or nore good SIDs are considered as a

plurality of hone SIDs since these SIDs have been stored in

®Brief, Section |, page 12.

"In the Advisory Action.
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the nenory of a portable tel ephone by a service technician”
Appel l ants contend that there is a distinction between hone
and good SIDs and Blair recognizes the distinction between

home SIDs and ot her classes of SIDs.

Finally, in the Reply Brief® Appellants note the
applicability of 35 U S.C. § 112, sixth paragraph, to at | east
clainms 55-57, and to clains 46-49 if the last elenent of claim
46 i nvokes this section of the statute.

The Exam ner contends® that the abstract and figures 4-5
of Blair teach the selection process for the determ nation
whet her the selected SIDis matched with one of the hone SIDs.
In addition the Exam ner asserts that a hone SID and one or
nore good SIDs are considered as a plurality of home Sl Ds
since these SIDs have been stored in the nenory 16 of the
portabl e tel ephone by a service technician.

W find that in clainms 55-57 all of the elenments of the
cl ai med apparatus are witten in means-plus-function | anguage.
The cl ai m subparagraphs all recite neans for performng a

specified function without the recital of structure to perform

8 Page 6.

°Answer, page 11.
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the clained function. See 35 U . S.C. 112, Para. 6 (1994); Cole
v. Kinberly dark Corp., 102 F.3d 524, 531, 41 USPQ@d 1001,
1006 (Fed. Cir. 1996) ("To involve [Section 112, Para. 6], the
al | eged neans-plus-function claimelenent nust not recite a
definite structure which perforns the described function.™)
The proper construction of a neans-plus-function claim
limtation requires interpreting the limtation in |ight of
the corresponding structure, material, or acts described in
the witten description, and equivalents thereof, to the
extent that the witten description provides such disclosure.
See In re Donal dson Co., 16 F.3d 1189, 1193, 29 USPQ@d 1845,
1848 (Fed. Cir. 1994) (in banc). Structure disclosed in the
witten description is "corresponding” to the clainmed neans
under Section 112, Para. 6 if the structure is linked by the
witten description or the prosecution history to the function
recited in the claim See B. Braun Medical, Inc. v. Abbott
Labs., 124 F.3d 1419, 1424, 43 USPQR2d 1896, 1990 (Fed. G r
1997); see also Chiumi natta Concrete Concepts v. Cardina

I ndus., Inc., 145 F.3d 1303, 1308, 46 USPQ2d 1752, 1755-56

(Fed. Cir. 1998).
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Simlarly, for claim46 we find that the third
subparagraph recital of "automatically selecting the cellular
carrier corresponding to the detected SID natching any hone
SID of the plurality of honme SIDs" invokes Section 112,
paragraph 6, as it recites only an underlying "sel ecting”
function without recital of the acts which provide this
function. See In re Roberts, 470 F.2d 1399, 1402, 176 USPQ
313, 315 (CCPA 1973) and Ex parte Zi merley, 153 USPQ 367, 369
(BPAlI 1966) cited in O1l. Corp. v. Tekmar Co., 115 F.3d 1576,

1581, 42 uUsPQd 1777, 1781 (Fed. Cir. 1997).

In view of Appellants' argunent directed to the third
subpar agr aphs of clains 46 and 55 we shall address those claim
limtations. The specific function associated with the neans
limtation of claimb55 and the absent act limtation of claim
46 is "automatically selecting a cellular carrier
corresponding to a detected SID matchi ng any hone SID of the
plurality of home SIDs".

The only structure disclosed for inplenenting the
aforesaid function of the "neans” are the control system (24)
and nmenory (26) operated with a program having the flowharts

of figures 3-5 to carry out the specified function. The
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"acts" would be flowhart segnents 110-112 of figure 3, 160-
162 of figure 4, and 208-210 of figure 5.

The neans- pl us-function clause and step-plus-function
cl ause are construed as limted to the correspondi ng
respective structure or steps disclosed in the specification
and equi val ents thereof. Pennwalt Corp. v. Durand-Wyl and,
Inc., 833 F.2d 931, 938, 4 USPQ2d 1737, 1743 (Fed. Cir.1987),

cert. denied, 484 U. S. 961 (1988). The clained structure and
steps are not disclosed by Blair.

The Blair abstract recitation "Priority of acquisition is
given to carrier signals associated with honme system
identification codes (SIDs)" neans that the cellular tel ephone
checks the carrier signal's SID against a honme SID entered
into the cellular tel ephone unit's nenory (enphasis added).

An additional basis for this conclusion is colum 5, |ines 8-
13 of Blair, which states " . . . lock onto the frequency of

t he hone system. (enphasi s added) thereby specifying
that there is but a single home SID entered into the cellul ar
t el ephone unit's nenory. Therefore, the nenory (16), logic

circuit (14), and flowhart (figures 4 and 5) of Blair are not

10
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correspondi ng structure or steps, or equivalents, to the
clainmed invention.

We al so agree with Appellant that a home SID and one or
nore good SIDs are not the sane as a plurality of hone SIDs,
even if these SIDs have been stored in the nenory of a
portabl e tel ephone by a service technician. Blair, by the
di stinct nomencl ature given the different SIDs, recognizes the
di stinction between hone SIDs and other classes of SIDs. See,
for exanple, the discussion of good SIDs and negative SIDs at
colum 4, lines 38-43, of Blair, and the recitation of hone
SIDs at colum 4, line 54, and figures 3 and 5, of Blair.

Accordingly, we reverse the rejection of clains 46-48 and

55-56 under 35 U.S.C. 8§ 102(b) as anticipated by Blair.

B. Rejection of clains 55-56 under 35 U.S.C. 8§ 102(b) as

anti ci pated by Krol opp

11
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Appel | ants argue?® that Krol opp does not teach an
automatically sel ecting nmethod or apparatus as Krol opp
provi des! that the user is pronpted if the received system
identification code matches an identification code stored in
t he radi otel ephone’'s nenory. Appellants further note
Krollop's statenent? “In the preferred enbodi nent, the user

punches a button in the radiotel ephone’'s keypad to nake the

sel ection.” (Appellants' enphasis). Appellants also assert
that Krollop's use of the word "selecting"®® refers to the
action of actually designating a particular system for use.

Appel | ants al so argue'* that the Exami ner erred in stating
that clainms 55-56 lack the limtation of "neans for

automatically selecting a carrier frequency as a hone carrier”

(Exam ner's enphasis). Appellants rely on the earlier

recitation of the word "selecting” in the preanble of claimb55

v Brief, Section K, page 15.

“Figure 2, box 104; columm 2, lines 64-66.
2 Colum 3, lines 10-15.

BColum 3, lines 10-20.

“ Brief, page 16.

12
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as a basis for the additional limtation of "as a hone
carrier", which is not specifically recited in the claim

The Exam ner contends that Krollop's teaching®® of the
portabl e tel ephone’s automatically selecting and displaying a
t el ephone nunber assigned to the systemneets the claim
recitation “neans for automatically selecting a carrier
frequency as a hone carrier”.

The Exam ner then argues? that it is not “invention” to
broadl y provide a nechanical or automatic neans to repl ace
manual activity which acconplishes the sane result.

We agree with Appellants that Krol opp does not teach an
automatically selecting apparatus as required by claiml. In
section A, above, we addressed the scope of the third
subpar agraph of claim55 and found that the specific function
associated with the neans limtation of claim55 is
“automatically selecting a cellular carrier corresponding to a
detected SID matching any honme SID of the plurality of hone

SIDs”. Krollop does not performthis clainmed function.

BColum 2, line 64 to colum 3, line 1
* Answer, pages 12-13.
13
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Krollop's flowchart provides' that if the SID matches a
SID stored in the radiotel ephone's nenory, the user is
pronpted. Once pronpted!®, the user decides whether to accept
t he nunber of the new system and roam on the home system The
preferred® enbodi nent provides a button in the
radi ot el ephone's keypad for the user to press to nmake the
sel ection. Thus, Krolopp does not disclose nmeans for
automatically selecting as clai ned.

Accordingly, we reverse the rejection of clains 55-56

under 35 U. S. C. 102(b) as anticipated by Krol opp.

C. Rejection of clains 49-50 and 57 under 35 U.S.C. § 103 as
Unpat ent abl e over Blair
In regard to claim49%° Appellants again argue that Blair
does not teach a nethod of defining a plurality of hone

(SIDs), and assert that Blair fails to teach a nmethod of

YFigure 2, box 104.

¥ Colum 3, lines 10-25.
YFigure 2, box 106.
©Brief, Section G page 11

14
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nonitoring primary and secondary carrier signals in search of
a SID matching a SID anong the defined plurality of hone SIDs.

As regards to clainms 50 and 57 Appellants assert?! that
Bl air does not teach a plurality of honme SIDs and a plurality
of preferred SIDs in a nethod of carrier selection.

The Exam ner refers? to the abstract of Blair and again
asserts that it teaches the limtation of defining nultiple
home SIDs. In the rejection®® of these clains the Exam ner
posits that by programm ng with one or nore “good” Sl Ds
(preferred SIDs), the tel ephone unit can select a frequency
corresponding to a preferred system which has the “good” SID
when the service of the hone systemis not available. The
Exam ner then finds that it would have been obvious to one of
ordinary skill in the art at the tinme the invention was nade
to nodify Blair's cellular systemwi th a selecting step
utilizing a preferred SID (or a “good” SID) in order to obtain
nore choices in selecting the preferred systemin the event

that the service of the hone systemis not avail abl e.

2Brief, Section H, page 11.
2 Answer, page 11.
2 Answer, pages 5-6.

15
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The rejection of these dependent clains provides no
addi tional basis for the Exam ner's assertion that Blair
teaches the Iimtation of defining nultiple honme SIDs, and
makes no assertion that such [imtation is obvious.
Therefore, as we have found above? that this limtation is not
taught by Blair, we reverse this rejection.

Accordingly, we reverse the rejection of clains 55-56

under 35 U. S. C. 102(b) as anticipated by Krol opp.

D. Rejection of clains 46-50 and 55-56 under 35 U.S.C. § 103
as unpat ent abl e over Blair in view of Krollop

Appel lant initially argues?® that this rejection is
erroneous as there is no notivation to conbine Blair and
Kr ol opp, and the conbination made in the rejection is
hi ndsi ght reconstructi on of the clainmed invention.

Second, Appellants argue® that even if the references

wer e combi ned the conbi nati on woul d not teach automatically

sel ecting net hods and apparatus (Appellants' enphasis).

#Section A
“Reply Brief, page 5.
®Reply Brief, page 6.
16
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Appel l ants al so note the Exami ner's admi ssion that “Blair
fails to show the cellular systemstoring a plurality of hone

SIDs.”

In regard to the Exam ner's contention that Appellants
fail to claim®“nmeans for automatically selecting a carrier

frequency as a hone carrier” (Exam ner's enphasis), Appellants

poi nt out that the suggested limtation is irrelevant as the

clainms specifically relate to hone SIDs (Appellants

enphasi s) .

In addition, Appellants assert that the clains include
selecting a “cellular carrier” as opposed to sinply displaying
i nformati on, and that the word “selecting” in Krolopp refers
to the action of actually designating a particular system for
use.

In response to the Exam ner's position that it is not
“invention” to broadly provide a mechanical or autonmatic neans
to replace nanual activity which acconplishes the sane result,

Appel l ants note that this is not true in all cases.

17
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Finally, Appellants assert that by virtue of the
statutory limtations of 35 U S.C. 8§ 112, sixth paragraph, the
speci fic means and steps are not taught by the prior art.

In reply to Appellants' assertion that there is no reason
to conmbine Blair and Krol opp, the Exam ner provides? that both
systens teach cellul ar phones with frequency scanning and
frequency selection, registration to the roamsystemin the
event the primary systemis tenporarily unavailable, and a
conpari son process to see if the received SID belongs to the
primary SID. In addition, Blair teaches automatically
selecting a frequency corresponding to a hone SID and Krol opp
teaches a cellular system having nore than one honme SID. The
Exam ner then find that “the Blair systemas nodified by
Krollop clearly read[s] on the clainmed subject matter given
the interpretati on of neans-plus-function in accordance with
35 U S.C 8§ 112, sixth paragraph.”

In the rejection® the Exam ner states that Blair fails to
show the cel lul ar systemstoring a plurality of hone SIDs, and

notes that Krollop teaches the cellular tel ephone system

“Response To Reply Brief, page 2.
% Answer, pages 7-8.
18
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wherein the tel ephone stores a plurality of hone SIDs in a
menory unit. The Exam ner then concludes that it would have
been obvious to one of ordinary skill in the art at the tine
the invention was made to nodify the Blair nenory system by
provi ding the teaching of the Krollop nenory systemthereto in
order to offer advantages to users in terns of better

sel ection of cellular systens and cheaper rates.

W find that the Exam ner has failed to set forth a prima
facie case. It is the burden of the Exam ner to establish why
one having ordinary skill in the art would have been led to
the clained invention by the express teachings or suggestions
found in the prior art, or by inplications contained in such
teachi ngs or suggestions. |In re Sernaker, 702 F.2d 989, 995,
217 USPQ 1, 6 (Fed. Cr. 1983). “Additionally, when
det ermi ni ng obvi ousness, the clainmed invention should be
consi dered as a whole; there is no legally recognizable
“heart’ of the invention.” Para-Odnance Mg. Inc., v. SGS
| nporters Int'l, Inc., 73 F.3d 1085, 1087, 37 USPQR2d 1237,
1239 (Fed. Cir. 1995), cert. denied, 117 S. C. 80 (1996)

citing WL. Gore & Assocs., Inc. v. Garlock, Inc., 721 F. 2d

19
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1540, 1548, 220 USPQ 303, 309 (Fed. Cir. 1983), cert. denied,
469 U.S. 851 (1984).

W find that the Exam ner's contention that it would have
been obvious to nodify the Blair nenory system by providing
the teaching of the Krollop nenory systemto be w thout
adequate foundation. The benefits of better cellular
sel ection and cheaper rates are disclosed by both references
and the instant application, and are not an adequate basis for
the Exam ner's specific conbination of certain teachings of
each of the references.

The Federal Circuit states that “[t]he nere fact that the
prior art may be nodified in the manner suggested by the
Exam ner does not mnmeke the nodification obvious unless the
prior art suggested the desirability of the nodification.” In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQR2d 1780, 1783-84
n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900, 902,
221 USPQ 1125, 1127 (Fed. Cir. 1984). “Obviousness may not be
establ i shed using hindsight or in view of the teachings or
suggestions of the inventor.” Para-Odnance, 73 F.3d at 1087,
37 USP2d at 1239, citing W L. Gore & Assocs., 721 F.2d at

1551, 1553, 220 USPQ at 311, 312-13. In addition, our

20
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reviewi ng court requires the PTOto make specific findings on
a suggestion to conbine prior art references. In re
Denbi czak, 175 F.3d 994, 1000-01, 50 USPQ2d 1614, 1617-19
(Fed. Cr. 1999).

Therefore, we will not sustain the rejection of claim46-
50 and 55-56 under 35 U.S.C. § 103 as bei ng unpatentabl e over
Blair in conbination with Krol opp

CONCLUSI ON

We have not sustained the rejection clainms 46-48 and 55-
56 under 35 U.S.C. § 102(b) as being anticipated by Blair, the
rejection of clainms 55-56 under 35 U. S.C. §8 102(b) as
antici pated by Krol opp, the rejection of clains 49-50 and 57

under 35 U.S.C.

8§ 103 as unpatentable over Blair, and the rejection of clains
46-50 and 55-56 under 35 U.S.C. § 103 as unpatentabl e over

Blair in view of Krol opp

21
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REVERSED

JAMES D. THOVAS
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