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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 25
to 31 and 33 to 43, all the clains remaining in the
appl i cation.

The appeal ed clains are drawn to a nethod of di sposing of
hazar dous waste (clainms 25 to 31, 33 to 37 and 40) and a
met hod of transporting hazardous waste (clainms 38, 39 and 41
to 43). They are reproduced in Appendi x A of appellant’s

brief.!

Inreviewing the clains, it appears that "into a conduit
: to an incinerator” (claim?25, lines 16 and 17) and
"generally planar flat surface" (claim38, |ine 19) have no
ant ecedent basis in the specification. 37 CFR 8 1.75(d)(1).
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The prior art applied in the final rejection is:

McLennan 510, 545 Dec. 12,
1893

Morrel | 1,618, 669 Feb. 22,
1927

Gllican 1, 896, 616 Feb. 7
1933

Nakayama et al. 3,951, 581 Apr. 20,
1976

(Nakayana)

Affidavits of Sid Morrison and Oto Ewers, dated July 6 and 7,
1994, respectively.?

Addi tional prior art applied herein in rejections pursuant to
37 CFR § 1.196(b) is:

wal | ace 4,552, 460 Nov. 12,
19853

The adm tted prior art decribed on page 1, |line 15, to page 4,
line 3 of appellant’s specification (APA).

The clains on appeal stand finally rejected on the
fol |l ow ng grounds:
(1) dainms 34 to 37 and 40, unpatentable for failure to conply

with 35 US.C 8§ 112, second paragraph.

2 These affidavits were filed with an Information
Di sclosure Statenent on Aug. 9, 1994 (Paper No. 9).

3 This reference was cited in an Information D scl osure
Statenent filed on July 27, 1993 (Paper No. 4).
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(2) dainms 25, 28, 29, 33, 34 and 40, unpatentable over
Nakayama in view of Gllican and Morrell, under 35 U S.C. 8§
103(a).

(3) dainms 26, 27, 30, 31, 35 to 39 and 41 to 43, unpatentable
over Nakayama in view of Gllican, Mrrell, MLennan, and
either of the Morrison or Ewers affidavits, under 35 U S.C. §

103(a).
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Rej ection (1)

In this rejection, the exam ner asserts that the term
"appreciable"” in claim34 (line 9) is indefinite. Appellant
does not contest this rejection, but states on page 28 of the
brief that the rejection is nooted because he is wlling to
delete the termfromthe clains. However, the rejection is
not noot because, as the exam ner notes on page 3 of the
answer, no anendnent del eting "appreciable" has been filed.

Accordingly, rejection (1) will be summarily sustai ned.

Rej ection (2)

Nakayanma di scl oses a nethod of disposing of paint waste
in which the waste is mxed with waste oil and water in tank
1, formng a slurry which prevents sedi nentati on of the paint
waste particles (col. 1, lines 22 to 24; col. 2, lines 37 to
40). The slurry is fed to storage tank 2, and therefrom
continuously to incinerator 3, where it can be conpletely
burned wi thout pollution (col. 1, lines 37 to 39). The
exam ner recogni zes that Nakayama does not disclose noving the
waste in a tank with an elongated bottomto the incinerator,
but takes the position that such a nodification of the
Nakayana process woul d have been obvious in view of Gllican.
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He further cites Mirrell as teaching that the Nakayama waste
mat eri al should be agitated so that it beconmes substantially
honogeneous.

After fully considering the record in light of the
argunments presented in appellant’s brief and the exam ner’s
answer, we conclude that the involved clains are patentable
over the conbination of references applied by the exam ner.

In particular, we do not consider that it would have been
obvious, in viewof Gllican, to nove the waste material of
Nakayama to the incinerator in a tank and to agitate it in the
tank. The purpose of the tank car disclosed by Gllican is to
transport nmaterials which "are very viscous, and may or do
solidify after they have been stored or placed in the cold for
sonme time" (page 1, lines 4 to 6), such as crude pine gum
oils, fats, etc. 1In order to render the material being
transported nore fluid when the car is to be unl oaded,

G llican provides heating pipes 21, etc., and an agitator 13
to stir and mx the material sinmultaneously with the heating
(page 1, lines 68 to 73; page 3, lines 36 to 55). Wile it

m ght have been obvious, as a general proposition, to
transport the paint waste of Nakayama fromthe waste source to
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the incinerator, it would seemthat one of ordinary skil

woul d transport the paint waste after it had been fornmed into
a slurry fromwhich there woul d be no sedinmentation (i.e.,
woul d transport tank 2), rather than to agitate the m xture of
paint waste, oil and water to formthe slurry in the tank used
for transportation. In any event, we do not consider that it
woul d have been obvious fromGllican to agitate the Nakayama
m xture and/or slurry in the transportation tank, because the
Gllican agitator is not used to forma suspension of solids
inaliquid or to prevent the separation of solids fromthe
mat eri al being transported, but rather is used sinply to
agitate the material in the tank so that it will be nore
evenly and conpletely heated to reduce its viscosity.* Since
there is no indication that the paint waste mxture or slurry
of Nakayama is subject to solidification when cold, Gllican’s
di scl osure woul d not have taught or suggested to one of

ordinary skill agitation of the waste material of Nakayama in

4 Although the exam ner states that the G llican apparatus
is capable of agitating "a viscous material which contains
solids" (answer, page 5), the only solids disclosed by
Gllican are debris and solid material which will be nelted
(page 1, lines 28 to 31).
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a tank being used to nove that material. The Morrel
reference not affect our conclusion because, as noted above,
it concerns the desirability of honbgenization, but does not
concern the question of transportation in a tank.

Rejection (2) therefore will not be sustai ned.

Rej ection (3)

The basis of this rejection is somewhat unclear. The
exam ner states at page 9 of the answer that:

It woul d have been obvious to one of
ordinary skill in the art at the tinme the
i nventi on was nmade to have haul ed the hazardous
wast e of Nakayama to its point of incineration,
in a tank car as described by either the Ewers
or Morrison affidavit[s], because Nakayama
require[s] the agitation of the waste in a tank
so as to disperse solids therein into a slurry
and because Gl lican teaches a nobile tank car
capabl e of providing agitation of viscous
mat erials which contain solids, in order to
allow said material to be discharged as a
fl owabl e fluid, and because Ewers and Morrison
bot h show tank cars specifically adapted for
haul i ng |iquids having a high concentration of
sol i ds.

The exam ner seens to be taking the position that, in view of
Gllican, it would have been obvious to transport the waste of
Nakayama to the incinerator in a tank and to agitate it in

t hat tank. However, as di scussed above in connection with
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rejection (2), we do not agree with this position of the
exam ner, since Gllican's tank car is not disclosed as being
for transporting a slurry fromwhich solids may settle, nor is
the agitator of Gllican provided for placing or maintaining
the solids in suspension.

The Morrison and Ewers affidavits each state that at
| east as early as 1988 (Morrison) or in 1982 (Ewers) tank
trailers were sold which had an auger nmounted within and
extending the length of the tank; the trailers were for
transporting high-solids content liquid materials. According
to Morrison, the auger was "to agitate the liquids and solids
carried in the tank and facilitate renoval of materials during
drai ni ng of the tank"
(page 2). Ewers states that the auger was "to nove the
liquids and solids carried in the tank to the outlet valve for
draining the tank," but "[a]fter operating the system we
di scovered that the auger also agitated or m xed the tank
contents" (page 2).

Since the apparatus disclosed by these references is
basically the sane, insofar as relevant to this case, as that
of Gllican, it is not clear what the Morrison and Ewers
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affidavits are intended to add to the conbi nati on of Nakayanma
and Gllican. Insofar as the examner is asserting that it
woul d have been obvious, in view of the affidavits, to
transport Nakayama’s paint waste to an incinerator in a tank
and agitate it in that tank, we do not agree. As previously
di scussed, Nakayama agitates paint waste with waste oil and
water to forma slurry fromwhich there is no sedinentation of
paint particles. W find nothing in the Mirrison or Ewers
af fidavits which would teach one of ordinary skill to agitate
t he paint waste/waste oil/water m xture of Nakayama to forma
slurry during transportation in the tank trailer of the
affidavits, since the augers are provided to facilitate
unl oadi ng of the tank. Nor do we consider that it would have
been obvious to wait until unloading to agitate the paint
wast e/ waste oil/water m xture of Nakayama to formthe slurry,
since nost of the benefit of having a slurry would be lost; in
our view, one of ordinary skill would formthe slurry of
Nakayama before transporting it to the incinerator, in which
case agitation would not be necessary. MLennan, which
di scl oses a paint m xer, does not affect this concl usion.

W will, therefore, not sustain rejection (3).
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Rej ections Pursuant to 37 CFR § 1.196(b)

(A) Cdainms 40 and 43 are rejected for failing to conply with

t he second paragraph of 35 U.S.C. § 112. Each of these clains
recites "wherein the tank includes a floor, a |ower-nost
portion of the floor being the tank bottom" This |anguage
inplies that there is a floor structure which, other than at
its lower-nost portion, is separate fromthe tank bottom but
the scope of the clains is indefinite when one attenpts to

read themon the disclosure (cf. In re Cohn, 438 F.2d 989,

993, 169 USPQ 95, 98 (CCPA 1971)) because there is no
di scl osure of a floor separate fromthe bottom of the tank 10,
but rather, the bottomof the tank and the floor seemto be
used in the specification as interchangeable terns. See,
e.g., page 8, lines 28, 31, 32
and 34.
(B) dainms 25, 28, 29, 33, 34 and 40 are rejected under 35
U S.C 8§ 103(a) as unpatentable over the APA in view of
Wal | ace.

The rel evant portion of appellant’s disclosure of what
was known at the tinme of his invention nay be sunmarized as

foll ows:
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(i) Hazardous waste, such as paint waste, which contains
solids and liquids, is burned as fuel in industrial burners,
such as cenent kilns (page 1, lines 15 to 26).

(1i) The waste is transported to the kiln in tank trucks (page
1, line 33, to page 2, line 1).

(1i1) Discharge of the waste fromthe tank truck to the kiln
burner is a probl em because the solids remain at the bottom of
the tank. This has several undesirabl e consequences (page 2,
line 10, to page 3, line 16).

(itv) "It is known that a previous attenpt to agitate the
contents of a hazardous waste transport tank included the use
of vertically extending augers or the like, but it resulted in
a consi derable residue of solids in the tank after it was
supposedly drained.” (page 3, lines 25 to 29)

Wal | ace di scl oses apparatus for maintaining solid
particles in suspension in a liquid, particularly when
contained in a right circular cylindrical tank. The patent
di scl oses that an agitator which rotates about a vertical axis
is not satisfactory (col. 1, lines 23 to 49). Instead,
Wal | ace utilizes an agitator which rotates about a horizontal
shaft 24 extending along the tank 12, elimnating growh of a
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bed of solid particles on the bottom of the tank and obt ai ni ng
uniformparticle concentration and size (i.e., a substantially
honmogeneous m xture) throughout the slurry (col. 1, lines 60
to 65). It is noted that such m xing, applied to paint waste,
woul d i nherently increase the effective BTU rating of the
waste material, in accordance with appellant’s disclosure at

page 2, lines 28 to 32.
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In view of appellant’s disclosure ((iv),supra) that
vertically extending augers have been used to agitate the
hazardous waste in a transport tank, but still left a
consi derabl e resi due of solids, and Wall ace’ s discl osure of
the superiority of his disclosed (horizontal axis) apparatus
inrelation to agitators having vertical axes, it would have
been obvious to one of ordinary skill in the art to use an
agitator such as that disclosed by Wallace instead of the
vertically extendi ng augers disclosed by appellant, the
notivation for such nodification being the superior results
di scl osed by Wl | ace.

As for claim?29, it would have been obvious to have
agitated the waste material in the tank while the tank was
bei ng noved in view of Wallace' s teaching at col. 1, lines 13
to 15, that the particles should not be allowed to settle out.

The limtation in claim34, lines 16 and 17, of "burning
t he hazardous waste while the waste is in a [sic: the] form of
t he substantially honobgeneous mi xture” would inherently result
from discharging the (agitated) hazardous waste "fromthe

tank to the kiln burner,” as appellant discloses at page 2,
line 11.
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Cl ai m 40, rejected above under 35 U S.C. § 112, second
par agr aph, woul d be net by the APA-WAll ace conbi nation insofar
as the claimlanguage is understood, since every tank has a

bottom which may be designated the "floor."
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Remand to the Exani ner

This application is remanded to the exam ner to determ ne
whet her any of clains 26, 27, 30, 31, 35 to 39 and 41 to 43
shoul d be rejected under 35 U.S.C. 8§ 103(a) as unpatentable
over the APA in view of Wallace and/or other prior art.
Concl usi on

The exam ner’s decision to reject clains 34 to 37 and 40
under 35 U. S.C. 8§ 112, second paragraph, is affirmed, and to
reject clainms 25 to 31 and 33 to 43 under 35 U.S.C. § 103(a)
is reversed. Cainms 25, 28, 29, 33, 34, 40 and 43 are
rejected pursuant to 37 CFR 8 1.196(b), and the case is
remanded to the exam ner.

In addition to affirmng the exam ner's rejection of one
or nore clains, this decision contains new grounds of
rejection pursuant to 37 CFR 8§ 1.196(b) (amended effective
Dec. 1, 1997, by final rule notice, 62 Fed. Reg. 53,131,
53,197 (Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice
63, 122 (Oct. 21, 1997)). 37 CFR § 1.196(b) provides, "[a]
new ground of rejection shall not be considered final for

pur poses of judicial review"
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Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori ginal decision

37 CFR 8 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
grounds of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c) as to the rejected clains:

(1) Submit an appropriate anendnent of the

clainms so rejected or a showing of facts relating to

the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner
(2) Request that the application be reheard

under 8§ 1.197(b) by the Board of Patent Appeals and

I nterferences upon the same record . :

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b)(1), in
order to preserve the right to seek review under 35 U S.C. 88§
141 or 145 with respect to the affirnmed rejection, the

effective date of the affirmance is deferred until concl usion

of the prosecution before the exam ner unless, as a nere
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incident to the limted prosecution, the affirmed rejection is
over cone.

| f the appellant elects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned

to the Board of
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Pat ent Appeals and Interferences for final action on the
affirmed rejection, including any tinely request for
reconsi deration thereof.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART; 37 CFR § 1.196(b): REMANDED

JENNI FER D. BAHR
Adm ni strative Patent Judge

| AN A. CALVERT )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
CHARLES E. FRANKFORT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

SLD
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REVERSED

Prepared: February 4, 2002



