TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI| CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore McCANDLI SH, Senior Adm nistrative Patent Judge,
MEI STER and FRANKFORT, Admi nistrative Patent Judges.

MEI STER, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
Raynond E. Hoyt, 111, Jerry L. Hauck and Tom Artuni an

(the

! Application for patent filed Novenber 1, 1996. According
to appellants, this application is a continuation of
Application 08/ 693,568 filed August 7, 1996, now abandoned,;
which is a continuation of Application 08/321,516 filed
Cct ober 12, 1994, now abandoned.



appel | ants) appeal fromthe final rejection of 1, 3-7 and 9-
17, the only clainms remaining in the application.

W REVERSE

The appellants' invention pertains to a flexible
coupling apparatus. |Independent claim1l is further
illustrative of the appeal ed subject matter and a copy

thereof nmay be found in the APPENDI X to the brief.

The references relied on by the exam ner are:

Louette 3,362, 191 Jan. 9,
1968
Davi dson et al. (Davidson) 4,176, 815 Dec. 4,
1979

Clains 1, 3-7 and 9-17 stand rejected under 35 U S. C.
8§ 103(a) as being unpatentable over Louette in view of
Davi dson. According to the examner it would have been
obvious to one of ordinary skill in the art to add a
circunferential groove to the joint of Louette as taught by
Davi dson so as

to allow the pin to be | ocked in place and prevent

the netal retainer band fromcom ng off of the belt

which woul d allow for a safer assenbly. [Answer,

page 4.]

W will not support the examiner's position. Even if we

were to agree with the exam ner that Davidson, which is
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directed to a spring hanger assenbly for supporting a portion
of a pipe, line, would have commended itself to the attention
of one of ordinary skill in the art of flexible couplings, we
cannot agree that there is any suggestion to conbine the
teachi ngs of Louette and Davidson in the nmanner proposed.

The nere fact that the addition of a circunferential groove

to the joint of Louette

woul d prevent Louette's netal retainer fromcomng off, and
thus result in a safer assenbly, does not serve as a proper
notivation to conbine the teachings of Louette and Davi dson
as the exam ner apparently believes. Instead, it is well
settled that it is the teachings of the prior art taken as a
whol e whi ch nust provide the notivation or suggestion to
conbine the references. See In re Fritch, 972 F.2d 1260,
1266, 23 USPQ2d 1780, 1783-84 (Fed. Cir. 1992) and Uniroyal,
Tnc. v. Rudkin-WIley Cozp., 837 F.2d 1044, 1051, 5 USPQd
1434, 1438 (Fed. Cir. 1988).

Davi dson, as we have noted above, is directed to a spring
hanger assenbly for supporting a portion of a pipe |ine.
Included in this hanger assenbly is a flat [ower plate 14

that (1) retains a spring 16 within a cylindrical housing 10
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and (2) is attached to the cylindrical housing by a
bayonet -type connection that includes orthogonally arranged
sl ots which cooperate with a finger 52 on the plate 14.
There is sinply nothing in the conbi ned teachings of Louette
and Davi dson that would have | ed one of ordinary skill in the
art to provide Louette's flexible coupling with a
"circunferential groove" in view of the disparate teachings
of Davidson. In our view, the only suggestion for the
exam ner's conbi nation of the disparate teachings of the
applied references inproperly stens fromthe appell ants’
di scl osure, and not fromthe prior art. As the
court in Uniroyal, 837 F.2d at 1051, 5 USPQRd at 1438 stated
"it is inpermssible to use the clains as a frane and the
prior art references as a npsaic to piece together a
facsimle of the clained invention."

As a final matter, we note that the appellants have
subm tted evidence of nonobviousness in the formof a
decl aration by Hauck. However, since the prior art relied on
by the examner fails to establish a prinma facie case of
obvi ousness, we need not consider the appellants' evidence of
nonobvi ousness. In re Fine, 837 F.2d 1071, 1076, 5 USPQd

1596, 1600 (Fed. Cir. 1988).
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The decision of the exanminer to reject clains 1, 3-7 and

9-17 under 35 U. S.C. 8§ 103(a) based on the conbi ned teachi ngs
of

Louette and Davi dson is reversed.

REVERSED
HARRI SON E. M:CANDLI SH )
Seni or Adm ni strative Patent Judge )

BOARD OF PATENT

JAMES M MEI STER APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

CHARLES E. FRANKFORT
Adm ni strative Patent Judge
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