The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
clains 1-15.
The invention relates to the use of a flexible mcrophone

boom which is lightweight and confortable for a user to wear
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for long periods of tinme. The m crophone boom all ows for
pl acenent of the m crophone near the user's nouth and which is
rugged enough to avoid fracturing or breaking even after being
repeatedly bent over long periods of tinme. The boom i ncl udes
an i nner conductor having a plurality of support strands, a
first insulator disposed about an inner conductor, an outer
conduct or di sposed about the first insulator to shield the
i nner conductor and an outer jacket disposed about the outer
conductor. This arrangenent allows for the boomto be
positioned to fit a plurality of users. A support wire froma
plurality of different strands of wire allows the flexible
cable to be repeatedly bent without fracture.?

| ndependent claiml is as follows:
1. A m crophone boom conpri si ng:

an i nner conductor including:

a mcrophone wire strand in electrical comrunication with
a m crophone; and

a plurality of wire strands;

a first insulator concentrically disposed about said
i nner conduct or;

!See page 3 of the specification.
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an outer conductor concentrically di sposed about said
first insulator; and

an outer jacket concentrically di sposed about said outer
conduct or,

wherein said i nner conductor inparts to said m crophone
boom a characteristic of being freely positionable by a user,
said m crophone boom maintaining a first position until noved
to a further position by said user.

The Exam ner relies on the follow ng references:

Li t auer 4, 259, 544 Mar. 31,
1981
Sacherman et al. 5, 369, 857 Dec. 6,
1994

Clainms 1-15 are rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Sacherman in view of Litauer.

Rat her than reiterate all argunents of the Appellant and
the Exam ner, reference is nade to the briefs and the answers
for the respective details thereof.?

OPI NI ON

W will not sustain the rejection of clains 1-15 under 35

2See Appellant's brief (hereinafter the brief) filed
August 18, 1997 and the Reply Brief filed Cctober 30, 1997.
See al so the Exam ner's answer (hereinafter answer) filed
Septenber 5, 1997 and the Suppl enental Answer filed Novenber
6, 1997.
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U S C

§ 103.

As pointed out by our reviewi ng court, we nust first
determ ne the scope of the claim "[T]he nane of the gane is
the claim™ 1In re Hniker Co., 150 F.3d 1362, 1369, 47 USPQd
1523, 1529 (Fed. Cir. 1998). Moreover, when interpreting a
claim words of the claimare generally given their ordinary
and accustomed neaning unless it appears fromthe
specification or the file history that they were used
differently by the inventor. Carroll Touch, Inc. v. Electro
Mechani cal Sys., Inc., 15 F. 3d 1573, 1577, 27 USPQ2d 1836,
1840. Although an inventor is indeed free to define the
specific terns used to describe his or her invention, this
must be done with reasonable clarity, deliberateness, and

precision. 1In re Paulsen, 30 F.3d 1475, 1479, 31 USPQ2d 1671
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1674 (Fed. Cir. 1994).

| ndependent clains 1, 9, 11, and 15 each recite a
m crophone boom conprising: a conductive core which includes
a plurality of strands; a first insulator disposed about the
conductive core; an outer conductor disposed about the first
i nsul ator; and an outer jacket disposed about the outer
conduct or .

The Appel |l ant and the Exam ner both agree that Sacherman
fails to disclose a conductive core with a plurality of
strands, a first insulator, and an outer conductor as recited
inclains 1, 9, 11, and 15. The Exam ner relies on Litauer
for a teaching of these limtations.

Appel  ant argues that a person of ordinary skill in the
art would not have been notivated to conbi ne teachi ngs of
Sacherman and Litauer. Appellant particularly argues that
cabl es used in the Litauer invention are heavy duty el ectrical
cables requiring reinforcenent so that the cables do not
col | apse under their own wei ght when strung between utility
poles. Appellant also argues that there is no useful benefit
for use for longitudinally strengthening as taught by Litauer
in the m crophone boom di scl osed by Sachernman because | ack of
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| ongi tudinal strength in the boomis not a problemthat is
di scussed or suggested by Sacherman. Wth respect to sealing
the m crophone boom from noi sture, Appellant argues that
noi sture is not a concern for an inner conductor of the
m cr ophone boom since electrical conponents associated with a
headset used with a m crophone boomw || be destroyed by
nmoi sture well before degradation of the inner conductor.?

The Exam ner has failed to set forth a prima facie case.
It is the burden of the Exami ner to establish why one having
ordinary skill in the art would have been led to the clai nmed
i nvention by the express teachings or suggestions found in the
prior art, or by inplications contained in such teachings or
suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6
(Fed. Gr. 1983). "Additionally, when determ ning
obvi ousness, the clained invention should be considered as a
whol e; there is no legally recogni zable '"heart' of the
invention." Para-Odnance Mg. v. SGS Inporters Int'l, Inc.,
73 F.3d 1085, 1087, 37 USPQ2d 1237, 1239 (Fed. G r. 1995),

cert. denied, 117 S. C. 80 (1996) citing W L. Core &

*See pages 11-13 of the brief.
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Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ

303, 309 (Fed. Gr. 1983), cert. denied, 469 U S. 851 (1984).
The Federal Circuit states that "[t]he nere fact that the

prior art may be nodified in the manner suggested by the

Exam ner does not neke the nodification obvious unless the

prior art suggested the desirability of the nodification.” In

re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQR2d 1780, 1783-84

n. 14 (Fed. Gr. 1992), citing In re Gordon, 733 F.2d 900,

902, 221 USPQ 1125, 1127 (Fed. Gr. 1984). It is further

established that "[s]uch a suggestion may cone fromthe nature

of the problemto be solved, | eading inventors to look to

references relating to possible solutions to that problem"”

Pro-Mold & Tool Co. v. Great Lakes Plastics, 75 F.3d 1568,

1573, 37 USPQ2d 1626, 1630 (Fed. Cir. 1996) citing In re

Ri nehart, 531 F.2d 1048, 1054,

189 USPQ 143, 149 (CCPA 1976) (considering the problemto be

solved in a determ nation of obviousness). The Federal

Circuit reasons in Para-Ordnance Mg., Inc. v. SGS Inporters

Int’ | Inc.,

73 F.3d 1085, 1088-89, 37 USPQd 1237, 1239-40 (Fed. Grr
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1995), that for the determ nation of obviousness, the court
must answer whether one of ordinary skill in the art who sets
out to solve the problemand who had before himin his

wor kshop the prior art, would have reasonably expected to use
the solution that is clainmed by Appellants. However,

"[ o] bvi ousness may not be established using hindsight or in
vi ew of the teachings or suggestions of the invention." Para-
Ordnance Mg. v. SGS Inporters Int’'l, 73 F.3d at 1087, 37
USPQ2d at 1239, citing W L. Gore & Assocs., Inc. v. Grlock,
Inc. 721 F.2d at 1551, 1553,

220 USPQ at 311, 312-13. In addition, our review ng court
requires the PTO to nake specific findings on a suggestion to
conbine prior art references. In re Denbiczak, 175 F.3d 994,

1000- 01, 50 USP2d 1614, 1617-19 (Fed. Cr. 1999).

We agree with Appellant that a person of ordinary skill
in the art would not have been notivated to increase the
| ongi tudi nal strength in Sacherman, particularly as the

reference is concerned with decreasing the pressure exerted on
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the ears of the headset user.* An increase in |ongitudinal
strength woul d not advance a solution to this problem
Further, the headsets of Sacherman are for use with tel ephones
and thus would not normally be used in an environnent in which
nmoi sture would be a problem W therefore find that no
notivation exists to conbi ne Sacherman and Litauer.

For these reasons, the rejection of clainms 1-15 under
35 U.S.C. 8 103 is reversed.

REVERSED

JOSEPH F. RUGGE ERO
Adm ni strative Patent Judge

JAVES D. THOVAS )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
M CHAEL R FLEM NG )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
)
)

VRF: | bg

VEI NGARTEN, SCHURG N, GAGNEBI N & HAYES
TEN POST OFFI CE SQUARE

BOSTON, MA 02109

4See col. 3 lines 10-31 of Sacher man.
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