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NASE, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1 through 26, which are all of the clains

pending in this application.

We AFFI RM I N- PART and enter new rejections pursuant to

! Application for patent filed July 7, 1995.
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37 CFR § 1.196(b).
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BACKGROUND

The appellants' invention relates to building siding
panel s. An understanding of the invention can be derived from
a reading of exenplary claim1, which appears in the appendix

to the appellants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Godes 3,473, 274 Cct. 21,
1969
Hi nds et al. (H nds) 3,593, 479 July 20,
1971
Ki ng 5, 363, 623 Nov.
15, 1994

In addition, this panel of the Board will rely upon the

admtted prior art set forth in the specification and draw ngs
(see pages 3-5 of the specification and Figures 1-3 of the

dr awi ngs) .

Cainms 1 through 5, 11, 12, 14 and 17 through 19 stand
rejected under 35 U. S.C. 8 102(b) as being anticipated by

Codes.
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Clainms 6, 13, 20 and 21 stand rejected under 35 U.S.C. §

103 as bei ng unpatentabl e over Godes.

Clains 7, 8 and 22 stand rejected under 35 U S.C. § 103

as bei ng unpat entabl e over Godes in view of King.

Clainms 9, 10, 15, 16 and 23 through 26 stand rejected
under 35 U.S.C. 8 103 as bei ng unpatentabl e over Godes in view

of Hi nds.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the final rejection (Paper
No. 7, mailed February 5, 1997) and the exam ner's answer
(Paper No. 11, mumiled August 29, 1997) for the exam ner's
conpl ete reasoning in support of the rejections, and to the
appel l ants' brief (Paper No. 10, filed July 7, 1997) and reply
brief (Paper No. 12, filed Novenber 4, 1997) for the

appel |l ants' argunents thereagai nst.

OPI NI ON
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In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the

deter m nati ons which foll ow.

Page 5
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The antici pation issues
We sustain the rejection of clains 1 through 5 under
35 U.S.C § 102(b), but not the rejection of clains 11, 12, 14

and 17 through 19.

A claimis anticipated only if each and every el enent as
set forth in the claimis found, either expressly or
i nherently described, in a single prior art reference.

Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 631, 2

USPQ2d 1051, 1053 (Fed. Cir.), cert. denied, 484 U S. 827

(1987). The inquiry as to whether a reference anticipates a
cl ai m nust focus on what subject matter is enconpassed by the
cl ai m and what subject matter is described by the reference.

As set forth by the court in Kalnman v. Kinberly-d ark Corp.

713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Cir. 1983), cert.
deni ed, 465 U. S. 1026 (1984), it is only necessary for the
clains to "'read on' sonething disclosed in the reference,
i.e., all Iimtations of the claimare found in the reference,

or '"fully net' by it."

Clainms 1 through 5
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I ndependent claim 1 recites a siding panel conpri sing,
inter alia, a contoured sheet of plastic material, a generally
flat nail hemstrip, at |east one aperture in the nail hem
strip, and an elongated rib di sposed on the nail hemstrip
proxi mate the nail aperture and in predeterm ned registry
therewwth. Caim1 further recites that

said nail hemstrip second side substantially free of

protrusions proximate said nail aperture for a distance

spaced fromsaid elongated rib sufficient to accommobdate
the nail driving article at said nail aperture.

Caim1l is anticipated by Godes. Godes discloses a
siding panel 12. As shown in Figures 1-4, the siding panel 12
Is a contoured sheet of plastic material having a generally
flat nailhemstrip with nail apertures/slots 32 therein, and
an elongated rib/ridge 30 disposed on the nailhemstrip
proxi mte the nail apertures/slots and in predeterm ned
registry therewith. As shown in Figure 4, the second side of
the nailhemstrip is substantially free of protrusions
proxi mte the nail aperture/slot 32 for a distance spaced from

the elongated rib/ridge 30 sufficient to accommbdate a nai

driving article at the nail aperture/slot.
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The appel l ants argue (brief, pp. 5-6) that clains 1
through 5 are patentable since the above-quoted limtation
fromclaiml1l is not nmet by Godes. Specifically, the
appel l ants point to the relationship between hamer 35 and
ridges 30 and 34 as shown in Figure 4 of Godes as establishing
that Godes | acks the above-quoted limtation fromclaiml. W
do not agree. As pointed above, it is only necessary for the
clains to "read on" the siding panel disclosed in Godes to be
"fully met" by it. 1In this instance, while there are nai
driving articles (such as the hamrer 35 shown in Figure 4 of
Godes) that are not able to be accommbdated within the space
bet ween Godes' ridges 30 and 34, we agree with the exam ner
(answer, p. 4) that the space between CGodes' ridges 30 and 34
is sufficient to accommopdate other nail driving articles such
as a small head hanmer or an air-pressure nail gun, which have

heads/ nozzl es small er than the head of hammer 35.

Since all the limtations of claim1l are net by Codes,
the decision of the examner to reject claim1l under 35 U S. C
8§ 102(b) is affirmed. Cdains 2 through 5 which depend from

claim1 have not been separately argued by the appellants as



Appeal No. 98-1458 Page 9
Application No. 08/499, 211

required in 37 CFR § 1.192(c)(7) and (8)(iv). Accordingly, we
have determ ned that these clains nust be treated as falling

with claiml. See In re N elson, 816 F.2d 1567, 1572, 2 USPQd

1525, 1528 (Fed. Gr. 1987). Thus, it follows that the
deci sion of the examner to reject clainms 2 through 5 under 35

US C 8 102(b) 1is also affirned.

Clainms 11, 12 and 14

| ndependent claim 11l recites a siding panel conprising,
inter alia, a contoured sheet of plastic material, a generally
flat nailhemstrip, a plurality of elongated apertures in the
nail hem strip, and an elongated rib di sposed on the nail hem
strip in predetermned registry with the apertures. daim1ll
further recites that

said elongated rib conprising a first rib wall extending

out of said nail hem plane on said outwardly facing

surface side of said nailhemstrip, a joining rib wal

extending fromsaid first rib wall to a second rib wall,

said second rib wall extending back to said nail hem pl ane
and term nating thereat.

The appel |l ants argue (brief, pp. 6-7) that clains 11, 12

and 14 are patentable since the above-quoted limtation from
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claim1l is not net by Godes. Specifically, the appellants
poi nt out that the above-quoted limtation fromclaim1l is
not readable on the solid protrusions/ridge 30 of Godes. W
agree. It is our opinion that the exam ner's belief (answer,
p. 5) that Godes' solid rib 30 has the recited rib walls is

wi thout nmerit. Wen the terns rib walls (i.e., the first rib
wall, the joining rib wall, and the second rib wall) are given
their broadest reasonable interpretation consistent with the
specification,? it is clear to us that the appellants’

interpretation is correct.

Since all the limtations of claim1l are not net by
Godes, the decision of the exam ner to reject claim11l, and
clains 12 and 14 dependent thereon, under 35 U . S.C. § 102(b)

is reversed.

Clainms 17 through 19

| ndependent claim 17 recites a prefabricated buil ding

nodul e whi ch can be conbined with at | east one other building

2 See |n re Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388
(Fed. Cir. 1983).
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nodul e to forma substantially conplete building. The
prefabricated buil ding nodul e conprises, inter alia, at |east
one exterior wall and a plurality of panels, each of which
conprises a contoured plastic sheet having a generally flat
nail hem strip, at |east one nail aperture in the nail hem
strip, and an elongate rib disposed on the nailhemstrip
proxi mte the nail aperture and in predeterm ned registry
therewwth. Caim17 further recites that

said nail hemstrip second side substantially free of

protrusions proximate said nail aperture for a distance

spaced fromsaid elongated rib sufficient to accommobdate
the nail driving article at said nail aperture.

The appel lants argue (brief, p. 7) that clains 17 through
19 are patentable since Godes does not disclose a
prefabricated building nodule as recited in claim17. W

agree. 3

Since all the limtations of claim 17 are not met by

Godes, the decision of the examner to reject claim17, and

® The examiner did not respond to this argunent in the
answer .
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clainms 18 and 19 dependent thereon, under 35 U S.C. 8 102(b)

isS reversed.

The obvi ousness i ssues
We sustain the rejection of clainms 6 through 9 and 25
under 35 U. S.C. 8§ 103, but not the rejection of clains 10, 13,

15, 16, 20 through 24 and 26.

The test for obviousness is what the teachings of the
applied prior art would have suggested to one of ordinary

skill in the art. See In re Young, 927 F.2d 588, 591, 18

USPQ2d 1089, 1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d

413, 425, 208 USPQ 871, 881 (CCPA 1981).
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Clainms 13, 15, 16, 20 through 24 and 26

The decision of the exam ner to reject clains 13, 15, 16,
20 through 24 and 26 is reversed since the limtations of
their respective independent clains (i.e., claim1l or claim
17) are not suggested by the teachings of the applied prior
art. In that regard, none of the applied prior art (i.e.,
Godes, King and Hi nds) woul d have suggested the three rib
walls as recited in claim11l or the prefabricated buil ding

nmodul e as recited in claim17.

Claim 10

The decision of the examner to reject claim10 is
reversed since the "overl appi ng serpentine shape" of the hook-
i ke projection is not suggested by the teachings of the
applied prior art. 1In that regard, none of the applied prior
art (i.e., Godes, King and H nds) woul d have suggested the
"overl appi ng serpentine shape" of the hook-1ike projection as

recited in claim210.
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In response to the appellants' argunent (brief, p. 13)
that the "overl appi ng serpentine shape" of the hook-Iike
projection is not suggested by the teachings of the applied
prior art, the exam ner noted (answer, p. 6) that the
"over | appi ng serpentine shape" of the hook-1like projection is
old and well known as shown in prior art that was not applied
by the examiner. Since the applied prior art does not teach
the "overl appi ng serpentine shape" of the hook-Iike
projection, we are constrained to reverse the decision of the

exam ner to reject claima1l0.

Clainms 7 through 9 and 25

The appel | ants have grouped clains 7 through 9 and 25 as
standing or falling together with claim1.% In addition,
dependent clains 7 through 9 and 25 have not been separately
argued by the appellants. Accordingly, these clainmns will be
treated as falling with their parent claim(i.e., claiml).

See In re Young, 927 F.2d 588, 590, 18 USP@2d 1089, 1091 (Fed.

Cr. 1991); In re N elson, 816 F.2d 1567, 1572, 2 USPQd 1525,

4 See page 4 of the appellants' brief.
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1528 (Fed. Cir. 1987); and ILn re Wod, 582 F.2d 638, 642, 199

USPQ 137, 140 (CCPA 1978). Thus, it follows that the decision
of the exam ner to reject clainms 7 through 9 and 25 under 35
U S C

8§ 103 is also affirned.

Claimé6

Claim6 recites:

The siding panel of claim1l1, wherein said rib is about
0.05 to about 0.20 inch thick and about 0.05 to about
0. 40 inch high.
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The exam ner contended (final rejection, p. 2) that the
rib's (i.e., the ridge 30 of Godes) dinensions are nerely

desi gn choices. The appellants (brief, p. 12) disagreed.

It is our opinion that the clainmed thickness and hei ght
of the rib would have been obvious to one of ordinary skill in
the art at the tine the invention was nmade in view of the
teachings of Godes. |In that regard, Godes teaches that the
ridges 30 and 34 have a thickness sufficient to limt the
penetration of fastener 16 and thereby create a cl earance
space 36 between the head of the fastener 16 and the panel 12.
Accordi ngly, the thickness of the ridges nust exceed the
t hi ckness of the head of the fastener. The extent to which
the thickness of the ridges exceeds the thickness of the head
of the fastener would have been an obvious matter of
desi gner's choi ce based upon the anpbunt of clearance space
desired. As to the height of Godes' ridge 30, Godes' Figure 4
Is sufficient in our viewto suggest that the height of the

ri dge exceed the thickness of the ridge.
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Qur determ nation of the obviousness of the subject
matter of claim6 accords with the general rule that discovery
of an optimmvalue of a result effective variable (in this
case, the optinumthickness and height of the ridges) is

ordinarily within the skill of the art. See In re Boesch, 617

F.2d 272, 276, 205 USPQ 215, 219 (CCPA 1980) and In re Aller,

220 F. 2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). As stated

in In re Huang, 100 F.3d 135, 139, 40 USPQ2d 1685, 1688 (Fed.

Cr. 1996):

This court and its predecessors have | ong hel d,
however, that even though applicant's nodification
results in great inprovenent and utility over the
prior art, it may still not be patentable if the
nodi fication was within the capabilities of one
skilled in the art, unless the clained ranges
"produce a new and unexpected result which is
different in kind and not nmerely in degree fromthe
results of the prior art.”

Additionally, as stated in In re Whodruff, 919 F.2d 1575,

1578, 16 USPQRd 1934, 1936 (Fed. Cir. 1990):

The law is replete with cases in which the

di fference between the clained invention and the
prior art is some range or other variable within the
claims. . . . These cases have consistently held
that in such a situation, the applicant nmust show
that the particular range is critical, generally by
showi ng that the clai ned range achi eves unexpected
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results relative to the prior art range [citations
omtted].

In the present case, however, the appellants have not
even all eged, nuch |ess established, that the clained
t hi ckness and hei ght produce unexpected results. Therefore,
we are of the opinion that it would have been obvious to one
of ordinary skill in the art at the tine of appellants
i nvention to have nodified Godes' ridge 30 to be about 0.05 to
about 0.20 inch thick and about 0.05 to about 0.40 inch high.
Accordi ngly, the decision of the examner to reject claim®6

under 35 U.S.C. § 103 is affirned.

New grounds of rejection
Under the provisions of 37 CFR 8§ 1.196(b), we enter the

foll ow ng new grounds of rejection.

1. Clainms 11 through 16 and 26 are rejected under 35 U. S. C
8§ 112, first paragraph, as the specification, as originally
filed, does not provide support for the invention as i s now

claimed. Specifically, the phrase "said second rib wal
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extendi ng back to said nail hem plane and term nating thereat”
recited in claim1ll | acks witten description support in the

ori gi nal disclosure.

The witten description requirement serves "to ensure
that the inventor had possession, as of the filing date of the
application relied on, of the specific subject natter |ater
clainmed by him how the specification acconplishes this is not

material." Inre Wertheim 541 F.2d 257, 262, 191 USPQ 90,

96 (CCPA 1976). In order to neet the witten description
requi renent, the appellants do not have to utilize any
particul ar form of disclosure to describe the subject matter
cl ai med, but "the description nust clearly allow persons of
ordinary skill in the art to recognize that [he or she]

i nvented what is clained." |In re Gosteli, 872 F.2d 1008,

1012, 10 USPQ2d 1614, 1618 (Fed. Cr. 1989). Put another way,
"the applicant nmust . . . convey with reasonable clarity to
those skilled in the art that, as of the filing date sought,

he or she was in possession of the invention." Vas-Cath, Inc.

v. Mahurkar, 935 F.2d 1555, 1563-64, 19 USPQ2d 1111, 1117

(Fed. Cir. 1991). Further, the content of the draw ngs nust
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al so be considered in determining conpliance with the witten

description requirenent. See Vas-Cath, 935 F.2d at 1561, 19

USPQ2d at 1116.

We have reviewed the originally filed specification and
find no support therein for the limtation "said second rib
wal | extending back to said nail hem plane and term nating
thereat." Specifically, the originally filed specification
fails to set forth the plane at which the second rib wall is
the nail hem plane. While the originally filed specification
does set forth (p. 6) that the underside of the rib 132 can be
filled and abut the exterior wall of a building, the clains at
i ssue cannot be read on this species for the reasons the Godes

does not anticipate claim 1l as discussed above.

We have also reviewed the originally filed drawi ngs and
find no support therein for the Ilimtation "said second rib
wal | extending back to said nail hem pl ane and term nati ng
thereat." Specifically, while originally filed Figures 4 and

6 disclose the elongated rib as conprising a first rib wal
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extendi ng out of the nailhemplane, a joining rib wal
extending fromthe first rib wall to a second rib wall, and
the second rib wall extending back toward the nail hem pl ane,
the originally filed drawings fail to disclose that the second

rib wall term nates at the nail hem pl ane.

2. Clains 1 through 10 and 17 through 25 are rejected under
35 U.S.C. 8 103 as being unpatentable over the admtted prior
art set forth in the specification and draw ngs (see pages 3-5
of the specification and Figures 1-3 of the drawings) in view

of Godes.

As set forth in the specification and draw ngs, the
admtted prior art teaches the claimed subject matter except

for the clained elongate rib.

In applying the above-noted test for obviousness, we
reach the conclusion that it would have been obvious to one of
ordinary skill in the art at the tinme the invention was nade
to have provided the siding panels of the admtted prior art

with ridges as suggested and taught by Godes' ridges 30 and 34
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to automatically limt the depth to which fasteners are driven
to permt expansion and contraction of the panels. W
recogni ze that Godes provides his ridges for reasons different
than the appellants, however, as |long as sone notivation or
suggestion to conbine the references is provided by the prior
art taken as a whole, the |aw does not require that the

ref erences be conbined for the reasons contenplated by the

inventor. See Inre Dillon, 919 F.2d 688, 693, 16 USPQd

1897, 1901 (Fed. Cir. 1990)(en banc), cert. denied, 500 U S.

904 (1991) and In re Beattie, 974 F.2d 1309, 1312, 24 USPQd

1040, 1042 (Fed. Cr. 1992).

As to clains 6 and 20, it is our opinion that the clained
subj ect matter woul d have been obvious for the reasons set
forth above in our affirmance of the exam ner's rejection of

claim 6.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1 through 9 and 25 is affirned; the decision of the

exam ner to reject clains 10 through 24 and 26 is reversed; a
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new rejection of clainms 11 through 16 and 26 under 35 U.S.C. §
112, first paragraph, has been added pursuant to provisions of
37 CFR

8§ 1.196(b); and a new rejection of clainms 1 through 10 and 17
t hrough 25 under 35 U. S.C. 8§ 103 has been added pursuant to

provi sions of 37 CFR § 1.196(b).

In addition to affirmng the examner's rejection of one
or nore clains, this decision contains new grounds of
rejection pursuant to 37 CFR 8§ 1.196(b) (anended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53131, 53197 (Cct.
10, 1997), 1203 Of. Gaz. Pat. Ofice 63, 122 (Cct. 21,
1997)). 37 CFR
8§ 1.196(b) provides, "A new ground of rejection shall not be

consi dered final for purposes of judicial review"

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori gi nal deci sion
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37 CFR 8§ 1.196(b) al so provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the followng two options with respect to the new
grounds of rejection to avoid term nation of proceedi ngs (37
CFR 8 1.197(c)) as to the rejected clai ns:
(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the

application will be renmanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and

I nterferences upon the sane record.

Shoul d the appellants elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b) (1), in
order to preserve the right to seek review under 35 U. S.C. 8§
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until conclusion

of the prosecution before the exam ner unless, as a nere
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incident to the limted prosecution, the affirned rejection is

over cone.

If the appellants el ect prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for fina
action on the affirnmed rejection, including any tinely request

for rehearing thereof.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART; 37 CFR § 1.196(b)

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS

N N N N N N N

JEFFREY V. NASE
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AND
| NTERFERENCES

Adm ni strative Patent Judge

MURRI EL E. CRAWORD
Adm ni strative Patent Judge

JVN/ gj h
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