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publication in a law journal and is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner's fi nal
rejection of clainms 18 through 27, which are all of the clains
pending in this application. Cdains 1 through 17 have been

cancel ed.
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The appellant's invention relates to a nechanical seal
havi ng connector clips between the stationary conponents of
the seal and a stationary housing.

An under standi ng of the invention can be derived froma
readi ng of exenplary claim18, which appears in the appendi x
to the appellant’'s brief.

The prior art

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Azi bert et al (Azibert *977) 4,625, 977 Dec.
2, 1986

Mal mst rom 3,601, 412 Aug.
24, 1971

Warner et al (Warner) 4,989, 882 Feb. 5,

1991

Radosav et al (Radosav) 5,114, 163 May 19,

1992

Azi bert et al (Azibert *496) 5, 209, 496 May
11, 1993

Duffee et al (Duffee) 5,294, 132 Mar. 15,

1994

The rejections

Clainms 18, 20 and 23 through 25 and 27 stand rejected
under 35 U.S.C. 8 102(b) as being anticipated by Warner.
Clainms 18, 20, 23 through 25 and 27 stand rejected under

35 U.S.C. §8 102(b) as being anticipated by Azibert *977.
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Clainms 18 through 27 stand rejected under 35 U . S.C. 8§
102(e) as being anticipated by Azibert ‘496.

Cainms 18, 20, 23 through 25 and 27 stand rejected under
35 U.S.C. 8 102(b) as being anticipated by Radosav.

Cainms 18, 20, 23 through 25 and 27 stand rejected under
35 U.S.C. 8 102(e) as being anticipated by Duffee.

Clains 20, 24, 25 and 27 stand rejected under 35 U S. C
8§ 102(b) as being anticipated by Ml nstrom

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the examner's final
rejection (Paper No. 8, mailed May 19, 1997) and answer (Paper
No. 13, mail ed Novenber 25, 1997) for the exam ner's conplete
reasoni ng in support of the rejections, and to the appellant's
brief (Paper No. 12, filed Septenber 30, 1997) for the
appel l ant's argunents thereagai nst.

CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the

respective positions articulated by the appellant and the
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exam ner. As a consequence of our review, we nake the
determ nati ons which follow.

W initially note that all of the rejections are under 35
US C 8 102. Aclaimis anticipated only if each and every
el enent as set forth in the claimis found, either expressly
or inherently described, in a single prior art reference.

Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 631, 2

UsP2d 1051, 1053 (Fed. Cir.), cert. denied, 484 U S. 827

(1987). The inquiry as to whether a reference anticipates a
cl ai m must focus on what subject matter is enconpassed by the
cl ai m and what subject matter is described by the reference.

As set forth by the court in Kalman v. Kinberly-d ark Corp.

713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. G r. 1983), cert.
deni ed, 465 U.S. 1026 (1984), it
is only necessary for the clains to "'read on' sonething
disclosed in the reference, i.e., all limtations of the claim
are found in the reference, or "fully met' by it."
We turn first to the examner’s rejection of clains 18,
20, 23 through 25 and 27 as bei ng unpatentabl e under 35 U S. C
8§ 102(b) as being anticipated by Warner. The exami ner is

of the opinion that all the features of the clainmed invention
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are disclosed in Warner and illustrated in Fig. 1 and calls
attention to clip 52.

The appel | ant argues that Warner does not disclose a clip
but rather a flange and that Warner does not disclose a clip
pi n. Appel lant’ s specification states that the connector
clips 138 connect the stationary conponents of the seal to the
stationary housing and conprise a radial extension 142 having
a seal end 144 and a bolt end 146. The bolt end 146 has a
bolt end opening 148 to receive the bolt 140 (Specification at
page 18). Appellant’s specification does not define the clip

further. However the College Standard Dictionary, (Funk &

Wagnal | s Conpany, 1981) p. 230, defines a clip as “any
appliance that clasp, grips or holds fast.” The flange 52 of
Warner firmy holds the seal housing 50 to the machi ne wal |

56. Flange 52 includes a radial extension (the portion

adj acent the screw 54) on a bolt end and a seal end (adjacent
seal housing 50) (Fig. 1). The flange 52 al so has an openi ng
to receive a bolt. As such, although the elenment 52 is called
a flange in the Warner specification, the flange “reads on”

the clip recited in claim18.
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In regard to the appellant’s argunent that Warner does
not disclose a clip pin, we note that claim 18 does not recite
aclippin. As such, this argunment is not persuasive because
it is not comrensurate in scope with the actual scope of claim
18.

In view of the foregoing, we will sustain the exam ner’s
rejection of claim18 under 35 U. S.C. 8 102(b) as being
unpat entable as anticipated by Warner. The decision of the
examner to reject clains 20 and 23 through 25 and 27 under
35 U.S.C. 8 102(b) is also sustained since the appellant has
not addressed the separate patentability of these clains. See

In re Nielson, 816 F.2d 1567, 1572, 2 USPQRd 1525, 1528 (Fed.

Cr. 1987).

We turn next to the examner’s rejection of clains 18,
20, 23 through 25 and 27 as bei ng unpatentabl e under 35 U S. C
§ 102(b) as anticipated by Asibert ‘977. It is the examner’s
opi nion that Azibert *977 clearly discloses all features of
the clained invention, as illustrated by Fig. 4.

The appel | ant argues that Azibert ‘977 does not disclose
an axial extension on the clip |ocated adjacent the bolt or a

clip pin.
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We do not agree that Azibert ‘977 does not disclose an
axi al extension adjacent the bolt, we agree with the exam ner
t hat :

As clearly showmn in fig. 4, elenent (118)
has a seal end (at 122) that projects

radi ally and engages stationary seal nenber
(86), and a bolt end that lies radially
outward therefrom The “bolt end” clearly
i ncludes the clainmed axial extension. The
bolt end clearly having a greater axial

di mrension than the seal end. The bolt end
al so include a bolt hole, part of the
extension |ying above the bolt hole(s) and
part |lying below the bolt hole. The
extension therefore clearly being

“adj acent” to the bolt and bolt hol e since
it adjoins and at |east partially surrounds
the bolt (nore than 180 degrees).

[ Exam ner’ s Answer at page 5]

In regard to the argunment that Azibert ‘977 does not
disclose a clip pin, we note again that claim 18 does not
recite a clip pin. As such, we do not find this argunent
per suasi ve.

In view of the foregoing, we will sustain the exam ner’s
rejection of claim 18 as bei ng unpatentable as antici pated by
Azibert ‘977. We will likew se sustain the examner’s
rejection of clainms 20, 23 through 25 and 27 as appel |l ant has

not argued
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the separate patentability of these clains and therefore,
clainms 20, 23 through 25 and 27 stand or fall with claim 18.
See Ni el son, 816 F.2d at 1572, 2 USPQR2d at 1528.

We turn next to the examner’s rejection of clains 18
t hrough 27 under 35 U.S.C. § 102(e) as bei ng unpatentable as
anticipated by Azibert *496. It is the exam ner’s opinion
t hat Azibert ‘496 discloses all the features of the clained
invention as illustrated in Figures 4 and 4a.

Appel I ant argues that Azibert ‘496 does not disclose an
axi al extension fromthe radial seal surface of the clip at
the bolt end nor a clip pin.

W do not agree with the appellant. In Fig. 4a, the clip
or tab 72 has a seal end which engages the seal gland 70 at
74. In addition, the bolt end of the clip (See Fig. 2b) has
an axial extension extending fromthe radial seal surface.

For the foregoing reasons, we will sustain the exam ner’s
rejection of claim18. W wll also sustain the examner’s
rejection of clainms 19, 20, 23 through 25 and 27 as the
appel lant has failed to argue the separate patentability of

these clains. See N elson, 816 F.2d at 1572, 2 USPQ2d at

1528.
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Clainms 21, 22 and 26 recite a clip pin extending fromthe
seal surface. The examiner is of the opinion that projection
73 depicted in Fig. 4ais aclip pin. W do not agree. The

Col | ege Standard Dictionary, at 861 defines a pin as “a short

stiff piece of wire, with a sharp point and a rounded, usually
flattened head.” In our view a person skilled in the art
woul d not consider the projection 73 to be a pin. Therfore,
we will not sustain the rejection as it is directed to clains
21, 22 and 26.

We turn next to the examner’s rejection of clains 18,

20, 23 through 25 and 27 as unpatentabl e as antici pated by
Radosav. In the exam ner’s opinion, Radosav discloses al
features of the clained invention as illustrated in Figs 2, 4a
and 9. The exam ner specifically points to clips 36, 60 and
60" .

The appel | ant argues that Radosav does not discl ose
“clips” but plates. The appellant also argues that the plates
have no radi al extensions and that Radosav does not disclose
clip pins.

As is depicted in Fig. 2, Radosav discloses an el enent 36

bet ween the stationary seal conponent (40) and bolts to hold
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the stationary seal conponent firmy to the housing 24.
Therefore, it is our opinion that Radosav does disclose a clip
as broadly clained. 1In addition, there is also an axi al
extension fromthe radial seal surface (which engages sea
conponent 40). W are not pursuaded by appellant’s argunent
t hat Radosav does not disclose clip pins because claim 18 does
not recite a clip pin. Therefore, this argument is not
commensurated with the actual scope of claim18

In view of the foregoing, we will sustain the examner’s
rejection of claim18 as being unpatentable under 35 U. S.C. §
102(b) as anticipated by Radosav. W wll also sustain the
rejection as it is directed to clains 20, 23 through 25 and 27
as the appellant has not argued the separate patentability of

these clains. See N elson 816 F.2d at 1572, 2 USPQ2d at 1528,

(Fed. Gir. 1987).

We turn now to the exam ner’s rejection of clains 18, 20,
23 through 25 and 27 as being unpatentable under 35 U S.C. §
102(e) as anticipated by Duffee. It is the exam ner’s opinion
t hat Duffee discloses the clained invention as clainmed and

that this is illustrated in Fig. 2.
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The appel | ant argues that Duffee does not disclose clips
and that the flange that is disclosed has no axial extension
fromthe seal surface at the bolt end.

We agree with the appellant that Duffee does not disclose
an axi al extension fromthe seal surface at the bolt end.

Al t hough, th gland or plate 20 does interconnects the seal to
a housing 14 and as broadly clained is a clip, and el enent 20
does indeed include an axial extension 22, this extension is
not di sposed at the bolt end. Rather the axial extension is
fromthe radial seal surface at the seal end.

In view of the foregoing, we will not sustain the
examner’s rejection of claim18 and cl ai m 23 dependent
therefrom In addition, we will not sustain the rejection of
clainms 20, 24, 25 and 27 under 35 U.S.C. § 102(e) as being
unpat ent abl e as anticipated by Duffee as clains 20 and 25,
fromwhich claim?24 and 27 depend, each recite an axi al
extension fromthe radial seal surface at the bolt end.

W turn finally to the exanminer’s rejection of clainms 20,
24, 25 and 27 as being unpatentable under 35 U. S.C. § 102(b)
as anticipated by Malnmstrom The exanminer is of the opinion

that Mal nstrom di scl oses all the features of the clained
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invention as clearly illustrated in Figs. 5a, 5b, 8a, 8b, 9,
and 14. Figures 5a, 5b, 8a, 9 and 14 depict different
enbodi ments of the Mal nstrom device (Col. 1, |lines 60-72).
Anticipation is not established if in reading a claimon
sonething disclosed in a reference, it is necessary to pick,
choose and conbi ne various portions of the disclosure not
directly related to each other by the teachings of the

reference. In re Arkley, 455 F.2d 586, 587-88, 172 USPQ 524,

526 (CCPA 1972).
In view of the foregoing, we will not sustain the
examner’s rejection of clains 20, 24, 25 and 27 under 35

U S.C. 8 102(b) as being anticipated by Ml nstrom

I n summary:

(1) The exam ner’s 102(b) rejections of clains 18, 20,
23-25 as anticipated by (A Warner (B) Azibert ‘977, and (O
Radosav are sustai ned.

(2) The exam ner’s 102(e) rejection of clainms 18-20, 23-
25 and 27 as anticipated by Azibert ‘496 is sustained.

(3) The exam ner’s 102(e) rejection of clainms 21, 22 and

26 as aniticpated by Azibert *496 is not sustai ned.
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(4) The exam ner’s 102(b) rejection of clains 18, 20, 23-
25 and 27 as anticipated by Duffee is not sustained.
(5) The exam ner’s 102(b) rejection of clains 20, 24, 25

and 27 as anticipated by Mal mstromis not sustained.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN P. MCQUADE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

MURRI EL E. CRAWORD
Adm ni strative Patent Judge

N N N N N N N N N N N N N N



Appeal No. 98-1523 Page 15
Appl i cation No. 08/705, 744

MEC: pgg
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