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DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of

clains 1 through 17. The exam ner has w thdrawn the fina

rejection of claims 1 through 17 under 35 U. S. C. 112, first

! Application for patent filed October 18, 1995.
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and second paragraphs. Since, as to the remaining rejection,
claims 3 through 17 are now i ndicated as being directed to

al | onabl e subject nmatter, the appeal before us involves only
clains 1 and 2.

The invention is directed to a tester for integrated
circuits wherein testing functions are perfornmed by both a
sem conductor chip and a testing set for inputting signals to
an integrated circuit under test. The sem conductor chip is
in direct contact with the integrated circuit under test.

Representati ve i ndependent claim11 is reproduced as
fol | ows:

1. Atester for integrated circuits, conprising:

(a) a testing set for supplying inputs to an
integrated circuit under test for operation thereof and for
nmeasuring outputs of said integrated circuit under test; and

(b) a sem conductor chip or wafer arranged to be in
direct contact with said integrated circuit under test, said
sem conductor chip or wafer having at | east one testing
function for testing said integrated circuit under test.

The exam ner relies on the follow ng reference:

Leedy 5,020, 219 Jun. 4,
1991

Clains 1 and 2 stand rejected under 35 U. S.C. § 102(b) as

anti ci pated by Leedy.
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Ref erence is nade to the brief and final rejection and
answer for the respective positions of appellant and the

exam ner.

OPI NI ON

W affirm

The exam ner appears to rely on two different enbodi nents
of Leedy as support for the rejection. The exam ner relies on
the enbodi nent of Fig. 4a of the reference for the teaching of
a testing set and, apparently, on the enbodi nent of Fig. 14 of
the reference for the teaching of a sem conductor chip or
wafer (134) in direct contact with the integrated circuit
under test (133) and having at |east one testing function.

We do not agree with appellant’s argunent that it is
I nproper for the examner to rely on elenents of two separate
enbodi nents of a reference. A rejection under 35 U S. C
8§ 102(b) requires a disclosure of the clained subject matter
in a single reference. Leedy is a single reference and we

find no inpropriety in relying on different teachings wthin
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that single reference in making an anticipation rejection
under 35 U. S. C

§ 102(b).

Wth regard to whether the examner’s reliance is
i ndicated by Leedy itself, we are of the viewthat it is. The
enbodi nent of Fig. 4a shows a tester signal processor for
providing inputs to an integrated circuit under test and for
nmeasuring outputs of the integrated circuit. This would
appear to be not nuch different than what appellant shows as
the prior art in instant Figures 1 and 2 wherein a main frane
51 has a CPU, 61, therein for supplying the inputs and
nmeasuring outputs to and fromthe integrated circuit under
test.

The Fig. 14 enbodi nent of Leedy then indicates that the
tester logic circuits are actually placed on, or in contact
with, the integrated circuit to be tested. However, even in
the Fig. 14 enbodinent, there clearly are inputs to, and
neasurenents from the integrated circuit under test. Either
the inputs are provided by tester circuit 134 itself, in which
case the tester circuit nust receive those inputs from sone

ot her source, or input signals are provided to the circuit
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under test directly fromthat outside source. Since there
must be sone source providing the input signals and neasuring
the output signals, then that woul d be suggestive of using the
outsi de source, i.e., the tester signal processor, shown in
the Fig. 4a enbodi nent.

Thus, if there is an outside source inputting the signals
to, and receiving the output signal from the circuit under
test, then there is the suggestion of the two separate
el enents, i.e., a “testing set” and “a sem conductor chip or
wafer,” required by instant clains 1 and 2.

Even if there is no outside source shown in Fig. 14 of
Leedy and the signals are input from and outputted to, the
tester/logic circuit 134, itself, the claimlanguage is stil
met because the “testing set” of the clains, as broadly
recited, is not required to have any testing function. The
clains only require that the “testing set” supply inputs to
the circuit under test and nmeasure outputs fromthe circuit
under test. Cearly, sonething provides the input signals to,
and nmeasures outputs from the circuit under test. Either
such is supplied by an outside source, as suggested in Fig. 4a

of Leedy, in which case this is exactly what is clained and
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i ntended, or, in the alternative, the tester/logic circuit 134
provi des the input signals to, and neasures outputs from the
circuit under test, in which case the instant clains are stil
met since one mght argue that the clains are broad enough to
permt one elenent to be both the “testing set” and the
“sem conductor chip or wafer...in direct contact wth said
integrated circuit under test.”

Appel l ant’ s argunents are clearly narrower than the
i nstant cl ai m|language would require. That is, in accordance
with the instant claimlanguage, a single elenent nmay perform
the functions of both the clained testing set and the
sem conductor chip or wafer in direct contact with the circuit
under test. Further, the instant claiml|anguage does not
require the testing set to actually have any testing function
(it nmerely supplies inputs to, and neasures outputs from the
circuit under test) and certainly no testing function separate
and apart fromthe testing function of the sem conductor chip
or wafer.

Thus, we find that Leedy’ s disclosure does anticipate
instant clainms 1 and 2 under 35 U.S.C. § 102(b). The

exam ner’s decision is affirned.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under
37 CFR 8§ 1.136(a).
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