The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of the
Boar d.
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DECI SI ON ON APPEAL

This is a decision on an appeal under 35 U. S.C. § 134
fromthe examner’s final rejection of clains 1 through 8, 19

t hrough 21, 23, 28 through 33, 44 through 47, 51 through 62,
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75 through 77, 81 through 83, 101, and 102. These are the
only clainms remaining in the application.?

The subject matter on appeal relates to an overbased
netal salt of an acidic material which is useful as a
| ubricant additive. (Appeal brief, page 2.) Further details
of this appeal ed subject natter are recited in representative
clains 1, 23, and 28 reproduced bel ow

1. An overbased netal salt of an acidic
mat eri al selected fromthe group consisting of

(a) hydrocarbyl -substituted carboxyal kyl ene-

I i nked phenol s,

(b) di hydrocarbyl esters of alkyl ene
di carboxylic acids, the al kyl ene group being
substituted with a hydroxy group and an additi onal
carboxylic acid group, and

(c) al kylene-linked pol yaromatic nol ecul es, the
aromati c noi eti es whereof conprise at |east one
hydr ocar byl - substituted phenol and at |east one
car boxy phenol ;

t he hydrocarbyl group or groups of said acidic
mat eri al being of sufficient length to provide oi
solubility to the salt;

wherein the overbased netal salt has a netal
ratio of at least 1.3.

! Subsequent to the final Ofice action of January 6,
1997, the appellants filed an amendnent under 37 CFR § 1.116
(1981) on March 24, 1997, proposing the cancellation of non-
el ected clains 9 through 18, 22, 24 through 27, 34 through 43,
48 t hrough 50, 63 through 74, 78 through 80, and 84 through
100. According to the exam ner, this amendnent has been
entered. (Exami ner’s answer, page 2.)
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23. The overbased netal salt of claim1 wherein
the netal ratio is at | east about 1.5.

28. A lubricant conprising:

(a) an oil of lubricating viscosity, and

(b) an overbased netal salt of an acidic
mat eri al selected fromthe group consisting of

(1) hydrocarbyl -substituted carboxyal kyl ene-

I i nked phenol s,

(11) dihydrocarbyl esters of alkylene
di carboxylic acids, the al kyl ene group being
substituted with a hydroxy group and an additi onal
carboxylic acid group, and

(1i1) alkylene-linked pol yaromatic nol ecul es,
the aromatic noi eti es whereof conprise at |east one
hydr ocar byl - substituted phenol and at | east one
car boxy phenol ;

t he hydrocarbyl group or groups of said acidic
mat eri al being of sufficient length to provide oi
solubility to the salt;

wherein the overbased netal salt has a netal
ratio of at |east 1.3.

As evidence of unpatentability, the exam ner relies upon

the followng prior art references:

Adans et al. (Adans) 5,281, 346 Jan. 25,
1994

(filing date Apr. 16,
1992)
Bl ystone et al. (Blystone) 5, 356, 546 Cct. 18,
1994

(filing date Apr. 16,
1992)

The foll ow ng grounds of rejection are presented for our

review in this appeal
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l. Clainms 1 through 8, 19 through 21, 23, 28 through
33, 44 through 47, and 51 through 56 stand rejected under 35
UusS. C
§ 102(g) as anticipated by Adans (exam ner’s answer, page 3);

1. dains 1 through 8, 19 through 21, 23, 28 through
33, 44 through 47, 51 through 62, 75 through 77, 81 through
83, 101, and 102 stand rejected under 35 U S.C. § 102(g) as
antici pated by Blystone (id.);

L1l Clainms 1 through 8, 19 through 21, 23, 28
t hrough 33, 44 through 47, 51 through 62, 75 through 77, 81
t hrough 83, 101, and 102 stand rejected under the judicially
created doctrine of obviousness-type double patenting as
unpat entabl e over clains 1 through 80 of U S. Patent 5,281, 346

(Adans) (id. at page 4); and

IV. dainms 1 through 8, 19 through 21, 23, 28 through
33, 44 through 47, 51 through 62, 75 through 77, 81 through
83, 101, and 102 stand rejected under the judicially created
doctrine of obviousness-type doubl e patenting as unpatentable
over claims 1 through 69 of U S. Patent 5,356,546 (Blystone)

(id. at pages 4-5).
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We reverse rejections | and Il under 35 U S.C. § 102(9g).
Wth respect to rejections |11l and IV above, we renmand for
further proceedi ngs not inconsistent with our opinion bel ow

Rejections | and |1

“To anticipate a claim a prior art reference nust
di scl ose every limtation of the clainmed invention, either

explicitly or inherently.” In re Schreiber, 128 F.3d 1473,

1477, 44 USPQRd 1429, 1431 (Fed. Cr. 1997); accord d axo lnc.

v. Novopharm Ltd., 52 F.3d 1043, 1047, 34 USPQ2d 1565, 1567

(Fed. GCir. 1995). Here, we determne that the relied upon
prior art references do not disclose every limtation of the
clainmed invention, either explicitly or inherently.

According to the examner, “the relied on subject matter
of the disclosure of Blystone and Adans are substantially the
sane.” (Exam ner’s answer, page 5.) Specifically, the
exam ner states:

Adans et al, U S. Patent 5,281, 346, disclose
| ubri cant conpositions conprising the instantly

clainmed netal salts of forrmula (I1) (colum 2, |ine
17 to

colum 3, line 15). The salts may contain an excess
of netal, i.e. overbased salts (colum 13, |ines 32-
39)
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Bl ystone et al, U S. Patent 5, 356,546, disclose
| ubri cant conpositions conprising the instantly
clainmed netal salts of formula (I1) (colum 2, |ine
58 to colum 3, line 56). The salts may contain an
excess of netal, i.e. overbased slats (colum 14,
lines 9-16). Conpositions for lubricating marine
di esel engines are taught in colum 23, |lines 39-
49). [lLd. at pp. 3-4.]

Regarding the limtation “wherein the overbased netal salt has
a netal ratio of at least 1.3,” as recited in independent
clains 1 and 28 on appeal, the exam ner alleges as foll ows:

Adans teach salts which may be “slightly basic”,
containing “preferably, not nore than 25% excess
metal, nore preferably no nore than 15% and even
nore preferably, no nore than 5% excess netal”. See
Adans, colum 13, lines 36-39. Wile Adans teaches
that the conposition “preferably” does not contain
nore than 25% excess netal, the reference is not
limted to the preferred enbodi nents. Thus Adans
[ sic] broadest teaching of an overbased conposition
is the disclosure of a conposition which may be

“slightly basic”. A “preferred”, and nore limted
conposition is one that contains “not nore than 25%
excess netal”, i.e., having a netal ratio of 1.25.

A “nore preferred’”, and further Iimted conposition
is one that contains “not nore than 15% excess
metal”, i.e., having a netal ratio of 1.15. The
“nore preferred” conposition thus contains 10% | ess
excess netal than does the “preferred” conposition.
A “still nore preferred”, and further limted
conposition is one containing “not nore than 5%
excess netal”, i.e., having a netal ratio of 1.05.
The “still nore preferred” conposition thus contains
10% | ess excess netal than does the “nore preferred”
conposition. |t is clear fromthe above that a
“slightly basic” conposition would contain at | east
10% nore excess netal than the “preferred”
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conposition, i.e., wiuld have a netal ratio of at
least 1.35. Accordingly, appellants’ clains are not
di stinguished fromthe prior art based on the anount
of excess netal. [Underscoring added; id. at pp. 5-
6. ]

The exam ner’s position is untenable. As pointed out by
the appell ants (appeal brief, page 6; reply brief, pages 1-2),
nei t her Adans nor Bl ystone describes an overbased netal salt
having a netal ratio of 1.3 as recited in clains 1 and 28 on
appeal. The exam ner apparently relies on what he perceives
to be a trend in Adans’s or Blystone s preferred, “nore”
preferred, and “even nore” preferred excess netal anounts to
specul ate on the neaning of “slightly basic” as used in these
references. However, the exanminer’s reasoning relies heavily
on unwarranted assunptions rather than factual evidence.

Under these circunstances, we reverse the exam ner’s
rejections under 35 U S.C. §8 102(g) of (i) appealed clains 1
t hrough 8, 19 through 21, 23, 28 through 33, 44 through 47,
and 51 through 56 as anticipated by Adans and (ii) appeal ed
claims 1 through 8, 19 through 21, 23, 28 through 33, 44
t hrough 47, 51 through 62, 75 through 77, 81 through 83, 101,
and 102 as antici pated by Bl ystone.

Rejections 11l and IV
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As indi cated above, appealed clains 1 through 8, 19
t hrough 21, 23, 28 through 33, 44 through 47, 51 through 62,
75 through 77, 81 through 83, 101, and 102 stand rejected
under the judicially created doctrine of obviousness-type
doubl e patenting as unpatentable over clains 1 through 80 of
t he Adans patent.
Separately, the sane appeal ed clains stand rejected under the
sane | egal basis as unpatentable over clains 1 through 69 of
t he Bl ystone patent.

The exam ner’s position is stated as foll ows:

Al though the conflicting clains [i.e., the clains of
the Adans ‘ 346 patent and the clains on appeal] are
not identical, they are not patentably distinct from
each ot her because while not of the sane scope, the
instantly clainmed overbased salts and conpositions
containing said salts are enconpassed by the clains
of the ‘346 patent.

Al t hough the conflicting clainms [i.e., the clains of
the Blystone ‘546 patent and the appeal ed cl ai ns]
are not identical, they are not patentably distinct
from each other because while not of the sane scope,
the instantly clainmed overbased salts and
conpositions containing said salts are enconpassed
by the clains of the ‘546 patent. [Underscoring
added; exam ner’s answer, pp. 4-5.]

Conspi cuously absent in the exam ner’s analysis, however,
is an explanation as to why one of ordinary skill in the art

woul d have found it prinma facie obvious, given the teachings
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of solely the patented clains, to nake overbased netal salts
having the netal ratios as recited in claim1l on appeal and

separately argued claim28. [In re Longi, 759 F.2d 887, 892

n.4, 225 USPQ 645, 648 n.4 (Fed. Cir. 1985) (“[A] double

patenting of the obviousness type rejection is ‘anal ogous to

[a failure to neet] the non-obviousness requirenent of 35

U S. C 8103, except that the patent principally underlying

t he doubl e patenting rejection is not considered prior art.”).
In particular, the nere fact that the appellants’ clained

salts may be “enconpassed by” the clains of the Adans or

Bl yst one patent does not necessarily establish that the

subj ect matter of the appeal ed clainms would have been prinma

facie obvious to one of ordinary skill in the art over the

subject matter of the patented clains. 1In this regard, we

al so point out that the specification of the Adans or Bl ystone

pat ent cannot be used as if it were prior art. 1n re Kaplan,

789 F.2d 1574, 1579, 229 USPQ 678, 682 (Fed. Cir. 1986) (“In
consi dering the question [of obviousness in a double patenting
context], the patent disclosure may not be used as prior art.

[Citation omtted.]”).
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On remand, the exam ner shoul d determ ne whet her one of
ordinary skill in the art would have found it obvious, given
the subject matter of the patented clainms only, to arrive at
the subject matter of appealed clains 1 and 23. |If so, the
exam ner should explain the reasons in support of a concl usion
of obvi ousness.

O her | ssues

1. If the exam ner determ nes that the obvi ousness-type
doubl e patenting rejections should be maintained, the
foll ow ng shoul d be consi dered.

At pages 2 through 3 of the Ofice action of January 29,
1996 (paper 10), the exami ner rejected (i) clainms 1 through 8,
19
t hrough 23, 28 through 35, 44 through 47, and 51 through 56
under 35 U.S.C. 8 102(e) as anticipated by Adanms and (ii)
claims 1 through 8, 19 through 23, 28 through 33, 44 through
47, 51 through 62, 75 through 77, 81 through 89, 101, and 102
under 35 U. S.C. 8§ 102(e) as anticipated by Blystone. Further,
the exam ner rejected clains 1 through 8, 19 through 23, 28
t hrough 33, 44 through 47, 51 through 62, 75 through 77, 81
t hrough 89, 101, and 102 under the judicially created doctrine
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of obvi ousness-type doubl e patenting over (i) clainms 1 through
80 of Adams and (ii) clains 1 through 69 of Blystone. (Pages
3-4.)

Not wi t hst andi ng t hese obvi ousness-type doubl e patenting
rej ections, which have been maintained, the exam ner w thdrew
the 8102(e) rejections upon the appellants’ subm ssion of a
decl aration under 37 CFR 8§ 1.131 (1995). But if the
obvi ousness-type doubl e patenting rejections are to be
mai nt ai ned here, a declaration under 37 CFR § 1.131 woul d be
ineffective to antedate Adans and Bl ystone as prior art
references avail abl e under
§ 102(e). Specifically, 37 CFR § 1.131(a)(1) (1995) states:

When any claimof an application or a patent

under reexam nation is rejected under 35 U S. C

102(a) or (e), or 35 U.S.C. 103 based on a U. S.

patent to another which is prior art under 35 U. S. C

102(a) or (e) and

whi ch substantially shows or describes but does not

claimthe sane patentable invention., as defined in
37 CFR 1.601(n),2 or on reference to a foreign patent

2 37 CFR 8 1.601(n) (1995) reads in part:

I nvention “A” is the sane patentabl e invention
as an invention “B” when invention “A” is the sane
as (35 U.S.C. 102) or is obvious (35 U.S.C. 103) in
view of invention “B’” assum ng invention “B” is
prior art with respect to invention “A”".

11
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or to a printed publication, the inventor of the

subject of the rejected claim the owner of the

pat ent under reexam nation, or the party qualified

under 37 CFR 1.42, 1.43 or 1.47, may submt an

appropriate oath or declaration to overcone the

patent or publication. . . [Underscoring added.]
Hence, a declaration under 37 CFR 8§ 1.131 cannot be used to
antedate a U.S. patent which is available as prior art under
§ 102(e) and which clains the “same patentable invention.” |[n
re Zletz, 893 F.2d 319, 323, 13 USPQ@d 1320, 1323 (Fed. Cir
1989) (“[When the subject matter sought to be antedated is
claimed in the reference patent, Rule 131 is not avail able and
an interference nust be had to determine priority.”).

| f the exam ner determnes that the clains of the Adans
or Blystone patent and the appealed clains recite the “sane
pat ent abl e i nvention,” Adans or Blystone would still be
avai l able as prior art under 35 U S.C. § 102(e). It would
then follow that Adans and Bl ystone, unlike prior art which is
avai |l able only under 35 U S.C. § 102(g),3 can be used in
rejections under 35 U.S.C. § 103.

2. The appellants have argued cl aim 23 separately from

the ot her appealed clains. (Appeal brief, pages 5 and 8).

3 35 U.S.C. § 103(c) (1999).
12
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The exam ner, however, has not addressed the appellants’
argunment with respect to appealed claim23. On remand, the
exam ner shoul d do so.

3. In the answer at page 2, the exam ner states:

The appellant’s statenment of the issues in the
brief is substantially correct. The changes are as
follows: In the final rejection mail[ed] January 6,
1997, clainms 47 and 77 are rejected under the second
par agraph of 35 USC § 112. This rejection should
have been under the fourth paragraph of 35 USC §
112. Appellants’ Brief does not identify this
rejection as an i ssue on appeal or present any
argunents directed thereto. Accordingly, the
rejection of clainms 47 and 77 under the second
paragraph of 35 USC § 112 is expressly w thdrawn.

This statenment cannot be understood. Specifically, we
are uncl ear whether the exam ner has wi thdrawn the rejection
because (1) it is considered to lack merit or (2) the
appel l ants have not contested it. On remand, the exam ner
should clarify the record. Also, if a rejection under 35
US C 8§ 112, fourth paragraph, is warranted, it should be
made.

In summary, we reverse rejections | and Il above. Wth
respect to rejections Il and IV, we remand the application to
t he exam ner for the reasons stated above. Also, we renmand
this
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application for additional reasons as outlined under “Q her

| ssues” supra.

This application, by virtue of its “special” status,

requires an imedi ate action. See MPEP 8§ 708.01(D) (7th ed.,

Rev. 1, Feb. 2000).

REVERSED AND REMANDED

ROMULO H. DELMENDO
Adm ni strative Patent Judge

CHUNG K. PAK )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
PETER F. KRATZ ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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