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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 13-
19 and 21-26. Cainms 10-12, the other clainms remaining in the
present application, stand wi thdrawn from consi deration.

Caim13 is illustrative:
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13. A process for producing an el ectrophot ographic
phot or ecept or conprising the steps of:

removing part of or all oxidants froman air
at nosphere to forma treated air atnosphere; and

preparing a coating solution capable of formng a
light-sensitive |ayer on an el ectroconductive base;

coating said coating solution on an
el ectroconducti ve base; and

drying said coating to forma light-sensitive |ayer;
wherein said step of coating is perfornmed in said treated air
at nosphere.
The exam ner relies upon the follow ng references as
evi dence of obvi ousness:

Mnura et al. (M nura) 4,492, 745 Jan. 8, 1985
Herron et al. (Herron) 5,238, 607 Aug. 24, 1993

Appeal ed clainms 16, 18, 19 and 21 stand rejected under
35 U S.C. 8§ 112, second paragraph. dains 13-19, 21, 23 and
25 stand rejected under 35 U.S.C. 8 102(b) as being
anticipated by Mmura. |In addition, clains 13, 14 and 22
stand rejected under 35 U S.C. §8 102(e) as being anticipated
by Herron while clains 17 and 23-26 stand rejected under
35 U.S.C. §8 102(e) or, in the alternative, under 35 U S. C

§ 103 as bei ng unpat entabl e over Herron.
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Upon careful consideration of the opposing argunents
presented on appeal, we will not sustain the exam ner's
rejections.

We consider first the examner's rejection of clains 16,
18, 19 and 21 under 8 112, second paragraph. According to the
exam ner, the clains "are indefinite in the concentrations of
80 ppb or 50 ppb because it is not clear what is the basis of
said ppb" (page 4 of Answer). However, it is fundanmental that
claimlanguage is not to be read in a vacuumbut in |ight of
the specification as it would be interpreted by one of

ordinary skill in the art. 1n re Sneed, 710 F.2d 1544, 1548,

218 USPQ 385, 388 (Fed. Gr. 1983); In re More, 439 F.2d

1232, 1235, 169 USPQ 236, 238 (CCPA 1971). In the present
case, we agree with appellants that the basis for the clained
concentrations woul d be understood by one of ordinary skill in
the art to be atnospheric air that has been treated to renove
t he oxi dants.

W will also not sustain the examner's prior art
rejections since we concur with appellants that neither the
vacuum of M mura nor the nitrogen atnosphere of Herron neets

the clained step in appellants' process of renoving part of or
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all oxidants froman air atnosphere to forma treated

at nrosphere. W also agree with appellants that since Mnura
and Herron fail to disclose the clained treated air

at nosphere, the references do not describe within the neaning
of 8§ 102 performng the clainmed coating step in the treated
air atnosphere. In addition, the exam ner has not established

a prima facie case of obviousness for substituting the treated

air atnosphere for the vacuumof Mnura or the nitrogen
bl anket of Herron. Also, we find that the exam ner has not
refuted appellants' derivation at page 9 of the principal
brief, which denonstrates that the concentration of oxidants
recited in clains 19 and 21 is not met by the vacuum of
M nur a.

I n conclusion, based on the foregoing, the examner's
decision rejecting the appealed clains is reversed.

REVERSED

EDWARD C. KI M.I N
Adm ni strative Patent Judge

PETER F. KRATZ BOARD OF PATENT
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