THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Bef ore COHEN, CRAWFORD and GONZALES, Admi nistrative Patent
Judges

GONZALES, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe examner's fi nal
rejection of clainms 1 through 14 and 20 through 32. Cains 15

t hrough 19, the other clains remaining in the application,

! Application for patent filed July 13, 1993
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stand wi thdrawn from consi deration under 37 CFR § 1.142(b) as
being directed to a nonel ected invention.

W REVERSE.

The invention relates to a nmethod of making a | ow cost
di sposabl e pl at eau honi ng tool having an el ongated nounting
base and an el ongated projecting section which termnates in
an el ongated working face which includes the steps of formng
a mxture of a plastic nelt and an abrasive material and
injecting the mxture at high pressure into a nold to formthe
tool (specification, page 2). Caimlis illustrative of the
subject matter on appeal and is reproduced bel ow

1. A nethod of naking a plateau honing tool having

an el ongat ed nounti ng base, and a sonewhat small er

el ongated projecting section which termnates in an

el ongat ed working face of the tool conprising the

steps of mxing a plastic nelt and abrasive into a

honmobgenous m xture, injecting such mxture into a

nmol d at high pressure to form said honing tool

cooling the m xture, and renoving the tool fromthe

nol d.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Pi eper et al. 5,152,917 Cct .

06, 1992

(Pi eper)

W and 5, 209, 760 May 11,
1993
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(filed Jul. 18,

1991)

Hammar et al. 5,273, 559

Dec. 28, 1993

( Hammar) (effective filing date Aug. 30,
1991)

The followi ng rejections are before us for review

Clains 1, 2, 8, 20, 21, 26, 30 and 31 stand rejected
under 35 U. S.C. 8§ 102(e) as being anticipated by W and;

Claims 1, 2, 20 through 25 and 31 stand rejected under 35
U S.C 8 102(e) as being anticipated by Hammar; and

Clainms 1 through 14, 20, 21 and 26 through 32 stand
rejected under 35 U S.C. § 103 as bei ng unpat ent abl e over
W and al one or in conbination with Pieper.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the Answer (Paper No. 16) and
the first and second suppl emental Answers (Paper Nos. 18 and
20, respectively) for the exam ner's conplete reasoning in
support of the rejections, and to the main Brief (Paper No.

15) and the first, second and third reply Briefs (Paper Nos.
17, 19 and 21, respectively) for the appellants’ argunents

t her eagai nst .
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants’ specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nmake the
determ nati ons which foll ow.

The anticipation issues

W reverse the rejection of clains 1, 2, 8, 20, 21, 26
30 and 31 as being anticipated by Wand and the rejection of
clainms 1, 2, 20 through 25 and 31 as being anticipated by

Hammar .

Anticipation is established only when a single prior art
reference discloses, expressly or under principles of
i nherency, each and every el enent of a clainmed invention. RCA

Corp. v. Applied Digital Data Sys.. Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. Cir. 1984). It is not necessary that
the reference teach what the subject application teaches, but
only that the claimread on sonething disclosed in the

reference, i.e., that all of the [imtations in the claimbe
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found in or fully nmet by the reference. Kalman v. Kinberly

Cark Corp., 713 F.2d 760, 771, 218 USPQ 781, 789 (Fed. Grr

1983), cert. denied, 465 U S. 1026 (1984).

Appel I ants argue that neither Wand nor Hammar teaches a

met hod of making a plateau honing tool having an el ongated

nmounti ng base, and an el ongated projecting section which
termn-ates in an el ongated working face (main Brief, pages 9
and 10).

The examner's position is that Wand and Hammar di scl ose
met hods of nmaking surface finishing tools and that all surface
finishing tools are honing tools. (Answer, pages 7 and 10).
The exam ner relies upon a dictionary definition of the verb
“hone” to establish that the words "a plateau honing tool" are
broad enough to enconpass the marbl e and stone polishing pad
of Wand and the abrasive dental articles of Hammar (first

suppl enment a

Answer, page 2). W note, however, that the conplete
definition cited by the exam ner reads “to sharpen or snooth
with a whetstone” and that neither Wand nor Hammar di scusses
the use of a whetstone. Thus, the definition cited by the
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exam ner does not, in fact, support the exam ner’s position.
It is well established that the ternms in a claimshould

be interpreted in a manner consistent with the specification

and construed as those skilled in the art would construe them

(Ln re Bond, 910 F.2d 831, 833, 15 USPQ2d 1566, 1567 (Fed.

Cir. 1990), Specialty Conposites v. Cabot Corp., 845 F.2d 981,

986, 6 USPQR2d 1601, 1604 (Fed. Cr. 1988) and In re Sneed, 710

F.2d 1544, 1548,

218 USPQ 385, 388 (Fed. GCir. 1983)). After review ng
appel I ant s’

specification,?2 it is our determnation that a nore
appropriate definition for the term*®“honing tool” as used in
appellants’ clains is “2: a tool for enlarging holes to
preci se tolerances and controlling finishes esp. of internal

cylindrical surfaces by nmeans of a nmechanically rotated and

2w are inforned at page 1 of appellants’ specification that:

“[hloning is used to correct hole geonetry and al so to prepare surfaces
that require a specific finish or scratch pattern. Typical of the latter
are piston bores or liners in internal combustion engines. On such oi

| ubricated noving part surfaces it is customary to provide what is known
as a plateau finish. A plateau finish is simlar to a conventiona
finish, expect that the peaks have been renpved or flattened out. The
finish attenpts to duplicate the finish after the engi ne has been broken
in, and renoves or snooths out nmetal that would otherw se be renoved by
pi ston rings.”
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expanded abrasive.”® A “plateau honing tool” is, thus, a
honi ng tool as defined, supra, capable of inparting a plateau
finish to a workpi ece surface. Here, we can think of no
ci rcunst ances under which the artisan, consistent with the
appel l ants' specification, would construe either the polishing
pad of Wand or the abrasive dental articles of Hammar as a
"pl ateau honing tool."

We al so disagree with the exam ner’s position that Wand
and Hammar each teach a nmethod of nmaking a “tool” having an
el ongat ed nounting base and an el ongated projecting section
which term nates in an elongated working face. The examner’s
position is that the “el ongated nounting base” reads on the
pl anar sheet portion [12] and the “el ongated projecting
section” and “el ongated working face” read on the projections
14 and working surface 18, respectively, of Wand (Answer,
page 9). As to Hanmar, the exam ner refers to the “polishing
tip” illustrated in
Figure 2 and reads the “el ongated nounting base” on the

portion

3 Webster's Third New | nternational Dicti onary of the English Language,
Unabridged, G & C. Merriam Co., Springfield, M\, 1971.
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[ 22], the “somewhat snaller el ongated projecting section” as
reading on the portion [28] and the “el ongated working face”
as reading on the end face of the portion [28] (id. at 10).

W and teaches an abrasive pad conprising a flexible one-
pi ece abrasive sheet having a planar sheet portion [12] and a
plurality of spaced apart abrasive protrusion [14] intimately
nol ded with the planar sheet portion to forma one-pi ece sheet
(col. 1, lines 11-18). Wand inforns us that such pads are
commonly used on rotary polishers for polishing or finishing
mar bl e and stone surfaces (id. at 29-31). The illustrated
enbodi ment is a circular pad having a central orifice [20] for
fitting on a rotary tool (col. 2, lines 48-51). The nethod
taught by the reference for making the abrasive pad includes
melt mxing a thernoplastic material, such as, nylon with an
abrasive grit and injecting the mxture into a nold where it
i s heated under pressure to formthe one-piece sheet (col. 3,
lines 46-68). Wand al so teaches a one-piece pad in which the
backi ng sheet is abrasive-free. In this enbodinent, the
backi ng substrate or sheet [12] is first injection nolded
usi ng an abrasive-free thernoplastic material and, thereafter,
t he thernoplastic-abrasive grit mx is injection nolded onto
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t he backi ng substrate
or sheet to formthe abrasive protrusions (col. 4, line 67
through col. 5, line 12).

Wiile we agree with the exam ner that the nethod taught by
Wand is highly relevant to the steps recited in claim1l

foll ow ng

the word “conprising,” we do not perceive any teaching in
W and of using the nethod taught therein to forma tool
havi ng an el ongated nounting base and a sonewhat small er
el ongated projecting section which term nates in an el ongated
wor ki ng face. The only tool shape taught by the reference is
circular (see Figures 1, 5 and 6), not elongated.*

Hammar is concerned with abrasive dental articles,
i ncl udi ng prophyl actic cups, polishing wheels, points and
di scs, made from a conposition conprising abrasive particles

di spersed throughout and entrapped wthin a pol yurea or

* The adjective “elongated” is defined as “stretched out: Lengthened:
esp: having a formnotably long in conparison to its width.” Wbster's Third
New International Dictionary of the English Language, Unabridged, G & C
Merriam Co., Springfield, MA 1971. It would be normal usage to describe the
t hree-di nensi onal circular sheet represented in Wand's Figure 1 as having a
di aneter and a thickness, but not as having a | ength and wi dth.
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pol yuret hane urea matrix (Abstract). Hammar al so teaches that
the disclosed dental articles nay be made by liquid injection
nmol di ng an abrasive particle-liquid mxture (col. 8, |ines 10-
29). The polishing tip [20] shown in Figure 2 does have
portions [22] and [28] which can be reasonably described as
“el ongated.” However, we do not find
that the projecting section or portion [28] termnates in an
el ongat ed wor ki ng face.

Since each and every elenent of claiml is not found in

either Wand or Hanmar (RCA Corp. v. Applied Digital Data

Sys., Inc., supra), the references do not anticipate claim1.

Therefore, we will not sustain the rejection of claim1 under
35 U.S.C. §8 102 based on Wand or Hammar. Since clains 2, 8,
20 through 26, 30 and 31 are dependent on and incl ude al
[imtations of claiml1, it follows that we wll also not
sustain the rejections of clains 2, 8, 20, 21, 26, 30 and 31
under 35 U. S.C. 8 102 based on Wand or the rejection of
claims 2, 20 through 25 and 31 under 35 U. S.C. 8 102 based on
Hanmmar .

The obvi ousness i ssues

Clainms 1 through 14, 20, 21 and 26 through 32 stand
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rejected under 35 U . S.C. § 103 as bei ng unpat ent abl e over
W and al one or in conbination with Pieper.

Wth respect to the rejection based on Wand alone, it is
the exam ner’s position that all of the elenents of claiml
are found in Wand and that the features of dependent clains 2
t hrough 14, 20, 21 and 26 through 32 are either well known in
the art or matters of design choice (Answer, pages 5 and 6).
For the
reason set forth above, we have determ ned that each and every
element of claim1 is not found in Wand. CQur review of the
reference further reveals that there is no suggestion of using
t he net hod disclosed therein to nake a pl ateau honi ng t ool

havi ng

an el ongat ed nounti ng base and a sonmewhat snaller el ongated
projecting section which termnates in an el ongated worki ng
face of the tool

In order to establish the prinm facie obviousness of a

clainmed invention, all the claimlimtations nust be taught or

suggested by the prior art. In re Royka, 490 F.2d 981, 985,
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180 USPQ 580, 583 (CCPA 1974). Since all the limtations of
claim1l1l are not taught or suggested by Wand, the exam ner has

not established the prinma facie obviousness of the clai ned

invention. Therefore, we will not sustain the standing 35
US C 8 103 rejection of clainms 1 through 14, 20, 21 and 26
t hrough 32 based on Wand al one.

The exam ner has also rejected clains 1 through 14, 20,
21 and 26 through 32 under 35 U . S.C. 8§ 103 as being
unpat ent abl e over Wand in conbination with Pieper. However,
Pi eper does not supply the deficiencies noted above with
respect to Wand. Since all of the clained limtations in
claims 1 through 14, 20, 21 and
26 through 32 woul d not have been suggested by the conbi ned
teachi ngs of Wand and Pieper, we will not sustain the
standing 35 U S.C. § 103 rejection of these clains based on

W and and Pi eper.

In summary, all of the examner's rejections of clains 1
t hrough 14 and 20 through 32 are reversed.
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REVERSED

| RWN CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

MURRI EL E. CRAWFORD
Adm ni strative Patent Judge

JOHN F. GONZALES
Adm ni strative Patent Judge

N N N N N N N N N N N N

vsh
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John W Renner

Renner, Oto, Boiselle & Skl ar
1621 Euclid Avenue

Suite 1900

Cl evel and, OH 44114
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