TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
Paper No. 23

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 98-1879
Reexam nati on No. 90/ 004, 256*

Bef ore KRASS, FLEM NG, and LEE, Administrative Patent Judges.

KRASS, Adninistrative Patent Judge.

! Reexam nati on proceeding for U S. Patent No.
5,428,412, issued June 27, 1995, to N ck Stoyan, and based on
application 08/ 107,929, filed August 17, 1993, which is a
conti nuation-in-part of application 08/ 009, 322, filed January
26, 1993, now U.S. Patent No. 5,349, 395, issued Septenber 20,
1994, which is a continuation-in-part of application
07/ 748, 845, filed August 23, 1991, now U S. Patent No.

5,191, 365, issued March 2, 1993. Reexam nation request filed
May 29, 1996.



Appeal No. 98-1879
Reexam nati on No. 90/ 004, 256

DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1, 10 and 11 in this reexam nation proceeding of U S
Patent No. 5,428,412. dainms 2 through 9 have been confirned
and are not before us on this appeal.

The invention is directed to a method for treating myopia
wi th an aspheric corneal contact |ens.

I ndependent claim11 is reproduced as foll ows:

1. Anmethod for treating a nyopic eye conprising the
steps of:

fitting a first contact lens to the cornea of a nyopic
eye, said first contact |ens having an aspheric posterior
surface and wherein said first contact lens is central touch
fit to said cornea;

wearing said first contact lens for a sufficient tine to
flatten said cornea to forma reshaped cornea;

fitting a second contact lens to said reshaped cornea
sai d second contact |ens having an aspherically shaped
posterior surface and wherein said second lens is central
touch fit to said reshaped cornea; and

wearing said second contact lens for a sufficient tinme to
further flatten said cornea to forma further reshaped cornea.

The exam ner relies on the follow ng reference:

Fontana (Fontana '74), "Othokeratol ogy Using the One Piece
Bi focal ," Othokeratol ogy, vol. 2, pp. 22-24, 1974.
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Clainms 1, 10 and 11 stand rejected under 35 U.S.C. §

102(b) as anticipated by Fontana ‘ 74.

Reference is made to the briefs and answer for the

respective positions of appellant and the exam ner.
OPI NI ON

At the outset, we note that, in accordance with
appel l ant’ s grouping of the clains at page 5 of the principa
brief and the | ack of any specific argunents related to the
specific further limtations of clains 10 and 11, clains 10
and 11 wll stand or fall wth independent claim 1.

W will sustain the examner’s rejection of clains 1, 10
and 11 under 35 U. S.C. § 102(b).

It is clear fromthe disclosure of Fontana ‘74 that the
reference discloses a nethod for treating a nmyopic eye by
fitting a first contact lens to the cornea, wearing the
contact lens for a sufficient tine to flatten the cornea,
fitting a second contact lens to the flattened cornea and
wearing the second contact lens for a sufficient tine to

further flatten the cornea (see pages 23-24 of the reference).
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The only issue, and the only issue argued by appell ant,
is whether the contact |enses of Fontana ‘74 have “an
aspherically shaped posterior surface,” as required by the

cl ai ns.

It is appellant’s position that Fontana ‘74 does not
di scl ose such an “aspherically” shaped surface since the
specification of U S. Patent No. 5,428,412 defines “aspheric”
as a surface having a radius of curvature that gradually
changes, whereas the Fontana ‘74 | ens does not have zones or a
surface whose radi us of curvature gradually changes.

While we agree with appellant that clai mlanguage nust be
given its broadest reasonable interpretation consistent with
the specification, we find that appellant’s interpretation is
much too narrow for the circunstances. Appellant woul d have
us read much of the specification into the clains in order to
give the clained “aspherically shaped posterior surface” a
much narrower neani ng than that which is required.

In citing page 23 of the Fontana ‘74 reference [see page

6 of the principal brief], appellant appears to agree that
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Fontana ‘74 discloses a |l ens having at | east three zones, a
central zone, a para-central zone and a peripheral zone,
wherei n each of these zones has a constant radius of
curvature, although the radius of curvature is different for
each zone. Since the lens of Fontana ‘74 has three zones of
different radii of curvature, it would appear to disclose an
“aspheric” lens, as clained.

Appel l ant admits that even his patent specification
defines “aspheric” as a surface having a radius of curvature
t hat changes, which is just what Fontana ‘74 teaches, but
appel | ant argues that the definition of this term as enpl oyed
in the instant patent specification, requires also that the
change be gradual .

The term “aspheric” is not a conplex termof art or a new
term coi ned and defined by appellant. It is atermwth a
clear meaning. In accordance with the Second Col |l ege Edition
of the Anerican Heritage Dictionary, “aspheric” is defined as
“[v]arying slightly fromsphericity and having only slight
aberration, as a lens.” Wbster’s N nth New Col | egi ate

Dictionary defines the termas “departing slightly fromthe
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spherical fornmi or “free from spherical aberration.” Thus,

nei ther dictionary uses the term*®“gradual,” as contended by
appellant. Cearly, since the |ens of Fontana ‘74 has three
zones of differing radii of curvature, thus, departing
slightly fromthe spherical formand being free from spherica
aberration, the lens of Fontana ‘74 is “aspheric,” as required
by the instant clains.

Assum ng, arguendo, that we accept appellant’s
definition, requiring a gradual change in the radius of
curvature, we still find the lens of Fontana ‘74 to neet this
limtation. The term*®“gradual” is clearly a relative one.
Wiile it may be true that whereas the radius of curvature of
the central zone of the instant |ens “gradually” increases
froma mnimumof 4 millinmeters to a maxi numof 20 mllineters
as one noves fromthe center of the central zone to the
perinmeter of the zone (none of which is clained), the radius
of curvature in Fontana ‘74 increases at a greater rate, this
does not nullify Fontana ‘74 as a teaching of gradually

changi ng the radius of curvature. After all, since one would

need either extrenmely good eyesight or a mcroscope to
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actually see the changes in the radius of curvature in the

| ens of either Fontana ‘74 or the instant invention, it would
not be unreasonable, in our view, to find that Fontana ‘74
does di scl ose an aspherical contact |ens wherein the radius of
curvature gradual ly changes along the |ens.

Appel I ant al so argues [top of page 8 of the principa
brief] that “aspheric” includes |enses having one or nore
zones where at | east one of the zones has a radius of
curvature that is aspheric. However, instant claim1 does not
recite any zones having a radius of curvature that is

aspheric. The claimonly

calls for first and second contact | enses wherein the contact
| enses have “aspherically shaped posterior surfaces.” For the
reasons supra, Fontana ‘74 clearly discloses such contact
| enses.

The exam ner’s decision rejecting clains 1, 10 and 11
under 35 U. S.C. 102(b) is affirned.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under
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37 CFR § 1.136(a).
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