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DECI SI ON ON APPEAL

This is an appeal taken fromthe final rejection of
claims 1 through 5, 7, 8, 10, 11, 13 through 15, 17, and 18.
However, subsequent to the final rejection, claim8 was
cancel ed and clainms 2 and 7 were anended. C aim 12 stands
obj ected by the exam ner, and claim 16 stands w thdrawn

pursuant to 37 CFR

28



Appeal No. 1998-1931
Appl i cation No. 08/395, 411

8§ 1.142(b). In light of the above, clains 1 through 5, 7, 10,

11, 13 through 15, 17, and 18 are before us for review

Appel lant’ s invention pertains to a roller-type skiing
device and to a roller skiboard for two footed stand. A basic
under standi ng of the invention can be derived froma reading
of exenplary clains 1 and 15, a copy of which appears in the
APPENDI X to the suppl enental brief of June 12, 2000 (Paper

No. 25).

As evi dence of obviousness, the exam ner has applied the

docunents |isted bel ow

Peters 954, 993 Apr. 12, 1910
Fow kes 2,878,071 Mar. 17, 1959
Goodwi n 3,622,172 Nov. 23, 1971
H |l 5, 356, 209 Cct. 18,
1994

(filed May 19, 1993)
Parker, Jr. 5, 388, 350 Feb. 14, 1995
(filed Dec. 31, 1992)

The followi ng rejections are before us for review
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Cainms 1, 3 through 5, 11, 13, 17, and 18 stand rejected
under 35 U. S.C. 8§ 103 as being unpatentable over Goodwin in

vi ew of Parker, Jr. and Fow kes.

Clains 2, 7, 10, and 15 stand rejected under 35 U S.C. §
103 as bei ng unpat entabl e over Goodwin in view of Parker, Jr.
and Fowl kes, as applied to claim1l above, further in view of

Pet er s.

Claim 14 stand rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Goodwin in view of Parker, Jr. and Fow kes,

as applied to claim 1l above, further in view of Hill.

The full text of the exam ner’s rejections and response
to the argunent presented by appellants appears in the answer
(Paper No. 17), while the conplete statenent of appellant’s
argunent can be found in the main and first and second

suppl emental briefs (Paper Nos. 16, 18, and 25).

CPI NI ON
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I n reaching our conclusion on the issues raised in this
appeal, this panel of the board has carefully considered
appel lant’ s specification and clains, the applied teachings,*?
and
the respective viewoints of the appellant and the exam ner.
As a consequence of our review, we nake the determ nation

whi ch foll ows.

We reverse each of the exami ner’s rejections under

35 U.S.C § 103.

The skiing device of independent claim1l and the

ski board of independent claim 15 each require an envel ope with

' I'n our evaluation of the applied prior art, we have
considered all of the disclosure of each docunent for what it
woul d have fairly taught one of ordinary skill in the art.
See In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA
1966). Additionally, this panel of the board has taken into
account not only the specific teachings, but also the
i nferences which one skilled in the art woul d reasonably have
been expected to draw fromthe disclosure. See In re Preda,
401 F. 2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).




Appeal No. 1998-1931
Appl i cation No. 08/395, 411

wheels of varying length to conformto the contour? of the
envel ope, a term nal piece of hard material provided on an end
face of a wheel and formng an edge, and a hollow cylinder in
fl ush-nount ed di sposition to the term nal piece so that during
negotiation of a turn the edge of the termnal piece is

exposable to effect a firmagrip.

2 Each of clains 1 and 15, as indicated, expressly refer
to the "contour" of the envel ope. Consistent with the
under |l ying specification (page 10, lines 4 through 11), we
understand the "contour” of the envel ope to broadly denote an
outline of a curving figure. Wbster’s New Coll egi ate
Dictionary, G & C. Merriam Conpany, Springfield,
Massachusetts, 1979.
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We fully appreciate the exam ner’s assessnent of the
Goodwi n, Parker, Jr., Fow kes, Peters, and Hi |l patents, and
the manner in which they are applied in the respective
rejections on appeal. As nore fully expl ai ned bel ow, the
difficulty that we have wth, for exanple, the rejections of
claims 1 and 15, respectively, is that only reliance upon
appel l ant’ s own teachi ng and hi ndsi ght woul d have enabl ed one
of ordinary skill in the art to seek out and conbi ne the

applied prior art, as proposed.

As can be discerned froma review of the Goodw n
reference, the torsion |and skier thereof utilizes barrel-
shaped rol |l ers having a convex periphery (colum 1, |lines 43
through 47). On the other hand, the Parker, Jr. patent
addresses a roller shoe wwth rollers of varying |length
conformng to the contour of the shoe, while the patent to
Fow kes teaches a | am nated skate whee
(Fig. 2) that includes outer discs 16, 18 of substantially
greater hardness and durability than an annul ar nenber 14.
Considering, in particular, the barrel-shaped roller intended
by patentee Goodwin, it at once becones apparent to us that

6
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the selection of the type of wheel disclosed by Fow kes for
use with a roller skier like that of Goodwi n conmes not from

t he applied teachings thensel ves but frominappropriate
reliance upon appellant’s own teaching. It is for this reason
that the respective rejections of appellant’s clains nust be
reversed. Qur review of the patents to Peters and Hil

reveals to us that they do not overconme the deficiency of the

ot her applied art already discussed.

In summary, this panel of the board has reversed each of

the rejections under 35 U. S.C. 8§ 103.

The decision of the exam ner i s reversed.

REVERSED

| RWN CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

JEFFREY V. NASE APPEALS
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AND
| NTERFERENCES

Adm ni strative Patent Judge

JENNI FER D. BAHR
Adm ni strative Patent Judge
| CC/ sl d
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