THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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ON BRI EF

Bef ore ABRAMS, STAAB, and MCQUADE, Adm nistrative Patent
Judges.

ABRAMS, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe decision of the exam ner

finally rejecting clainms 31-49,! which constitute all of the

!An amendnent to claim48 was entered after the fina
rejection, as a result of which the exam ner w thdrew
rejections of clains 48 and 49 under 35 U . S.C. § 112, second
paragraph, and 35 U. S.C. § 102(b).
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clains remaining of record in the application, clains 1-30

havi ng been cancel ed.
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The appellant’s invention is directed to a magnetic fluid
treatment apparatus (clainms 31-47) and to a nethod for
treating a fluid with magnetism (clains 48 and 49). The
cl ai rs on appeal have been reproduced in an appendix to the

Brief.

THE REFERENCE

The references relied upon by the exam ner to support the

final rejection are:

Zi mrer man 4, 265, 755 May
5, 1981

Anbr ose 5, 030, 344 Jul . 9,
1991

lto 5, 055, 189 Cct. 8,
1991

Curtis 5, 238, 558 Aug. 24,
1993

THE REJECTI ONS?

The follow ng rejections stand under 35 U.S.C. § 103:

(1) dainms 31-35, 41 and 45-49 on the basis of Curtis.

’2ln the Answer, the exam ner states that clains 31-49 are
rejected under 35 U.S.C. § 103, and that "[t]his rejection” is
set forth in Paper No. 18. This is in error. |In fact, there
are several rejections that apply to various groupings of the
clainms, and these are set forth in the final rejection, which
i s Paper No. 15.
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(2) Cainms 36, 37 and 40 on the basis of Curtis in view of
Zi mrer man.
(3) daim42 on the basis of Curtis in view of Zi mrernman.

(4) Cains 38 and 39 on the basis of Curtis in view of
Anbr ose.

(5 Cdainms 43 and 44 on the basis of Curtis in view of Ito.
Rat her than attenpt to reiterate the examner’s ful
comentary with regard to the above-noted rejections and the

conflicting viewpoints advanced by the exam ner and the
appel l ant regarding them we nmake reference to the Exam ner’s
Answer (Paper No. 25) and the final rejection (Paper No. 15),
and to the Appellants’ Briefs (Papers No. 24 and 26).
OPI NI ON

Al'l of the rejections before us are under 35 U S.C. §
103. The test for obviousness under Section 103 is what the
conbi ned teachings of the prior art would have suggested to
one of ordinary skill in the art. See, for exanple, ln re
Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). 1In

establishing a prima facie case of obviousness, it is

i ncunbent upon the exam ner to provide a reason why one of

ordinary skill in the art would have been led to nodify a
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prior art reference or to conbine reference teachings to

arrive at the clainmed invention. See Ex parte dapp, 227 USPQ

972, 973 (Bd. Pat. App. & Int. 1985). To this end, the

requi site notivation nmust stem from sone teachi ng, suggestion
or inference in the prior art as a whole or fromthe know edge
generally available to one of ordinary skill in the art

and not fromthe appellant's disclosure. See, for exanple,

Uniroval, Inc. V. Rudkin-Wley Corp., 837 F.2d 1044, 1052,

5 USPQ2d 1434, 1052 (Fed. Cr. 1988), cert. denied, 488 U S.

825 (1988).

The appellant’s invention relates to fluid treatnent by
means of nmagnetic devices, for the purpose of suppressing
undesirable effects of scale and hard water. Al of the
i ndependent clains recite first, second and third magnets of
particul ar configurations and having specific relationships to
one another, to a base nenber upon which they are nounted and
to a spacer positioned on the base nenber. It is the
exam ner’s position that the subject matter recited in these
cl ai r8 woul d have been obvious to one of ordinary skill in the

art in view of the patent to Curtis.
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Curtis also is directed to treating water by magnetic
means. Like the appellant, Curtis uses a plurality of nagnets
arranged in a particular relationship with one another, with a
spacer, and with a mounting platform O critical inportance
to the issue of the patentability of the appellant’s clains,
however, is the requirenment in the Curtis systemthat the
magnet unit "conprises at |east four magnets" (Abstract;
colum 2, line 63). Although it may contain nore than four
magnets (colum 6, lines 49-50), it is clear that it cannot
contain fewer than four.

In the statenent of the invention in the appellant’s
apparatus clains 31 and 35 and nethod claim 48 the magnetic
treatment apparatus is recited as "consisting of" an
arrangenment of three magnets in turn "consisting of" first,

second and third
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magnets, and in the final three lines of nmethod claim48 that
t he net hod "does not include any further step of providing
addi tional magnets to said magnetic fluid treatnent
apparatus.” It is axiomatic that whereas the transitional
term "conprising"” is open-ended and does not excl ude
addi ti onal subject matter, the transitional term "consisting
of " does exclude any el enent, step, or ingredient not
specified in the claim and thus closes the claimto the

i nclusion of additional subject matter. See Manual of Patent
Exam ning Procedure 8§ 2111.03. This being the case, Curtis,
on its face, does not neet the terns of the appellant’s
clainms, a factor which the exam ner apparently recogni zes.

It is the examner’s view, however, that it would have
been obvious to one of ordinary skill in the art to omt one
of the Curtis magnets "in order to reduce the cost and
conplexity of the device in cases where a magnetic field
having a smaller area of coverage was required" (Paper No. 15,
page 3). W do not agree. From our perspective, one of
ordinary skill in the art would have been taught by Curtis
that om ssion of a nagnet is not an option because the patent
states unequi vocally that the invention nust

7
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have at |east four nmagnets, and to omt one magnet gives rise
to the presunption that the Curtis systemthen woul d be
i noperative for the purpose intended, absent evidence that
such woul d not be the case. This, in our opinion, would have
been a disincentive to the artisan of such magnitude as to
negate notivation to make the nodification offered by the
exam ner.

It therefore is our conclusion that the teachi ngs of

Curtis fail to establish a prima faci e case of obvi ousness

with regard to the subject matter recited in i ndependent
clainms 31, 35
and 48. The rejection of these clains thus is not sustained,
along with the rejection of clains 32-34, 41, 45-47 and 49.
Zi mrer man, whi ch was added to Curtis in the rejection of
dependent clains 36, 37, 40 and 42, Anbrose, added with regard
to dependent clains 38 and 39, and Ito, added with regard to
claims 43 and 44, fail to provide teachings that would
overcome the shortcom ng of Curtis. Thus, the rejections of
the these clains also are not sustai ned.
In view of our agreenent with the appellant that the

teachi ngs of the references do not support a prim facie case

8
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of obviousness, it is unnecessary to consider the evidence

regar di ng unexpected results.
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SUMVARY

None of the five rejections is sustained.

The decision of the exam ner i s reversed.

REVERSED

NEAL E. ABRAMS
Adm ni strative Patent Judge

LAWRENCE J. STAAB
Adm ni strative Patent Judge

JOHN P. MCQUADE
Adm ni strative Patent Judge

NEA/ sl d
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REVERSED

Prepared: March 2, 2001



