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This is a decision on appeal fromthe exanm ner’s
final rejection of clains 1-15, 17 and 18, which are all of
the clains remaining in the application. Caim 16 has been

cancel ed.

Appel lants’ invention is directed to an apparatus
and nethod for lubricating and curling a rimof a paperboard
container including a curling tool (12) having a curl-formng
channel (16a) and an annul ar porous liquid transfer ring (22)
whi ch partially overlaps the curl-form ng channel (16a). The
porous liquid transfer ring (22) being formed of felt or open-
celled foammaterial to transfer l|ubricant froman annul ar
channel (20) to the rimof the paperboard container as the
container is noved into the curl-form ng channel (16a) by the
reci procating notor (12a). A representative copy reproduced
fromappellants’ brief of independent claim1l is attached to

t hi s deci si on.

The prior art references of record relied upon by

t he exam ner as evi dence of obvi ousness are:
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Bucki ngham 2,117, 295 May 17, 1938

Lyon 2,821, 156 Jan. 28, 1958

Ruza 3,087, 390 Apr. 30, 1963

Dani el s 4,243,079 Jan. 6, 1981
REJECTI ONS

Clainms 1-15 stand rejected under 35 U . S.C. 8§ 103 as

bei ng unpatent abl e over Ruza in view of Lyon and Dani el s.

Clains 17 and 18 stand rejected under 35 U S.C. §
103 as bei ng unpatentable over Ruza in view of Lyon and
Daniels as applied to clains 1-15 above, and further in view

of Bucki ngham

Rat her than attenpt to reiterate the examner’s ful
comentary with regard to the above-noted rejections and
conflicting viewpoints advanced by the exam ner and appel |l ants
regarding the rejections, we make reference to the final
rejection (Paper No. 7, muailed Decenber 31, 1996), the
exam ner’ s answer (Paper No. 12, nuailed June 24, 1997) and a
response to appellants’ reply brief (Paper No. 15, nuailed
Cct ober 15, 1997) for reasoning in support of the rejections,
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and to appellants’ brief (Paper No. 10, received April 11,
1997), reply brief (Paper No. 13, received July 17, 1997), and
suppl enental reply brief (Paper No. 16, received October 31,

1997) for the argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have
gi ven careful consideration to the appellants’ specification

and clains, to the applied prior art references, and to the

respective positions articulated by the appellants and the

exam ner .

In rejecting clains under 35 U. S.C. 8103, the

exam ner bears the initial burden of presenting a prinma facie

case of obviousness (see In re R jckaert, 9 F.3d 1531, 1532,

28 USPQ2d 1955, 1956 (Fed. Cir. 1993); In re Cetiker, 977 F.2d

1443, 1446, 24 USPQRd 1443, 1445 (Fed. Cir. 1992)), which is

est abl i shed when the teachings of the prior art itself would
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appear to have suggested the clainmed subject matter to one of

ordinary skill in the art (see In re Bell, 991 F.2d 781, 783,

26 USP2d 1529, 1531 (Fed. Gr. 1993)). The concl usion that

the clainmed subject matter is prima facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of

ordinary skill in the art that would have | ed that individua
to conmbi ne the rel evant teachings of the references to arrive

at the clained i nventi on. See In re Fine, 837 F.2d 1071,

1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988) and In re Lintner

458 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972). Wen it
is necessary to select elenments of various teachings in order
to formthe clainmed invention, we ascertain whether there is

any suggestion or notivation in the prior art to

make the sel ection made by the appellants. GObvi ousness cannot
be established by conbining the teachings of the prior art to
produce the clained invention, absent sone teaching,
suggestion or incentive supporting the conbination. The

extent to which such suggestion nust be explicit in, or nmay be
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fairly inferred from the references, is decided on the facts
of each case, in light of the prior art of record and its
relationship to the appellants’ invention. As in al

determ nations under 35 U.S.C. 8§ 103, the decisionnmaker nust
bring judgnent to bear. It is inpermssible, however, sinply
to engage in a hindsight reconstruction of the clained

i nvention, using the appellants’ structure as a tenplate and
selecting elenments fromreferences to fill the gaps. The
references thensel ves nust provide sone teachi ng whereby the
appel  ants’ conbi nati on woul d have been obvious. In re
Gorman, 933 F.2d 982, 986-87, 18 USPQRd 1885, 1888 (Fed. Gr
1991) (citation omtted). That is, sonething in the prior art
as a whol e nust suggest the desirability, and thus t he

obvi ousness, of nmaking the conmbination. See In re Beattie,

974 F.2d 1309, 1312, 24 USPQR2d 1040, 1042 (Fed G r. 1992);

Li ndemann Maschi nenfabri k GvBH v. Aneri can Hoi st and Derri ck

Co., 730 F.2d 1452, 1462, 221 USPQ 481, 488 (Fed. Cr. 1984).

Wth this as background, we turn to the examner’s

rejection of clainms 1-15 under 35 U S.C. 8§ 103 as being
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unpat ent abl e over Ruza in view of Lyon and Daniels. Before
turning to our evaluation of the conbination of Ruza, Lyon and
Daniels, we |ook to the | anguage of claim1l on appeal to
derive an understandi ng of the scope and content of the claim
Claim1 defines an apparatus for lubricating and curling a rim
of a paperboard container conprising a housing block (14)
defining a central recess (14a), a curl-form ng channel (16a)
di sposed in the recess for curling the rimof a paperboard
cont ai ner, said housing block (14) defining an annular liquid
channel (20) in surrounding relationship to said curl-formng
channel (16a) for distributing lubricating liquid, and a
porous liquid transfer ring (22) forned of a felt or open-
celled foammaterial, said liquid transfer ring (22) being
attached to said housing block (14) in covering relationship
to said annular liquid channel (20) so that lubricating liquid
saturates said liquid transfer ring (22), said liquid transfer
ring (22) includes a circul ar edge surface which defines a
central opening that extends partially over said curl-formng

channel (16a) to transfer lubricating liquid to the rimof a
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paper board container with a w ping contact with said rim

Claim 12 sets forth a nmethod of lubricating and

curling a rimof a paperboard contai ner using apparatus
simlar to claiml1, wherein said nethod includes the steps of
effecting rel ati ve advanci ng novenent between the housing

bl ock (14) having a curl-formng channel (16a) and a rimof a
paper board container, saturating with a liquid |ubricant
annul ar porous liquid transfer ring (22) formed of a felt or
open-cell ed foam material which partially extends over the
curl-form ng channel (16a), bringing the rimof the paperboard
container into wi ping contact with the annular |iquid transfer
ring (22) saturated with the liquid lubricant and bringing the
| ubricated rimof the paperboard container into contact with
the curl-formng channel (16a) to cause the |ubricated

paperboard container rimto be curled thereby.

The exam ner (answer, pages 3-4) is of the view that
Ruza di scl oses an apparatus for curling edges of paper cups,

sai d apparatus having a housing block (11), an annular curling
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channel (18), a circular edge surface (29, see Figure 3), a
retaining ring which is the recessed portion of housing (25)
havi ng threaded apertures (13), a pair of aligned vent
channel s (12) and the aperture in elenment (24). The exam ner
notes that Ruza | acks supplying a liquid lubricant through a

porous felt transfer

el enent upstream of the curling channel. Lyon is directed to
a drawi ng dye apparatus for cupping a netal blank into a
cartridge casing and is relied upon by the exam ner to suggest
"the concept of" providing lubrication via channels (37) prior
to the main portion of a deformng die to reduce friction and
wear. Daniels is directed to an apparatus for the application
of a known quantity of lubricating oil to a wick lubricating
system of an electric notor and is relied upon by the exam ner
to teach "the concept of" transferring lubricating fluid to
desired | ocations using wcks made of felt (23, 29 and 31).
The exam ner then concludes (answer, page 4) that it would
have been obvious to one of ordinary skill in the art to

provi de Ruza with
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felt wicking material saturated with a
lubricating fluid for transferring the
liquid to the cup rimbefore it contacts
the curling channel in view of Lyon and
Daniels so as to further reduce frictional
force between the rimof the cup and
curling channel and prevent damage to the
curl ed cup.

Appel  ants argue (brief, page 5) that neither Lyon
nor Daniels provides any discl osure whatsoever that woul d have
led an ordinarily skilled person to include a porous |iquid
transfer ring in Ruza. As set forth above, teachings of
references can be conbined only if there is sonme suggestion or

i ncentive to do so.

Here the prior art contains none. The disparate teachings of
the applied prior art and the manner in which they are
proposed to be conbined indicate, in our view, that the

exam ner has engaged in an inperm ssible hindsight
reconstruction of the appellants’ invention using the clains
as a tenplate to selectively piece together isol ated

di sclosures in the prior art. Even if the Lyon and Daniels
references are considered to be anal ogous prior art, the
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conbi ned teachings of the applied prior art would not have
suggested an apparatus or nmethod for lubricating and curling a
rimof a paperboard container including a liquid |ubricate
transfer ring defining a central opening such that said liquid
transfer ring extends partially over said curling channel as
required by clains 1 and 12 on appeal. Wth this as our

basi s, we cannot sustain the exam ner’s rejection of

i ndependent claims 1 and 12 and dependent clains 2-11 and
13- 15 under 35 U.S.C. §8 103 as bei ng unpat ent abl e over

Ruza in view of Lyon and Dani el s.

Now turning to the rejection of dependent clains 17
and 18 under 35 U. S.C. § 103 as bei ng unpatentabl e over the
conbi nati on of Ruza, Lyon, Daniels, and Bucki ngham we note

clains 17 and 18 depend fromthe nethod claim 12 and further

require that step (a) be practiced by noving said housing
bl ock towards the paperboard container rimand further be
practiced using a reciprocal notor. The exam ner relies on

Ruza, Lyon and Daniels to disclose and teach an apparatus for
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lubricating and curling a rimof a paperboard container as set
forth above. The exam ner notes that the conbination of Ruza,
Lyon and Dani els | acks a reciprocal notor being used to nove
the curling tools towards the paperboard contai ner.

Bucki nghamis relied upon to teach a reciprocal notor (M
nmoving the curling tool towards a paperboard container. As
set forth above, there is no suggestion or incentive to
conbi ne the disparate teachings of Ruza, Lyon, and Daniels,

wi t hout i nperm ssible hindsight reconstruction. Since the
rejection of clains 17 and 18 relies upon the inproper

conbi nation of the above references and since Bucki ngham does
not provi de any suggestion or incentive to conbine Ruza, Lyon
and Daniels, the conbination of Ruza, Lyon, Daniels and

Bucki ngham is also an inproper conbination. Accordingly, we
cannot sustain the examner’'s rejection of dependent clains 17
and 18 under 35 U.S.C. 8 103 as bei ng unpatentabl e over

Ruza in view of Lyon, Daniels and Bucki ngham
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clains 1-15, 17 and 18 under 35 U.S.C. §8 103 is reversed.

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

PATENT

JEFFREY V. NASE

Adm ni strative Patent Judge
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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APPENDED CLAI M

1. Apparatus for lubricating and curling a rimof a
paper board cont ai ner conpri sing:

a housing bl ock defining a central recess sized and
configured to accept therein a rimof a paperboard contai ner
to be curl ed;

an annul ar curling channel disposed in said recess
for curling the rimof the paperboard container in response to
rel ati ve advanci ng novenent between the paperboard contai ner
and t he housi ng bl ock;

sai d housing bl ock al so defining an annular liquid
channel concentrically disposed in surrounding relationship to
said annul ar curling channel for distributing lubricating
[iquid; and

a porous liquid transfer ring fornmed of a felt or
open-celled foammaterial, said liquid transfer ring being
attached to said housing block in covering relationship to
said annular liquid channel so that lubricating liquid
supplied to said liquid channel cones into contact with and
saturates said liquid trans- fer ring;

said liquid transfer ring includes a circul ar edge
surface which defines a central opening such that said liquid
transfer ring extends partially over said curling channel,
wher ei n

the rimof the paperboard container conmes into
W ping contact with said central opening of said liquid
transfer ring so that lubricating liquid is transferred
thereto prior to the rimbeing curled in said curling channel.

-Al-



