THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

Anton Nijboer et al. appeal fromthe final rejection of

! Application for patent filed April 23, 1996.
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claims 1 through 20, all of the clains pending in the

application. W reverse.

The invention relates to a record pad. Caimlis
illustrative and reads as foll ows:
1. A record pad conpri sing:

a plurality of sheet sets, each sheet set conprising a
paper top sheet having a top face and a bottom face, at |east
one underlying record bottom sheet, and a transfer mechani sm
for transferring indicia inaged on said top sheet to an
under|lying said record sheet;

said top sheet conprising an upper margin, a |ower margin
substantially parallel to said upper margin, and first and
second side margins substantially perpendicular to said upper
and | ower margins, said upper margin being at the upper
portion of said top sheet during normal use of said top sheet
to enter indicia on said top sheet;

a securing edge nargin of each of said top and record
sheets of each sheet set of said plurality of sheet sets at
said first side margin for connecting said sheet sets in a
record pad; and

a pattern of repositional adhesive provided on each said
top sheet bottom face adjacent to and substantially parallel
to said securing edge margins, said securing edge margins
bei ng substantially free of adhesive and spaced from said
pattern of repositional adhesive.

The reference relied upon by the exam ner as evi dence of

obvi ousness i s:
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Dr ake? 4, 934,740 Jun. 19,

1990

Clainms 1 through 20 stand rejected under 35 U.S.C. § 103
as bei ng unpatentabl e over Drake.?

Ref erence is nade to the appellants' nmain and reply
briefs (Paper Nos. 9 and 11) and to the examner's first
O fice action and answer (Paper Nos. 5 and 10) for the
respective positions of the appellants and the examner with

regard to the nerits of this rejection.

2 Also of record in the instant application is European
Pat ent Application 325,057 to Drake. It was not until the
answer (Paper No. 10) that the examiner clearly identified
whi ch of the Drake references (the U S. patent) was being
relied upon to support the appeal ed rejection, even though the
appel lants had first raised the question in their response
(Paper No. 6) to the first Ofice action. Be this as it nmay,
the examner's failure to provide a tinmely identification of
the reference relied upon, and the appellants' incorrect
assunption throughout the prosecution of the application and
on appeal that it was the European reference, have not
prejudi ced the appellants in any substantive manner since the
di scl osures of the two references are virtually identical.

3In the final rejection (Paper No. 7), the exam ner also
rejected claim8 under 35 U.S.C. § 112, second paragraph.
Since the examner failed to restate this rejection in the
answer (Paper No. 10), we assune that it has been w t hdrawn
(see Ex parte Enm 118 USPQ 180, 181 (Bd. App. 1957)).
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Drake discloses a record pad which is described in the
foll owi ng ternmns:

A record book or pad is manufactured with record
sheets 2 and renovabl e sheets 1 disposed in pairs.

| mage transfer elenment is provided for transferring
manuscri pt notes 7, 7a fromsheet 1 to sheet 2 in a
pair. Each renovable sheet 1 has a |ine of weakness
5 whereby a portion la of that sheet can be torn
froma spine part 3 of the book or pad. Each
portion la has on its underside surface a region 9
of low tack adhesive by which that portion can be
attached tenporarily to a receptive surface renote
formthe book. The |ow tack adhesive is preferably
applied as a strip 8 with a width sufficient to
extend fromthe spine part of each renovabl e sheet
1, over the line of weakness 5, to provide the
region 9 on the renovable portion la [Abstract].

Wth further regard to the |location of the |ow tack
adhesi ve, Drake teaches that

it is preferred that the | ow tack adhesive is
applied so that it extends as a strip along a
mar gi nal edge part of each renovabl e sheet and which
mar gi nal edge part conprises the spine part and that
the strips of |ow tack adhesive are of sufficient
width to extend fromthe spine part, over the |ines
of weakness and on to the respective renovabl e sheet
portions to formthe regions of |ow tack adhesive on
those portions. By this arrangenent, the |ow tack
adhesi ve al ong the spine part of the renovable
sheets assists in binding these sheets to their
respective i medi ately underlying record sheets.

4
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Wth this latter arrangenent in mnd, it is

preferred that in each pair of sheets, the upper

sheet of the pair is the renpvabl e sheet while the

| oner sheet of the pair is the record sheet - this

provi des the advantage that the | ow tack adhesive on

t he undersi de of the upper renovable sheet of a pair

adhesively, albeit tenporarily, restrains the

removabl e sheet from being displaced over the

associ ated record sheet during the application of a

marking to the renovabl e sheet so that an accurate

copy of that marking may be applied to the

underlying record sheet [colum 2, lines 29 through

51].

As conceded by the exam ner (see page 2 in the first
O fice action), Drake's record pad does not neet the
[imtations in independent clains 1 and 14 relating to the
| ocation of the pattern of repositional adhesive. Caiml
requires the pattern of repositional adhesive to be on the
bottom face of the top sheet adjacent to and substantially
parallel to the securing edge margins, with the securing edge
mar gi ns being substantially free of adhesive and spaced from
the pattern of repositional adhesive. Caim14 requires the
sane, and additionally calls for a |line of weakness in each
top sheet extending substantially parallel to the securing

edge margin with the pattern of repositional adhesive being on

the opposite side of the Iine of weakness fromthe securing
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edge margin. As indicated above, Drake's pattern of
repositional adhesive extends over the line of weakness 5 and
onto the securing edge margin of each top sheet. Nonetheless,
t he exam ner has concluded that "[i]t woul d have been obvi ous
to one skilled in the art at the tinme the invention was nade
to renove the adhesive fromthe opposite side of the margins
(5) of Drake since it is clear that the om ssion of the
adhesi ve woul d not hinder the remaining el enents from
performng the sanme function" (first Ofice action, page 2).
The exam ner, however, has failed to advance any evi dence
in support of this conclusion. Rejections based on 35 U.S. C

8 103 nust rest on a factual basis. In re Warner, 379 F.2d

1011, 1017, 154 USPQ 173, 177-78 (CCPA 1967). In making such
a rejection, the examner has the initial duty of supplying
the requisite factual basis and may not, because of doubts
that the invention is patentable, resort to specul ation,

unf ounded assunptions or hindsight reconstruction to supply
deficiencies in the factual basis. |1d. |In the present case,
Dr ake extends the pattern of repositional adhesive over the

Iine of weakness 5 and onto the securing edge margi n of each

top sheet for specific reasons, record sheets and to restrain
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the top sheet from being displaced over its record sheet
during the application of a marking so that an accurate copy
of that marking nay be applied to the record sheet. In this
light, and given the |lack of any supporting evidence, we are
constrai ned to conclude that the examner's bald determ nation
that it would have been obvious to renove the adhesive from
the securing edge margins of Drake's top sheets rests on
specul ati on, unfounded assunptions and/or hindsi ght
reconstruction of the clainmed invention.
Accordingly, we shall not sustain the standing 35 U.S. C

8 103 rejection of clainms 1 and 14, or of clains 2 through 13
and 15 through 20 which depend therefrom as being

unpat ent abl e over Drake.
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The deci sion of the exam ner is reversed.

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT
JOHN P. McQUADE

N N N N N N N N N N

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES
MURRI EL E. CRAWFCORD )

Adm ni strative Patent Judge
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