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This is a decision on an appeal fromthe exam ner’s fi nal
rejection of clains 1-18 and 20-24, all the clainms currently
pending in the application.?

Appel l ants’ invention pertains to an “inproved cushi oned
footwear of the type such as goodyear welt constructed
footwear” (specification, page 1). Claim1l is representative
and reads as follows:?

1. An i nproved footwear of goodyear welt construction
i ncl udi ng an upper [60], an insole [10] having a forward and
rear heel portion and an opening in the heel portion thereof,
an outsole [19] having a forward and rear heel portion and an
opening thereof in alignment with said opening in the heel
portion of the insole, a heel [20], nails [21, 22] which
extend into the heel portion of said insole and said outsole
but not into the openings in the heel portion of said insole
and said outsole and a cushioning elenment [24] having a heel
plug [28] which extends into the openings in said insole and
sai d outsol e.

The references relied upon by the exam ner as evidence of

obvi ousness are:

Hur | ey 1, 718, 906 Jun. 25, 1929
Bl akel y 1,781, 715 Nov. 18, 1930
Cohn 1, 993, 208 Mar. 5,
1935

!An amendnent filed subsequent to the final rejection
canceling claim19 has been entered.

°The bracketed reference nunmerals added to the claim
relate the claimelenents to appellants’ Figure 1
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Leahy et al. (Leahy) 2,607, 061 Aug. 19, 1952

The follow ng rejections under 35 U.S.C. 8 103 are before
us for review

(a) clainms 1, 2, 6-8, 12, 20 and 21, unpatentabl e over
Cohn in view of Hurley;

(b) clainms 3-5 and 9-11, unpatentable over Cohn in view
of Hurley, and further in view of Leahy;

(c) clainms 12-15 and 22-24, unpatentable over Cohn in
view of Hurley, and further in view of Blakely; and

(d) clainms 16-18, unpatentable over Cohn in view of
Hurl ey, and further in view of Blakely and Leahy.

Ref erence is nmade to appellants’ brief and reply brief
(Paper Nos. 11 and 14) and to the exam ner’s answer (Paper No.
12) for the respective positions of appellants and the
exam ner regarding the nerits of the rejections.

Considering first the standing rejection of clainms 1, 2,
6-8, 12, 20 and 21 as bei ng unpatentabl e over Cohn in view of
Hurl ey, Cohn, the examner’s primary reference, discloses a
shoe of goodyear welt construction (page 1, left columm, lines
1-3) conprising an upper 4, an insole 3 having a forward
portion and a rear heel portion, an outsole 1 having a forward

portion and a rear heel portion, a heel 19, 21, nails 18, 20,
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22 extending into the heel portions of the insole and the
outsole (see Figure 2), and a cushioning elenent B having a
heel plug 14. The cushioning el ement B of Cohn is interposed
bet ween the insole and the outsole.

Hurl ey di scl oses a cushi on heel shoe conprising an upper
12, an insole 14 having an opening in a heel portion thereof,
an outsole 20 having an opening in a heel portion thereof in
alignment with the opening in the insole, a heel 24, and a
cushi on heel support 30 (see Figure 1) having a plug 34

extending into the openings in the insole and outsole.

The exam ner considers that Cohn discloses the invention
substantially as clained “except for the exact cushioning
el ement and openings in the insole and outsole for receiving
the heel plug of the cushioning elenent” (answer, page 4). It
is the examner’s position, however, that it would have been
obvi ous to one of ordinary skill in the art

to provide openings in the insole and outsole as

taught by Hurley in the shoe of Cohn to inprove

confort by placing the cushion above the insole and

to inprove cushioning in the heel portion of the

shoe by increasing the depth of the heel plug.
[ Answer, page 4. ]
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It thus appears that the exam ner proposes to relocate the
cushioning elenent B of Cohn to a position above the insole 3,
and to provide aligned openings in the heel portions of the

i nsol e and outsol e of Cohn to receive the heel plug 14 of the

rel ocated cushioning element, in view of Hurl ey.

We appreciate the simlarities between various el enents
of the clainmed footwear and the footwear of Cohn and Hurl ey.
Nevertheless, it is our view that the standing rejection of
clainms 1, 2, 6-8, 12, 20 and 21 is not sustainable. For one
thing, the exam ner’s notivation for the proposed
nodi fication, nanely, “to inprove cushioning the heel portion
of the shoe by increasing the depth of the heel plug” (answer,
page 4), is suspect because there is no suggestion in Cohn or
in Hurley that the cushioning el enment B of Cohn’s shoe m ght
be i nadequate for its intended purpose, or that the proposed
nodi fication of Cohn would actually result in inproved
cushi oni ng as suggested by the examner. |In addition, Cohn
expressly states that | ocating the cushioning el enent between
the insole and the outsole is advantageous “in points of
sinplicity and efficiency, and, at the sane tinme proves itself
conparatively inexpensive in cost of manufacture” (page 1,
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| eft columm, lines 21-24). In our opinion, this express
statenment of the advantages of |ocating Cohn's cushioning
el ement between the insole and the outsole would have acted as
a clear disincentive to one of ordinary skill in the art to
rel ocate that cushioning el enment as proposed by the exani ner.
Furt hernore, the exam ner’s proposed “nodification” of Cohn is
nore along the lines of a conplete reworking of the shoe
construction thereof for no apparent reason other than to neet
the terns of the clains.

Qur court of review has repeatedly cautioned agai nst
enpl oyi ng hi ndsi ght by using the applicant's disclosure as a
bl ueprint to reconstruct the clained invention out of isolated
teachings of the prior art. See, e.g., Gain Processing Corp

v. American-Mii ze Products Co., 840 F.2d 902, 907, 5 USPQd
1788, 1792 (Fed. Cir. 1988). That court has al so cautioned
agai nst focusing on the obviousness of the differences between
the clained invention and the prior art rather than on the
obvi ousness of the clained invention as a whole as § 103
requires. See, e.g., Hybritech Inc. v. Mpnoclonal Antibodies,
Inc., 802 F.2d 1367, 1383, 231 USPQ 81, 93 (Fed. G r. 1986),

cert. denied, 480 USPQ 947 (1987). W think that, in this
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i nstance, the exam ner has inproperly relied upon hindsight in
an attenpt to piece together the subject matter required by
the appellant’s clains 1, 2, 6-8, 12, 20 and 21. It follows
that the standing rejection of these clains as being
unpat ent abl e over Cohn in view of Hurley cannot be sustai ned.

We have al so reviewed the Leahy reference, applied al ong
wi th Cohn and Hurl ey against clains 3-5 and 9-11, and the
Bl akely reference, applied along with Cohn and Hurl ey agai nst
clainms 12-15 and 22-24. In addition, we have considered the
conbi ned teachings of Leahy and Bl akely, applied along with
Cohn and Hurl ey against clains 16-18. |n each instance, we
find nothing in Leahy and/or Bl akely which nmakes up for the
deficiencies of Cohn and Hurley noted above. Accordingly, we
also will not sustain the standing 35 U S.C. 8 103 rejections
of clainms 3-5, 9-18 and 22-24.

The decision of the examner is reversed.

REVERSED

Charl es E. Frankfort
Adm ni strative Patent Judge
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