THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Bef ore COHEN, NASE, and GONZALES, Adm nistrative Patent Judges

GONZALES, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe examner's fi nal
rejection of clainms 17 and 75 through 81. dains 19 and 20,
the only other clains remaining in the application, are
objected to as being dependent upon a rejected claim but

woul d be al | owabl e
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if rewitten in independent formincluding all of the
limtations
of the base claimand any intervening clains.?

W REVERSE.

The subject matter on appeal is directed to a refuse
| oadi ng assenbly for a refuse collection vehicle (brief, page
4). Caiml7 is illustrative of the subject matter on appeal
and is reproduced in “Appendix A’ attached to the brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Hol t kanp 3, 338, 438 Aug. 29,
1967
Wor t hi ngt on 4,227, 849 Cct. 14,
1980
Smith et al. (Smth) 5, 470, 187 Nov. 28,
1995

(filed Sep. 09,
1993)

Clainms 78 through 81 stand rejected under 35 U S. C

Y Cains 17, 19, 20, 75, 78, 79 and 81 were anended subsequent to the
final rejection. See Paper No. 14. As aresult, the 35 U S.C. § 112, second
par agr aph, rejection of clains 17, 19, 20 and 75 through 77 nade in the final
rejecti on has been withdrawn. See Paper No. 15.
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8§ 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch the appellants regard as the invention.

Clainms 17, 75, 76, 78 and 79 stand rejected under 35
U S.C. 8§ 103(a) as being unpatentable over Holtkanp in view of

Wor t hi ngt on.

Clainms 77 and 80 stand rejected under 35 U.S.C. § 103(a)
as being unpatentable over Holtkanp in view of Wrthington, as
applied above to clains 75 and 79, and further in view of
Sni t h.

The full text of the exam ner's rejections and response
to the argunents presented by the appellants appears in the
final rejection (Paper No. 8, mailed April 9, 1997), the
advi sory action mail ed August 26, 1997 (Paper No. 15) and the
answer (Paper No. 19, mailed March 3, 1998), while the
conplete statenent of the appellants’ argunents can be found
in the brief (Paper No. 18, filed Decenber 8, 1997).

CPI NI ON

In reaching our decision in this appeal, we have given

careful consideration to the appellants’ specification and
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clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nake the
determ nati ons which follow
The indefiniteness issue

W will not sustain the examiner's rejection of clainms 78

t hrough 81 under 35 U. S.C. § 112, second paragraph.

Clainms are considered to be definite, as required by the
second paragraph of 35 U.S.C. § 112, when they define the
met es and bounds of a clainmed invention with a reasonabl e

degree of precision and particularity. See In re Venezia, 530

F.2d 956, 958, 189 USPQ 149, 151 (CCPA 1976).

The exam ner determned (final rejection, page 3 and the
advi sory action nmailed August 26, 1997) that the antecedent
basis for “the | owered position” and “the raised position” of
claims 78 and 79 was unclear (see claim78, lines 23-25).°

The appel l ants argue (brief, pages 6 and 7) that clains

2All references in this decision to lines in the clains are to the
clainms as they appear in “Appendix A’ of the brief.
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78 through 81 are not indefinite because the expressions “the
| onered position” and “the raised position” find clear
antecedent basis in lines 13-15 of claim 78 and refer to the
positions of the horizontal arnms 233, 234. W agree.

Since the netes and bounds of clains 78 through 81 are
set forth with a reasonabl e degree of precision and
particularity,
the decision of the examner to reject clains 78 through 81
under 35 U.S.C. 8§ 112, second paragraph, is reversed.

The obvi ousness i ssues

Upon eval uation of all the evidence before us, it is our
conclusion that the evidence adduced by the exam ner is

insufficient to establish a prinma facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clainms 17 and 75
t hrough 80 under 35 U.S.C. § 103.

In rejecting clains under 35 U. S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28
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USPQ2d 1955, 1956 (Fed. Cir. 1993). A prina facie case of

obvi ousness is established by presenting evidence that the
reference teachings woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto arrive at the clained invention. See |ln re
Lintner, 9 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972).

Furt hernore, the conclusion that the clainmed subject matter is

prima facie obvious nust be supported

by evi dence, as shown by sone objective teaching in the prior
art or by know edge generally available to one of ordinary
skill in the art that would have | ed that individual to
conbi ne the rel evant teachings of the references to arrive at
t he cl ai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988). Rejections based on § 103 nust
rest on a factual basis with these facts being interpreted

wi t hout hindsi ght reconstruction of the invention fromthe
prior art. The exam ner may not, because of doubt that the
invention is patentable, resort to specul ati on, unfounded
assunption or hindsight reconstruction to supply deficiencies

in the factual basis for the rejection. See In re Warner, 379
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F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA 1967), cert. denied,

389 U.S. 1057 (1968).
Wth reference to the appellants’ Figures 21 and 22, each

of independent clainms 17 and 78 calls for, inter alia, a

| oader assenbly 232 carried by a sem-trailer 230 with the

| oader assenbly including a pair of horizontal arns 233, 234
overlying a cab 139 or an area occupiable by a cab. In

addi tion, each horizontal armis recited as having a first end
coupled to the

sem -trailer proximate the forward end of the sem -trailer, a
second end extending forwardly past the cab or area, a first
segnent 250 and a second segnment 252 extendi bly coupled to the
first segnent for novenent between an extended position and a
retracted position.

The exam ner describes Holtkanp as teaching all of the
limtations of independent clains 17 and 78, except for the
sem -
trailer and the horizontal arnms having a first segnent and a
second segnent extendi bly coupled to the first segnment (final
rejection, page 4). The exam ner cites Wrthington for a
teaching of a telescopic horizontal armassenbly 74, 92 for

7



Appeal No. 1998-2083
Application No. 08/471, 584

use with a refuse collecting |ift assenbly (id.). 1In
addition, the exam ner asserts that “it is generally well
known in the art to support vehicle transported structures on
sem -trailer type chassis arrangenents to allow for use of

mul tiple tow vehicles” (id.). The exam ner then concl udes
that it would have been obvious to construct the rear chassis
of Holtkanp as a sem -trailer coupled to a cab or tow vehicle,
in order to provide nore systemflexibility, and, in view of
Worthington, to fabricate Holtkanp’s horizontal arns with two
tel escopi c segnents, in order to extend the reach of the
engagi ng forks (id. at 3 and 4).

The appel l ants argue that the conbination of Holtkanp and
Worthington is inproper because neither reference teaches a
sem -
trailer or a collection device for use on a sem -trailer and
there is no notivation in either reference for the clai ned
conbi nation (brief, page 9). W agree.

In this regard, we share the appellants’ view that there
is nothing in the cited Hol tkanp and Worthington references to
suggest the clained invention. |In particular, there is no
teachi ng or suggestion of a | oader assenbly carried by a sem -
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trailer much | ess of a | oader assenbly including a pair of

hori zontal arms overlying a cab or an area occupi able by a cab
and with each armhaving a first end coupled to the sem -
trailer proximate the forward end of the sem-trailer and a
second end extending forwardly past the cab or area.
Essentially, it is the exam ner’s position that one of

ordinary skill in the art would have found it prima facie

obvious to nodify Holtkanp by substituting a sem -trailer for
Hol tkanmp’ s fixed cab and body arrangenment while retaining
Hol t kanp’ s attachment of the | oader assenbly to the forward
end of the body w thout evidence or prior art in support
thereof. In the absence of evidence or conpelling
argunment in support thereof, however, we are not persuaded
that this would have been the case.?

In light of the foregoing, we will not sustain the
standing 8 103 rejection of independent clains 17 and 78 and
dependent clains 75, 76 and 79.

We have al so reviewed the Smith reference applied al ong

3The nere fact that the prior art structure could be nodified does not
make such a nodification obvious unless the prior art suggests the
desirability of doing so. See In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125,
1127 (Fed. Cir. 1984).
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wi th Hol tkanp and Wort hi ngton by the exam ner against clains
77 and 80 on appeal. However, we find nothing in Smth which
makes up for the deficiencies of Holtkanp and Wrt hi ngton
di scussed above regarding clains 17 and 78.

Accordingly, we wll also not sustain the 35 U.S.C. § 103
rejection of dependent clains 77 and 80.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 78 through 81 under 35 U S.C. 8§ 112, second paragraph,
is reversed. The decision of the examner to reject clains 17

and 75 through 80 under 35 U.S.C. 8 103 is reversed.

REVERSED
| RW N CHARLES COHEN )
Adm ni strative Patent Judge
BOARD OF PATENT
JEFFREY V. NASE APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge
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