THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe examner's fi nal

rejection of clainms 30 through 41, which are all of the clains

! Application for patent filed June 2, 1995. According to appellant,
this application is a divisional of application no. 08/ 149,040, filed Novenber
8, 1993, now abandoned.
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remai ning in the application.
The invention is directed to a nmethod of inplanting an
intralum nal vascular graft wthin a diseased or damaged

vessel

The subject matter before us on appeal is illustrated by
reference to clains 30 and 39 which, along with the other
cl ai ms on appeal, have been reproduced in "Appendix A"
attached to the main Brief (Paper No. 12).

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Lazar us 5, 104, 399 Apr. 14,

1992

Kwan- Get t 5,151, 105 Sep.
29, 1992

Barone et al. (Barone) 5, 360, 443 Nov. 01,

1994

(Filed Jun. 11, 1990)
The followi ng rejections are before us for review
Clainms 30, 31 and 33 through 41 stand rejected under
35 U.S.C. 8 103 as being unpatentabl e over Lazarus in
Vi ew
of Barone; and
Claim 32 stands rejected under 35 U.S.C. § 103 as being
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unpat ent abl e over Lazarus in view of Barone, as applied to
clainms 30 and 31 above, and further in view of Kwan-Cett.

The full text of the examner's rejections and the
responses to the argunents presented by appell ant appear in
the final rejection (Paper No. 8, mailed April 29, 1997) and
t he Answer (Paper No. 13, mailed January 23, 1998), while the
conplete statenent of appellant's argunents can be found in
the Main and Reply Briefs (Paper Nos. 12 and 14, filed

Sept enber 29, 1997 and March 20, 1998, respectively).

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we have nmade the

determ nati ons which foll ow

The rejection of clains 30, 31 and 33-41

W reverse the examiner’s rejection of clains 30, 31 and
33 through 41 under 35 U.S.C. § 103.
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In rejecting clains under 35 U.S.C. 8§ 103 the exam ner

bears the initial burden of presenting a prinma facie case of

obviousness. In re Rjckaert, 9 F.3d 1531, 1532, 28 USPQd

1955, 1956 (Fed. Cir. 1993); In re Cetiker, 977 F.2d 1443,

1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992). Only if that
burden is nmet does the burden of comng forward with evidence
or argunment shift to the applicant. 1d. |If the exam ner

fails to establish a prima facie case, the rejection is

i nproper and will be overturned. [In re Fine, 837 F.2d 1071

1074, 5 USPQ2d 1596, 1598 (Fed. G r. 1988). In order to

establish the prima facie obviousness of a clainmed invention,

all the claimlimtations

must be taught or suggested by the prior art. 1n re Royka,

490 F.2d 981, 985, 180 USPQ 580, 583 (CCPA 1974).

We begin our review with independent claim30. W note
that claim30 calls for a nethod of inplanting an intral um nal
vascul ar graft within a di seased or damaged vessel conpri sing,
inter alia,

attaching said intralum nal vascular graft to the
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inner wall of said vessel by initiating a non-

perforating, inflanmmtory response between said

intralum nal vascular graft and said inner wall of said

vessel

The exam ner describes Lazarus as disclosing the
i nvention substantially as cl ai ned, except for the step of
attaching the graft to the inner wall of the vessel by
initiating a non-perforating, inflamatory response between
the graft and the inner wall of the vessel (Answer, pages 4
and 5). Instead, Lazarus teaches attaching the graft to the
wal | of the lunmen with staples or anchoring elenents 16, 17
(see col. 3, lines 50-65 and Figure 2). Barone is cited by
t he exam ner for teaching a vascular graft securing neans 165
including a thin-walled menber 166 having a snooth outer wall
surface 169 (Answer, page 5). It is the exam ner’s position

that it woul d have been obvious to nodify the nmethod taught by

Lazarus by replacing the vascul ar

graft of Lazarus with the graft taught by Barone in order “to
prevent perforation of the blood vessel” (id.) As to the step
of attaching the vascular graft to the inner wall of the
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vessel by initiating an inflammatory response between the
vascul ar graft and the inner wall of the vessel, the exam ner
asserts that “insertion of any prosthetic device wll initiate
an inflammatory response and therefore cause attachnment”

(Ld.).

Appel | ant argues that Barone neither teaches nor suggests
a configuration of the disclosed securing nmeans to initiate an
i nflammatory response to facilitate attachnent of the graft to
the intima or inner wall of the vessel (Brief, page 8).
Further, the appellant argues that “while all things inplanted
in the body may cause an inflamuatory response or irritation

not all inflammatory responses are of the degree which
provi des attachnment of the device to the surroundi ng body
tissue” (Reply Brief, pages 1 and 2).

Since the exam ner has not directed our attention to any
particul ar | anguage in Barone which explicitly supports the
position taken by the exam ner, we understand the rejection to
be based on the exam ner’s determ nation that insertion of
Barone’s intralum nal vascular graft into a vessel will not

only initiate
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an inflammtory response between the graft and the inner wall
of the vessel, but that the inflamuatory response of the inner
wall will inherently result in the attachnent of the graft to
the inner wall of the vessel.

Li ke the appellant, we do not agree with the examner’s
position. W are informed by appellant’s specification
that the attachnment of vascular graft 20 nmay be acconpli shed
by providing means or nmaterial which initiates an inflanmatory
response in the vessel intima or inner wall (page 22).
Appel | ant teaches, for exanple, that the |ongitudinal and/or
circunferential support structures may be constructed of a
material, or may be coated with a material, which induces an
i nfl ammatory response. According to appellant, such materials
may i nclude polylactic acids, polyglycolic acids or polyanm no
acids. Oher materials disclosed as initiating an
i nfl ammat ory response include cat gut, cellul ose and nyl on.
Barone, on the other hand, teaches that the graft or tube 160
is made of a material conmpatible with the patient’s body, e.
g., DACRON®, TEFLON® or TEFLON® coat ed DACRON® and porous
pol yur et hane (col. 6, lines 55-66) and that the tube 160 or
securing nmeans 165 may have a coating of biologically inert
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material, e. g., TEFLON® or

porous pol yurethane (col. 7, lines 16-19). Further, Barone
teaches that “the thin-walled nenber 166 is forced radially
outwardly into contact with the aorta 152 to remain secured
thereto” (id. at 46-48). Gven that Barone fails to teach or
suggest any of the inflammation-inducing materials taught in
appel l ant’ s specification and teaches that the tube 160 is
attached to the aorta by forcing the thin-walled nmenber 166
radially outwardly into contact with the aorta, we find the
exam ner’ s apparent position that the inflammatory response of
the inner wall of the vessel to Barone’s tube 160 or securing
means 165 will inherently result in the attachnent of the
graft to the inner wall of the vessel to be specul ative and
unsupport abl e.

It is well settled that inherency may not be established
by probabilities or possibilities, but must instead be "the
natural result flowng fromthe operation as taught.” See In
re Celrich, 666 F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981).
In the present case, the exam ner has not explai ned how t he

Barone reference provides factual basis to establish that the

8



Appeal No. 1998-2095
Appl i cation No. 08/460, 311

natural result flowng fromfollow ng the teachings of Barone
woul d be an

i nfl ammat ory response between the intralumnal graft and the

inner wall of the diseased or damaged vessel sufficient to
result in the attachnent of the graft to the inner wall of the
vessel as clainmed by appellant. Accordingly, since all the
[imtations of appellant’s claim30 are not found in the
applied prior art or obvious therefrom it follows that the
examner's rejection of claim30 under 35 U S.C. § 103 w ||

not be sustai ned.

Clainms 31 and 33 through 38 are dependent on clai m 30
and, therefore, contain all of the limtations of that claim
Therefore, we will also not sustain the standing 35 U S.C. 8§
103 rejection of clains 31 and 33 through 38.

Turning next to independent claim39, we note that claim
39 calls for a nmethod of inplanting an intralum nal vascul ar
graft within a diseased or danaged vessel which is bifurcated
along its length and does not call for the step of attaching
the intralum nal vascular graft to the inner wall of said
vessel by initiating a non-perforating, inflamatory response
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between the graft and the inner wall of said vessel. |nstead,
claim39 calls for
conpressing an intralum nal vascul ar graft
structure to provide a reduced circunferential dinension
sized to be receivable within said transportation
structure, said intralum nal vascular graft structure
conprising a tubul ar
body havi ng an expandabl e frame structure including a

circunferential support structure positioned to contact
and

span the bifurcation of a bifurcated vessel . . . and
supporting said intralum nal vascular graft structure
within said bifurcated vessel by positioning said
circunferential support structure at the bifurcation of
the bifurcated vessel to be supported by the bifurcation.
Appel I ant argues that “[a] nmethod of supporting a
vascul ar graft on the cusp of a bifurcated vessel by use of a
circunferential support is not disclosed by either Lazarus
399 or Barone, et al.” (Brief, page 9). The exam ner’s
position is that the |anguage “vascul ar graft structure
conprising a tubular body having an expandabl e frame structure
including a circunferential support structure positioned to
contact and span the bifurcation of a bifurcated vessel” is
uncl ear and can be construed to nean that it is the vascul ar

graft, not the circunferential support structure, which is
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intended to contact the bifurcation and that Barone shows, in
Figure 4, a vascular graft contacting the bifurcation (Answer,
pages 7 and 8).

We do not agree. Appellant’s Figure 11 illustrates a
preferred enbodi nent of an intralum nal vascular graft for
repairing bifurcated vessels. Wth regard to this particul ar
enbodi nent, page 24 of the specification infornms us that when
t he

vascul ar graft 20 is deployed in a bifurcating vessel, “the

expandi bl e caudal ring 35 is seated upon and supported by the
bi furcation of the vessel, otherwise referred to as the crotch
98 of the bifurcation.” Thus, based on the underlying
specifi-cation, we understand the claimlanguage referred to
by the exam ner as being uncl ear, unanmbi guous and as actually
requiring that the circunferential support structure, not the
vascul ar graft, be capable of being positioned to contact and
span the bifurcation. Furthernore, this interpretationis
consistent with the step of “supporting said intralum nal

vascul ar graft structure wthin said bifurcated vessel, by
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positioning said circunferential support structure at the

bi furcation of the bifurcated vessel to be supported by the

bi furcation” (enphasis added) recited in claim39. In
addition, in order to be “supported by the bifurcation,” the
circunferential support structure nust be seated upon the

bi furcation of the vessel, again consistent with the
under|lying specification. W find no correspondi ng teaching
or suggestion in Barone. |In Figure 4, Barone does not show
the thin-walled nmenber 166 (which corre-sponds to the clained
circunferential support structure) seated upon or supported by

the crotch of the bifurcation

Since all the limtations of claim39 wuld not have been
taught or suggested by the conbi ned di scl osures of Lazarus and
Barone, it follows that the exam ner has not established the

prima facie obviousness of the invention set forth in claim

39. See In re Royka, supra. Thus, the exam ner's rejection

of claim39 under 35 U.S.C. 8 103 will not be sustai ned.
Clainms 40 and 41 are dependent on claim 39 and contain
all of the limtations of that claim Therefore, we will al so
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not sustain the standing 35 U . S.C. §8 103 rejection of clains

40 and 41.

The rejection of claim32

Claim 32 is dependent on claim 31, which, in turn, is
dependent on claim 30. Qur review of the Kwan-Gett reference,
which is used in conbination with Lazarus and Barone in the
rejection of claim32, indicates to us that this reference
does not supply the deficiencies in the conbi ned teachings of
Lazarus and Barone noted above with regard to claim 30 on
appeal. Accordingly, the examner’s rejection of claim32

under 35 U.S.C. 8 103 will not be sustai ned.

In summary, all of the exam ner's rejections of clains 30

t hrough 41 are reversed.

REVERSED
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| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge

JOHN F. GONZALES
Adm ni strative Patent Judge
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